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Summary of Facts and Submissions

IT.

ITI.

Iv.

VI.

European patent No. 1 390 750 is based on European
patent application No. 02728841.4. The mention of the
grant of the patent was published on 9 March 2011.

An opposition was filed and revocation of the patent in
its entirety requested pursuant to Article 100 (a) EPC
for lack of novelty and inventive step, Article 100 (b)
EPC, and Article 100 (c) EPC.

The appeal lies from the decision of the opposition

division rejecting the opposition.

In its statement of grounds of appeal, the appellant
(opponent) requested that the decision under appeal be
set aside and that the European patent No. 1 390 750 be

revoked.

With its letter of reply, the respondent (patentee)
requested that the appeal be dismissed. It also filed

six auxiliary requests.

In a communication dated 5 September 2017, the board
observed that two of the three members of the
opposition division had taken part in the proceedings
for grant of the patent to which the opposition
related, contrary to Article 19(2), first sentence,
EPC. The board noted that this constituted a
substantial procedural violation which justified
remittal of the case under Article 111(1) EPC and
reimbursement of the appeal fee under Rule 103 (1) (a)
EPC. The parties were invited to comment and to
indicate whether they maintained their requests for

oral proceedings should the board remit the case to the
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opposition division and order reimbursement of the

appeal fee.

VII. With letter dated 24 October 2017, the appellant asked
for the case to be remitted to the opposition division
and withdrew its request for oral proceedings provided
that the case was remitted and the appeal fee

reimbursed.

VIII. With letter dated 6 November 2017, the respondent
observed that it seemed justified to remit the case.
The respondent withdrew its request for oral
proceedings provided that the case was remitted to the

opposition division.

Reasons for the Decision

1. The appeal is admissible.

2. Pursuant to Article 19(2), first sentence, EPC, an
opposition division shall consist of three technically
qualified examiners, at least two of whom shall not
have taken part in the proceedings for grant of the

patent to which the opposition relates.

3. The communication under Rule 71 (3) EPC dated
22 July 2010 informing the applicant of the examining
division's intention to grant a patent was signed by
the first and second member of the opposition division
as first and second examiner of the examining division,
respectively (see EPO form 2035.4). By signing the
communication which establishes the text of the patent
to be granted, the first and the second member of the
opposition division have taken part in the proceedings
for the grant of the opposed patent. This holds true in

spite of the fact that the communication under
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Rule 71(3) EPC dated 22 July 2010 (EPO form 2004) and
the decision to grant a patent dated 10 February 2011
(EPO form 2006A) mention a different person as second
examiner of the examining division. As is evident from
EPO form 2035.4, the second examiner signed this
document substituting for the second member originally
foreseen whose pre-printed name on that form had been
deleted and replaced by the hand-written name of the
substitute examiner. Apparently, it had been overlooked
to enter the change of the composition of the examining
division into the EPO's data base. Therefore, EPO form
2004 and EPO form 2006A still bore the pre-printed name
of the original second member who had been replaced.
For the requirements of Article 19(2) EPC, however,
what matters is that the participation of the first and
second member of the opposition division in the
proceedings for the grant of the opposed patent is
established by their respective signatures on EPO form
2035.4. Therefore, the composition of the opposition
division was contrary to Article 19(2), first sentence,
EPC.

Violations of Article 19(2) EPC are considered to be
substantial procedural violations which lead to a
remittal of the case under Article 111(1) EPC and to
the reimbursement of the appeal fee (T 1700/10, point 4
of the Reasons). In the present case, the issue of
whether and in which circumstances violations of
Article 19(2) EPC should lead to a remittal regardless
of the parties' position (see T 1700/10, point 5 of the
Reasons) does not need to be decided. In the absence of
any request to the contrary and of any special reasons
for doing otherwise (Article 11 RPBA), the decision
under appeal is to be set aside and the case is to be
remitted to the department of first instance. As the

remittal is the consequence of a substantial procedural
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the board considers the reimbursement of the
EPC to be equitable.

violation,
appeal fee under Rule 103(1) (a)

Order
For these reasons it is decided that:
1. The decision under appeal is set aside.

2. The case 1is remitted to the department of first instance for

further prosecution.

3. The appeal fee is reimbursed.

The Registrar: The Chairman:
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