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Summary of Facts and Submissions

I. The appeal lies against the decision of the opposition
division posted on 24 March 2016 concerning the
maintenance of European patent 2 387 590 in amended

form.

IT. The European patent was opposed on the grounds that its
subject matter lacked novelty and inventive step and
was not sufficiently disclosed. The decision of the
opposition division to maintain the patent in amended
form was announced at the oral proceedings on
24 February 2016. The decision was based on a main
request (claims as granted) and on a first auxiliary
request filed during the oral proceedings before the

opposition division.

ITT. Claim 1 of the first auxiliary request that was
maintained by the opposition division and which forms

the main request in appeal read as follows:

"l. Method for optimizing the sequential feeding of at
least two ethylene polymerization catalysts to an
ethylene polymerization reactor, comprising:

- transferring to a mixing vessel a first ethylene
polymerization catalyst and a first diluent,

- decreasing the concentration of said first ethylene
polymerization catalyst in said mixing vessel,

- transferring to said mixing vessel a second ethylene
polymerization catalyst and a second diluent,

- progressively replacing said first ethylene
polymerization catalyst by said second ethylene
polymerization catalyst and said first diluent by said
second diluent,

- increasing the concentration of said second ethylene

polymerization catalyst in said mixing vessel,
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sequentially transferring said first ethylene
polymerization catalyst and said second ethylene
polymerization catalyst from said mixing vessel to an
ethylene polymerization reactor,

wherein said first ethylene polymerization catalyst and
said second ethylene polymerization catalyst are
selected from a list consisting of a metallocene
catalyst, a Ziegler-Natta catalyst and a chromium
catalyst, and whereby said first ethylene
polymerization catalyst is different from said second

polymerization catalyst."

D1 (WO 2005/077522 Al) was inter alia cited in
opposition and is also the document on which the appeal

was based.

The decision of the opposition division, as far as
relevant for the present communication, can be

summarized as follows:

(a) Claim 1 of the main request lacked novelty over the
disclosure in figure 1 of D1 read in combination

with the passages of its pages 15 and 21.

(b) Since D1 did not disclose a method of sequential
feeding of two different catalysts with the
apparatus shown in its Figure 1, the claims of the
first auxiliary request satisfied the requirements
of Article 54 EPC.

(c) As to the assessment of inventive step, none of the
prior art documents D1-D3 cited in opposition were
in fact suitable as closest prior art. The most
appropriate starting point was the disclosure
referring to the state of the art found in

paragraphs 9 and 14 of the description of the
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patent itself.

The method according to the first auxiliary request
allowed for a transition between two catalysts
without the need to shut down the reactor. The
problem solved was thus the provision of an
improved method for the transition between two
different catalysts in an ethylene polymerization

process.

Even starting from D1 as the closest prior art,
which did not disclose the sequential feeding of
two different ethylene polymerization catalysts,
the method of the first auxiliary request was
inventive. The problem to be solved starting from
D1 was the provision of an alternative use or
application for the method and apparatus described
in D1. There was no incentive in the prior art to
use the apparatus depicted in Figure 1 in D1 for
the transition from one ethylene polymerization
catalyst to a different one. The passage on

page 13, lines 29-33 of D1 where it was stated that
two or more apparatuses according to the invention
could be supplied or a catalyst blend could be
prepared and supplied if two or more (different)
catalysts needed to be fed to the reactor did not
teach the claimed method since the use of a second
apparatus as described was merely presented as an
option. That passage did not provide an incentive
to use the apparatus shown in Figure 1 for two
different catalysts. Moreover, said passage
appeared to refer to a situation wherein two
different catalysts were fed together to the
polymerization reactor. This was different from the

patent in suit where the transition from a first
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catalyst to a second different one was desired.

(f) Also, since no evidence was provided by the
opponent as to fouling of the reactor from the use
of two incompatible catalysts, the argument that an
effect was not present over the whole scope of the
claims did not convince. The first auxiliary

request was thus inventive.

The opponent (appellant) lodged an appeal against that

decision.

The patent proprietor (respondent) submitted a reply to
the statement setting out the grounds of appeal.

The appellant filed further arguments in a letter of
12 April 20109.

In a communication sent in preparation of oral
proceedings, the Board summarised the points to be
dealt with and provided a preliminary view on the

disputed issues.

Oral proceedings were held on 12 June 2019.

The arguments of the appellant, insofar as relevant to

the present decision, can be summarised as follows:

Reimbursement of the appeal fee

(a) The contested decision invoked a passage of the
patent in suit as the closest prior art. That
choice of closest prior art had never been
discussed during the proceedings. In fact, D1 was
the document that had always been considered as the

document representing the closest prior art by the
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opposition division up to the oral proceedings, as
could be seen in the summons issued by the
opposition division, and was also the document that
was discussed during the oral proceedings. The
opposition division did not give the opponent any
indication that D1 was no longer considered to be
the closest prior art and did not allow the
opponent any opportunity to explain why D1 should
be considered the closest prior art nor to comment
on the closest prior art based on the description
of the patent in suit chosen by the opposition
division. Also, the reasons given by the opposition
division as to why D1 was not the closest prior art
in the contested decision were flawed and had not

been discussed at any point during the proceedings.

The opponent therefore had been deprived of an
opportunity to comment on the choice of the closest
prior art. This constituted a violation of the
right to be heard justifying the reimbursement of

the appeal fee.

Main request

Inventive step

(c)

The method of claim 1 differed from that disclosed
in the closest prior art D1 in that it required the
sequential feeding of catalysts. The use of the
apparatus for feeding catalysts sequentially in the
polymerization reactor was not explicitly disclosed
in DI1.

The problem solved by the claimed subject matter
was to optimize the sequential feeding for a

continuous process. The alleged reduction in
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reactor downtime and the production of less waste
material by comparison to the process of D1 was not

demonstrated in the patent in suit.

The transitioning between two catalysts in the
course of the claimed type of continuous
polymerization process was well known in the art.
Furthermore, the apparatus disclosed in Figure 1 of
D1 already contained two storage vessels that could
be used to effect transitioning between the two
catalysts by stopping the feed of the first
catalyst before beginning to feed the second

catalyst in the mixing vessel.

The claimed process was obvious in view of D1
itself as switching catalysts was suggested
throughout the description of D1, in particular in
the first paragraph of page 4, page 10 lines 14-22,
page 13, lines 29-33 and page 21, line 25. D1 also
taught that any catalyst could be used in the
polymerization process. Furthermore, the passage on
page 13 taught that two catalysts could be used in
the process and fed to the reactor either by using
two feeding apparatuses or as a blend by using a
single apparatus, pointing to a transitioning of

the catalysts.

Contrary to the view of the respondent, the
teaching of D1 was not to transfer the second
catalyst from the second storage vessel to the
mixing vessel in a single step. In particular, it
was apparent from the passage on pages 16 and 17 of
D1 that there was a repeated feeding of the
catalysts to the mixing vessel to replace the
catalyst added to the reactor. D1 therefore did not

teach away from a gradual transitioning between the
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two catalysts.

(h) When operating the apparatus of Figure 1 of DIl in a
continuous mode with two catalysts the skilled
person would have considered adding the catalysts
from the two different storage vessels and would
have switched between the two catalysts in a
continuous manner, arriving at the claimed subject
matter. Claim 1 of the main request thus lacked an

inventive step over DI.

The arguments of the respondent, insofar as relevant

to the present decision, can be summarised as follows:

Reimbursement of the appeal fee

(a) No arguments were provided by the respondent with

respect to the reimbursement of the appeal fee.

Main request

Inventive step

(b) D1 was only concerned with diluting a concentrated
slurry of catalyst in a mixing vessel prior to
introducing the diluted slurry at a suitable
concentration and flow rate to the polymerization
reactor. Figure 1 disclosed two storage vessels
but, as described on page 15 of D1, the vessels
contained the same catalyst slurry. D1 did not
disclose the transitioning between two different
catalysts as claimed. To the extent that two
catalysts were used in D1, these were handled with
two apparatuses or were added as a prepared blend
using one apparatus. That did not constitute a

transitioning between two different catalyst as
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required according to claim 1 of the main request.

(c) The transitioning as claimed in the main request
allowed to optimize the transition time between the
catalysts, it reduced the reactor downtime, lost
capacity and minimized the production of waste

material.

(d) The problem solved was thus to provide a process of
optimizing the sequential feeding of two catalysts
in a continuous process without interrupting the
process and reducing the reactor downtime and waste

material.

(e) D1 did not provide any teaching towards the
transitioning of two catalysts. Also, no further
document showed a transitioning of catalysts as
claimed. Claim 1 of the main request was inventive

over D1.

The appellant (opponent) requested that the decision
under appeal be set aside and that the European patent
be revoked. Furthermore they requested that the appeal
fee be reimbursed on the basis of a substantial
procedural violation by the opposition division, and
that the auxiliary requests on file be not admitted

into the proceedings.

The respondent (patent proprietor) requested that the
appeal be dismissed (main request) or that the patent
be maintained on the basis of any one of the first to
fifth auxiliary request filed with the reply to the

statement setting out the grounds of appeal.
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Reasons for the Decision

1. Reimbursement of the appeal fee

1.1 The opponent requested the reimbursement of the appeal
fee on the grounds that a substantial procedural
violation occurred on the because the opposition
division did not give the opponent any indication that
D1 was no longer considered as closest prior art, did
not allow the opponent to explain why D1 should be
considered the closest prior art and did not allow the
opponent to comment on the identified closest prior art
from the description of the patent in suit (last
paragraph on page 3 of the statement setting out the
grounds of appeal).

1.2 The opposition division had indeed indicated in the
summons to attend oral proceedings dated 28 April 2015
with respect to the auxiliary requests 2, 3, 5 and 6
that the method claimed in these requests was
considered obvious in view of the teaching of D1
(penultimate paragraph on page 3), that statement is
however not to be read in isolation from the sentence
on page 1 of the same summons which clearly set out
that the content of the summons constituted a
provisional non-binding opinion of the opposition
division. Such provisional opinions of the opposition
division are per definition non-binding for the conduct
of the following procedure. In that respect, the
opposition division was not under an obligation to give
a prior indication to the parties that they did not
consider D1 as the closest prior art. All the more so
as the decision not to consider D1 as the closest prior

art, as will be explained in the following, can be seen
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as a direct consequence of the findings of the
opposition division with respect to novelty which in
turn followed directly from the discussion of that

document between the parties at the oral proceedings.

The appellant further submitted that the key factor as
to why the opposition division considered that D1 was
not the closest prior art was that Dl did not disclose
the sequential feeding of two different ethylene
polymerization catalysts (first paragraph on page 4 of
the statement setting out the grounds of appeal) and
that the opponent was not given an opportunity to
comment on that point. It is however apparent from the
contested decision and from the minutes of the oral
proceedings that the presence of that feature in D1 was
discussed between the parties during the discussion of
novelty over D1 (paragraph 3 on page 10 of the
contested decision and from the the passage bridging

pages 2 and 3 of the minutes of the oral proceedings).

Furthermore, it is also apparent that the sequential
feeding of two different types of ethylene
polymerization catalysts within D1 had been addressed
by both parties in their written submissions prior to
the oral proceedings. It was first addressed by the
appellant in the notice of opposition with respect to
inventive step (last four paragraphs on page 5), it was
contested by the patent proprietor in the reply to the
notice of opposition (page 3, point 5.1.2) and in the
letter of the patent proprietor dated 21 December 2015
(page 4, point 4.2).

Notwithstanding that the dismissal of D1 as the closest
prior art as a result of the conclusion of the
opposition division on novelty with regard to this

distinguishing feature might not have been expected by
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the appellant, the Board is nevertheless satisfied that
the conclusion of the opposition division regarding the
choice of the closest prior art was a direct, logical
and cogent consequence of the conclusion with respect
to novelty, which - it is emphasised - was discussed

between the parties at the oral proceedings.

It can thus be concluded from the above cited passages
of the notice of opposition, the minutes of the oral
proceedings and the contested decision that the parties
were given an opportunity before the opposition
division to comment on the matter of whether D1 was the
document representing the closest prior art. Also,
according to the minutes the parties were further heard
on the inventive step objection based on D1 and the
objection was dealt with by the opposition division in
its decision. Consequently, in that regard there was no

violation of the opponent's right to be heard.

Also, notwithstanding the rejection of D1 as closest
prior art on page 11 of the contested decision, it is
apparent to the Board that the opposition division
nonetheless provided a separate and full inventive step
analysis starting from D1 as the closest prior art,
coming to the same conclusion on inventive step as that
reached starting from the description of the patent in
suit as closest prior art (page 12 of the contested
decision). In that respect the contested decision shows
that even if D1 had been accepted as the document
representing the closest prior art, the claimed subject
matter would still have been considered to involve an

inventive step.

As to point (ii) mentioned above, the Board does not
find in the official communications of the opposition

division, the minutes of the oral proceedings or in the
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contested decision an indication that the opponent was
given an opportunity to comment on the prior art
referred to in the description of the patent in suit
which was chosen as closest prior art by the opposition
division. While that as such constitutes a violation of
the right to be heard of the opponent, it is to be
noted that neither in writing nor in the oral
proceedings before the Board did the appellant advance
any substantive argument as to why the opposition
division should have arrived at any other conclusion on
inventive step should the opponent have been heard on
the issue of suitability of that prior art as
representing the closest prior art or on the inventive
step objection based on that prior art. In the absence
of any substantive argument in that regard the Board
finds that a reimbursement of the appeal fee pursuant
to Rule 103 (1) (a) EPC would not be equitable in view of

the specific circumstances of this case.

Main request

2. Inventive step

2.1 Both parties in appeal considered that document D1
represented the closest prior art rather than the
reference to the general prior art found in the patent
in suit and relied on in the contested decision. D1
concerns a method and apparatus for preparing and
optimizing catalyst feeding to a polymerisation reactor
(page 1, lines 5-10). D1 is in the same field as the
patent in suit, it discloses the same apparatus as the
patent in suit (Figure 1) and also aims at producing
polyethylene with the same catalysts (page 10, lines
14-22) that are used in the patent in suit.
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Even if D1 does not mention the same problem of
optimizing the sequential feeding of at least two
ethylene polymerization catalysts to an ethylene
polymerization reactor (patent in suit, paragraph 22),
it is apparent that its subject matter was also
conceived for the same general purpose of providing a
method of feeding catalysts to an ethylene
polymerization reactor as in the patent in suit and on
that ground, D1 does not appear to be an unreasonable
or unrealistic starting point for the assessment of

inventive step of the main request.

Figure 1 of D1 was seen as the most relevant starting
point as it describes an apparatus for supplying a
catalyst slurry to a polymerization reactor. That
apparatus was acknowledged by both parties to be the
same apparatus as that disclosed in Figure 1 of the
patent in suit. It is used to optimize the supply of a
catalyst slurry to a polyethylene polymerisation
reactor in the general method disclosed on pages 15 to
19 of D1 and in claim 15, which is essentially based on
feeding a concentrated catalyst slurry to a storage
vessel followed by a dilution of that concentrated
catalyst slurry in order to obtain a suitable
concentration of the catalyst slurry for use in a
polymerisation reaction, whereby said catalyst slurry
is diluted while being transferred from said storage
vessel to a mixing vessel before being pumped to the

polymerization reactor.

Claim 1 of the main request by contrast pertains to a
method for optimizing the sequential feeding of at
least two ethylene polymerization catalysts to an
ethylene polymerization reactor which method is defined

by a number of steps in the form of a list, among which
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are:

- transferring to a mixing vessel a first ethylene
polymerization catalyst and a first diluent,

- decreasing the concentration of said first ethylene
polymerization catalyst in said mixing vessel,

- transferring to said mixing vessel a second
ethylene polymerization catalyst and a second
diluent,

- progressively replacing said first ethylene
polymerization catalyst by said second ethylene
polymerization catalyst and said first diluent by
salid second diluent,

- increasing the concentration of said second
ethylene polymerization catalyst in said mixing

vessel,

as a succession of steps forming part of what is called
"transitioning”™ in the patent in suit (paragraphs 12
and 13).

The respondent considered that the wording of these
steps in claim 1 of the main request required that the
steps be carried out successively, meaning that the
concentration in the first ethylene polymerization
catalyst had to be decreased before the second ethylene
polymerization catalyst could be added to the mixing

vessel.

It is however apparent from the above list of steps and
from the wording used to define these steps in claim 1
of the main request that all the steps may be performed
at the same time since the transfer of the second
ethylene polymerization catalyst and second diluent to
the mixing vessel containing the first ethylene

polymerization catalyst would inevitably result in a
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decrease of the concentration of first ethylene
polymerization catalyst. As to the progressive
replacement of the first ethylene polymerization
catalyst by the second ethylene polymerization catalyst
defined in claim 1, it only implies that the second
ethylene polymerization catalyst slurry must be added
to the mixing vessel at a higher and continuously
increasing rate with respect to the first ethylene
polymerization catalyst slurry. That is what can be
seen as transitioning by sequentially feeding the two
ethylene polymerization catalysts to the polymerization
reactor according to claim 1 of the main request. That
feature is the essential feature distinguishing the

main request from the method of DI1.

The respondent argued that the method according to
claim 1 of the main request resulted in a
polymerization process with reduced reactor downtime
and reduced production of waste material as compared to
the method carried out in D1. While the patent in suit
does not contain examples that could provide a
meaningful comparison between the claimed method and
the method described in D1, the description of the
patent in suit makes it plausible that the
transitioning of the catalysts according to claim 1 of
the main request would necessarily result in a reduced
reactor downtime compared with the method of D1 since
the transitioning of the catalysts avoids having to
kill the existing polymerization reaction, empty the
reactor, recharge and start again with a new catalyst
and that several hours will not have to be spent
building up the desired solid levels inside a reactor
not having received polymerization catalyst for several
hours (paragraphs 34 and 46). With regard to the
production of waste material during the transitioning

between the two catalysts however, the patent in suit
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does not make plausible that it will be reduced over
the method of D1 since the production of waste material
arises during the transitioning between the catalysts
and it was not shown that those waste materials were
observed in the operation of the method disclosed in
D1.

Under these circumstances, the problem solved over the
closest prior art D1 can be formulated as the provision
of a method for optimizing the sequential feeding of at
least two ethylene polymerization catalysts to an
ethylene polymerization reactor in order to reduce the
reactor downtime. The solution to that problem is the
transitioning between the two catalysts according to

claim 1 of the main request.

It remains to be decided whether the solution according
to claim 1 of the main request was obvious over the

closest prior art DI1.

The apparatus shown in Figure 1 of D1 contains two
storage vessels 2, intended to contain the slurry of a
metallocene catalyst and isobutane as a diluent before
being delivered to the mixing vessel 3 wherein the
slurry is diluted to a suitable concentration for use
in a polymerisation reaction as described in the first
full paragraph on page 15 of Dl1. The passage describing
the operation of the apparatus according to Figure 1 of
D1 starting on page 16 to the first paragraph of page
18, and in particular the passage at page 16 lines 15
to 23 further shows that the two storage vessels 2
present in the apparatus- and containing the same
catalyst were actually intended to provide redundancy
i.e. a form of back-up system in case one of the
feeding lines to the reactor were interrupted. In that

respect, the description of the operation of the
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apparatus of Figure 1 in D1 does not explicitly show a
situation where the two storage vessels each contained
a different catalyst to be transferred to the mixing

vessel.

Also the general purpose of the method disclosed in D1,
which is to provide a controlled flow rate of the
catalyst to the mixing vessel where its concentration
is kept at a substantially constant level (page 17,
lines 28-33), with contingency measures in the case of
failure of one of the feeding systems (page 16, lines
15-23) does not relate to the transitioning between two
different catalysts. While the passage on page 13,
lines 29-33 of D1 discloses that two (different)
catalysts could be used in the method of D1, it
suggests in that case that two complete apparatuses be
used to feed the catalysts to the reactor or
alternatively that one apparatus be used but that the
catalysts be in the form of a blend. The Board does not
find that the two alternative operations of the method
disclosed in D1 disclosed in that passage imply a
transitioning between two different catalysts according

to claim 1 of the main request.

Nor does the Board find in the other passages of D1
cited by the appellant the solution of the posed
technical problem. The first paragraph on page 4, which
refers to switching catalyst type, only concerns
unspecified known processes of the prior art and is not
a description of the invention shown in D1 nor concerns
the specific process or apparatus of Dl1. That passage
thus cannot be read in the context of the process of DI
and in particular not in the context of a possible use
of a blend of catalysts as found on page 13, line 32.
The passage on page 10, third paragraph concerns the

definition of the catalysts according to the method of
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D1 but it does not relate to the feeding of these
catalysts in the apparatus and thus does not suggest
the transitioning between two different catalysts. With
regard to the passage on page 21, fourth paragraph, the
reference to a batch of catalyst does not imply that
two different catalysts could be used and that passage
does not relate to the feeding as such of the catalyst
to the mixing vessel during the operation of the

apparatus.

Finally, it was argued by the appellant that it could
not be disputed that the transitioning between two
catalysts was well known in the art, as stated in the
patent in suit itself (paragraphs 9 and 14), and that
the operation of the apparatus and method shown in D1
would inevitably result in a method according to claim
1 of the main request. There is however nowhere on file
a document showing a transitioning performed in a
mixing vessel and comprising the steps according to
claim 1 of the main request. While "transitioning"
between two catalysts may be known in the art,
paragraph 14 of the patent in suit shows that said term
of the prior art covers a wide range of operations,
including stopping the polymerization process,
emptying the reactor, recharging and then introducing
the second catalyst into the reactor. That type of
transitioning does however not correspond to the
subject matter of claim 1 of the main request. Whether
the transitioning described in the patent in suit was
generally known in the art remains unproven in view of
the documents made available in appeal and can
therefore not be taken into account in the assessment

of the inventive merit of the main request.
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2.14 The Board concludes from the above that claim 1 of the

main request fulfils the requirements of Article 56

EPC.

Order

For these reasons it is decided that:

1. The appeal is dismissed.

The request for reimbursement of the appeal fee is

refused.
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