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Summary of Facts and Submissions

IT.

ITI.

Iv.

This appeal is against the decision of the examining
division refusing European patent application
No. 10766785.9 with publication No. EP 2 424 319 Al.

The refusal was based on the ground that the subject-
matter of claims 1, 2, and 4 to 8 of a main request and
claims 1 to 7 of two auxiliary requests was not new
having regard to the disclosure of document D5 (see
below) .

The decision made reference to, inter alia, the

following document:

D5: "UCI piggybacking on PUSCH in case of transmit
power limitation"; LG ELECTRONICS;
3GPP TSG RAN WGl #56bis; RI-091205;
March 2009.

With its statement of grounds of appeal, the appellant
filed claims of a main request and first and second

auxiliary requests.

In a communication following a summons to oral
proceedings, the board gave its preliminary opinion
that claims 1, 2 and 4 to 8 of each request were not
clear. Furthermore, objections under Article 123(2) EPC
(added subject-matter) and Articles 52 (1) and 56 EPC

(inventive step) were raised.

In response to the board's communication, the appellant
submitted by letter dated 3 April 2019 a third
auxiliary request together with arguments in support of

this request.
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Oral proceedings were held on 9 April 2019.

At the oral proceedings, the appellant withdrew the
main request and the first and second auxiliary

requests and filed a further auxiliary request.

The appellant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the third auxiliary request filed by letter dated

3 April 2019 or, in the alternative, on the basis of
the new auxiliary request filed during the oral
proceedings, referred to in this decision as the fourth

auxiliary request.

After due deliberation, the chairman announced the

board's decision at the end of the oral proceedings.

Claim 1 of the third auxiliary request reads as

follows:

"A mobile station device (Al to A3) configured to
wirelessly communicate with a base station device (B1)
by using a plurality of component carriers including a
first component carrier and a second component carrier,
the mobile station device (Al to A3) comprising:

a reception processor (al3) configured to receive a
physical downlink control channel that indicates
assignments of a plurality of physical uplink shared
channels on the plurality of component carriers, and

a transmission processor (al4, a34, a44, and ab4)
configured to

allocate uplink control information to a
selected one of the plurality of physical uplink shared
channels in a subframe,

multiplex the uplink control information and a

transport block,
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transmit the uplink control information
together with the transport block by using the selected
one of the plurality of physical uplink shared channels
in the subframe, and
transmit the transport block without the uplink

control information by using the plurality of the
physical uplink shared channels excluding the selected
one of the plurality of physical uplink shared channels
in the subframe,

wherein the uplink control information includes
information pieces of positive acknowledgement, ACK/
negative acknowledgement, NACK, in response to
transport blocks received on a plurality of physical
downlink shared channels, channel quality information
indicator, precoding matrix indicator and/or rank
indicator,

the mobile station device being characterized in
that the mobile station device is configured to select
a first physical uplink shared channel on the first
component carrier in the subframe, as the selected one
of the plurality of physical uplink shared channels, if
the mobile station device is transmitting the first
physical uplink shared channel on the first component
carrier and a second physical uplink shared channel on
the second component carrier in the subframe, the first
physical uplink shared channel and the second physical
uplink shared channel being included in the plurality
of physical uplink shared channels in the subframe, and

the first component carrier is indicated by the
base station device, wherein

the mobile station device is configured to select
the second physical uplink shared channel on the second
component carrier with a minimum component carrier
number in the subframe, as the selected one of the
plurality of physical uplink shared channels, if the

mobile station device is not transmitting the first
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physical uplink shared channel on the first component
carrier, but is transmitting one or more physical
uplink shared channels excluding the first physical
uplink shared channel on the plurality of component
carriers in the subframe,

the plurality of component carries are numbered
respectively, and

the second physical uplink shared channel on the
second component carrier with the minimum component
carrier number is to be allocated with the uplink

control information."

Claim 1 of the fourth auxiliary request differs from
claim 1 of the third auxiliary request only in that the
last paragraph ("the second physical uplink shared

channel ...") has been deleted.

Reasons for the Decision

Third auxiliary request - clarity (Article 84 EPC)

The application relates to the wireless communication
between a mobile station device and a base station by
using multiple uplink carrier components, also referred
to as component carriers (see paragraph [0004]), to
each of which a physical uplink shared channel (PUSCH)
is allocated (paragraph [0027]). Uplink control
information is allocated to a selected PUSCH in a
subframe and is transmitted by using the selected PUSCH
in the subframe (paragraph [0034]).

The mobile station device of claim 1 is configured to
use for the uplink communication a plurality of
component carriers to which a plurality of PUSCHs is
assigned (first and second paragraphs). The mobile

station device further includes a transmission
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processor which is configured to use at least two of
the plurality of PUSCHs for transmitting information in
a subframe, namely a selected one of the plurality of
PUSCHs for the uplink control information together with
a transport block and at least one other PUSCH of the
plurality of PUSCHs for the transport block without the
uplink control information (sixth and seventh

paragraphs) .

Claim 1 further includes a first if-clause, namely that
"the mobile station device is configured to select a
first physical uplink shared channel on the first
component carrier in the subframe, as the selected one
of the plurality of physical uplink shared channels, if
the mobile station device is transmitting the first
physical uplink shared channel on the first component
carrier and a second physical uplink shared channel on
the second component carrier in the subframe, the first
physical uplink shared channel and the second physical
uplink shared channel being included in the plurality
of physical uplink shared channels in the

subframe" (underlining by the board).

The condition in the aforementioned if-clause is thus
met when the mobile station device is transmitting two
of the plurality of PUSCHs on first and second
component carriers in the subframe, respectively.
However, as the claim seeks protection for a device
rather than a method, this condition implies, in terms
of constructional features of the mobile station
device, merely that the device is configured to
transmit two of the plurality of PUSCHs on first and
second component carriers in the subframe, which is
already part of the claim. This is because also during
operation, the mobile station device is already

configured to transmit using at least two PUSCHs, which
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may be labelled first and second, of the plurality of
PUSCHs for transmitting the transport block with and
without the uplink control information, respectively
(see point 1.1 above and claim 1, sixth and seventh

paragraphs) .

It is therefore unclear what further limitation, if
any, of the subject-matter of claim 1 is introduced by

the above-cited if-clause.

Furthermore, claim 1 includes a second if-clause,
namely that "the mobile station device is configured to
select the second physical uplink shared channel on the
second component carrier with a minimum component
carrier number in the subframe, as the selected one of
the plurality of physical uplink shared channels, if
the mobile station device is not transmitting the first
physical uplink shared channel on the first component
carrier, but is transmitting one or more physical
uplink shared channels excluding the first physical
uplink shared channel on the plurality of component

carriers in the subframe" (underlining by the board).

If the condition according to this second if-clause is
met, the mobile station device is not transmitting the
first PUSCH on the first component carrier. In other
words, the conditions of the first and second if-
clauses are mutually exclusive. It is not clear how the
second if-clause, in particular the condition of not-
transmitting the first PUSCH on the first component
carrier limits the constructional features of the
claimed device, it being noted that the device is
configured to transmit using a first PUSCH for
transmitting the transport block with the uplink

control information (see point 1.2 above).
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It is therefore unclear what further limitation, if
any, of the subject-matter of claim 1 is introduced by

this second if-clause.

For the above reasons, claim 1 of the third auxiliary
request is not clear and, consequently, does not comply
with Article 84 EPC.

The third auxiliary request is therefore not allowable.

Fourth auxiliary request - admissibility (Article 13(1)
RPBA)

The fourth auxiliary request was filed during the oral
proceedings. In accordance with Article 13 (1) RPBA, any
amendment to a party's case after it has filed its
grounds of appeal may be admitted and considered at the
board's discretion. In accordance with the case law, a
well-established criterion for determining whether or
not to admit such a request is whether or not it is,

prima facie, allowable.

As admitted by the appellant, the deletion of the last
feature of claim 1 (see point VIII above) was not an
attempt to overcome the clarity objection in respect of
the first if-clause (see point 1.2 above). Indeed, that
objection appears to apply to claim 1 of the fourth
auxiliary request for the same reasons. Claim 1 of the
fourth auxiliary request therefore lacks, prima facie,
clarity (Article 84 EPC) and, hence, is prima facie not
allowable.

As claim 1 of the fourth auxiliary request is prima
facie not allowable, the request was not admitted into

the appeal proceedings.
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3. Conclusion

As there is no allowable request, it follows that the

appeal is to be dismissed

Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chairman:
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