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Summary of Facts and Submissions

IT.

ITI.

The appeal concerns the decision of the examining
division refusing the European patent application No.
01 956 652 for lack of inventive step (Article 56 EPC
1973) in relation to the requests pending at the time.

Oral proceedings before the board took place in the
absence of the appellant, of which the board had been

informed beforehand.

In writing the appellant had requested that the deci-
sion under appeal be set aside and a patent be granted
based on the main request or the first or second auxil-
iary requests, all filed with the letter dated 16 No-
vember 2013 setting out the grounds of appeal. Further-
more, the appellant requested the reimbursement of the

appeal fee.

The wording of respective claim 1 of the requests is as
follows (board's labelling "(a)", "(Mo)", "(c)", "(4)",

"(e)", "(a)|", "(c)|", and "(e)'"):

Main request:

"l. An electronic calculator having means for enabling
a user to enter calculations, a processor for per-
forming the entered calculations and a display for
displaying the result of calculations, characterised in
that,

(a) in a mode of operation of the calculator, the
processor is programmed to provide:

(b) means requiring the user, following completion of
the entry of the calculation, to enter an estimate of
the result of the calculation,

(c) means for computing a tolerance range,
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(d) means for comparing the estimate entered by the
user with a correct result of the calculation computed
by the calculator, and

(e) means for preventing the correct result of the
calculation from being displayed, for at least one
estimate entered by the user, when the difference
between the estimate and the correct result lies

outside a determined tolerance range."

First auxiliary request:

Claim 1 of the first auxiliary request differs from
claim 1 of the main request in that features (c) and
(e) are replaced by the following features (c)' and

(e)', respectively:

(c)' "means for computing a tolerance range in depen-
dence upon the nature of the operators, the numerical
value of the operands in the calculation and any
tolerance range of the operands",

(e)' "means for displaying the correct result of the
calculation if the difference between the estimate
entered by the user and the correct result lies within

the determined tolerance range"

Second auxiliary request:

Claim 1 of the second auxiliary request differs from
claim 1 of the first auxiliary request in that feature

(a) is replaced by the following feature:

(a)'’ "during operation of the calculator, the

processor is programmed to provide:"

The appellant argued essentially as follows:
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(a) Procedural matters

The appellant stated its belief that the claims filed
on 7 June 2005 could perhaps form the basis for the
grant of a patent.

Moreover, the long duration of the proceedings before
the examining division (delay of 6 years between the
appellant's letter and the subsequent summons to oral
proceedings) and the examination division's statement
in a communication that the application contained
patentable subject-matter amounted to a substantial
procedural violation warranting the reimbursement of

the appeal fee.

(b) Amendments

In the grounds of appeal the appellant referred to its
letter dated 23 May 2013 for the basis of the amend-
ments. In that letter it is stated that the removal in
claim 1 of the main request of the precise definition
of the tolerance range was appropriate in view of the
general definition of predetermined tolerances in the

description of the application on page 2, lines 15-26.

Moreover, the amendment to replace the term 'deter-
mining' with 'computing' in claim 1 of the main request
had a basis on page 9, lines 3-4. The omission of the
mode of operation in claim 1 of the second auxiliary
request was based on page 14, line 29 - page 15, line 3

of the application as filed.

Reasons for the Decision

1. Procedural matters
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In its reply to the summons to oral proceedings the
appellant informed the board about its absence from the
forthcoming oral proceedings and further stated that it
"believe[d] the claims filed on 7 June 2005 could

perhaps form the basis for the grant of a patent”.

The board notes that according to Article 113(2) EPC

1973 the EPO shall consider and decide upon the Euro-
pean patent application only in the text submitted to
it, or agreed, by the applicant. It is therefore the

applicant's responsibility to clearly define the text
on the basis of which it requests a patent to be

granted.

In the present case the appellant's statement cited
above is a mere expression of its belief concerning a
possible basis for the grant of a patent. However,
there is no indication that the appellant wished in
fact that a patent be granted on the basis of the men-
tioned claims, let alone that these claims should form
a request replacing the requests on file or supple-
menting these requests as a main request or first,

second or third auxiliary request.

Therefore, the above statement by the appellant is not

considered a request.

The appellant also argued that the long duration of the
proceedings before the examining division and the
examination division's statement in a communication
that the application contained patentable subject-
matter amounted to a substantial procedural violation

warranting the reimbursement of the appeal fee.
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According to Rule 67 EPC 1973 the reimbursement of
appeal fees has to be ordered where the board of appeal
deems an appeal to be allowable, if the reimbursement
is equitable by reason of a substantial procedural

violation.

In its communication dated 5 December 2006 the exam-
ining division merely made an opening remark that "it
appears that there is patentable subject-matter in the
application" but continued by raising objections under
Articles 84 and 123(2) EPC 1973. The board sees no
causal link between either this remark or the long du-
ration of the proceedings before the examining division
on the one hand and the filing of the appeal on the
other hand. These alleged procedural errors were not
the reason that the appeal had to be filed. Rather, the
appellant had to file the appeal irrespective of wheth-
er or not the alleged errors had occurred. However,
without such a causal link the reimbursement of the
appeal fee is not equitable (see Case Law of the Boards
of Appeal of the EPO, 8th edition 2016, section IV.E.
8.6.1).

In view of the above the request for reimbursement of

the appeal fee must be refused.

Amendments

In the decision under appeal the examining division
held that the subject-matter of the claims of the
requests pending at the time, which correspond
essentially to the claims of present requests, lacked

inventive step (see points 19 and 20 of the Reasons).
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In its communication under Article 15(1) RPBA the board
raised other objections, inter alia concerning added

subject-matter (Article 123(2) EPC).

In particular, one added subject-matter objection con-
cerned features (a) and (d) of claim 1 of the main re-
quest, according to which the processor of the claimed
electronic calculator is programmed in a certain mode
of operation to provide means for comparing the esti-
mate entered by the user with a correct result of the
calculation computed by the calculator. There is no
indication in features (a) and (d) (or any other fea-
ture of the claim) concerning how this comparison is to
be performed. Since this is left open, the means of
comparison are claimed in broad terms and the relevant
comparison may be performed, according to the claim, in

any manner whatsoever.

In the original application documents it is disclosed
in this respect that the above comparison is performed
by checking whether the estimate lies within a pre-
determined tolerance range of the correct result. This
is specified in claim 2 as originally filed and in the
corresponding part of the description, in which the in-
vention is disclosed in terms of the technical problem
and its solution (see page 1, line 36 - page 2, line 2

of the original description).

In the concrete embodiments of the invention as shown
in the flow charts of Figures 1, 2, and 3 this compar-
ison is carried out in step 205, in steps 305 and 313,
and in step 408, respectively. In each case the compar-
ison involves checking whether the estimate lies within
the tolerance of the correct result determined by the
calculator (see the description of the application,

page 7, lines 27-29; page 8, lines 9-20; page 9, lines
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14-17), where the tolerance had been determined by the
calculator in a previous step using an algorithm built
into the calculator (see page 7, lines 14-16; page 8,
lines 9-20 and 34-36; page 9, lines 3-7).

Hence, in the original application documents there is
no disclosure of the comparison means in the broad
terms claimed. Moreover, it has in fact only been dis-
closed that the relevant comparison is carried out by
checking that the estimate lies within a predetermined

tolerance range of the correct result.

Consequently, the subject-matter of features (a) and
(d) is not directly and unambiguously derivable from
the original application documents. In particular,
various ways of performing the comparison which have no
basis in the application as filed are encompassed by
the claimed subject-matter, e. g. checking whether the
order of magnitude of the estimate is the same as that

of the correct result.

Therefore, claim 1 of the main request contains sub-
ject-matter extending beyond the content of the appli-
cation as filed, contrary to the requirements of
Article 123 (2) EPC.

Claim 1 of the first auxiliary request also contains
features (a) and (d). In claim 1 of the second

auxiliary request feature (a) was merely amended in
that reference to a particular mode of operation was

suppressed.

For the same reasons as those mentioned under point 2.2
above claim 1 of the first auxiliary request and claim
1 of the second auxiliary request also contain subject-

matter extending beyond the content of the application
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as filed, contrary to the requirements of

Article 123(2) EPC.

In view of the above the appeal must be dismissed

(Article 111(1) EPC 1973).

2.4

Order

For these reasons it is decided that:

The appeal is dismissed.
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