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Summary of Facts and Subm ssions

Eur opean patent application 05 782 717.2 (publication
No. WO2006/ 017511 and EP 1 891 461) was refused by a
deci sion of the exam ning division dispatched on 22 July
2013 for the reason of |ack of inventive step within the
meani ng of Articles 52(1) and 56 EPC 1973 of the subject-

matter of claim1 then on file.

On 20 Septenber 2013 the applicant | odged an appeal
agai nst the decision, filed a statenent setting out the
grounds of appeal and paid the prescribed appeal fee.

The appel | ant requested interlocutory revision of the
deci sion under Article 109 EPC on the basis of an anended
set of clainms. Moreover, reinbursenent of the appeal fee
pursuant to Rule 103(1)(a) EPC was requested in view of
an all eged substantial procedural violation on the part

of the exam ning division.

The requested interlocutory revision according to
Article 109(1) EPC was granted by a rectification (EPO
Form 2710) dated 30 Cctober 2013, informng the appell ant
that the decision under appeal was set aside and the
proceedi ngs were continued. Mreover, the appellant was
infornmed that the request for reinbursenment of the appeal
fee could not be allowed and woul d be forwarded to the
Board of Appeal for a decision (Rule 103(2) EPC).

On 20 January 2014 the appellant was sumoned to oral

proceedi ngs to take place on 2 April 2014.

I n an annexed comuni cation pursuant to Article 15(1)

RPBA t he Board confirmed that the sole i ssue to be dealt
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with in the oral proceedings was the appellant's request
for refund of the appeal fee. As to the nerits of the
case, the Board explained why it would seemlikely that

t he appel lant's request woul d be refused.

By letter of 20 March the appellant's representative
announced that the applicant would not be attending the
oral proceedi ngs because the cost of attending oral
proceedi ngs significantly outwei ghed the appeal fee.
According to the appellant, the i mredi ate sumons to oral
proceedi ngs was di sproportionate and contrary to
Article 125 EPC, in particular in view of the fact that
no correspondi ng request had been nade. As to the
justifications for refusing a refund of the appeal,
reference was nade to decision J 04/82, which nmade cl ear
that there was a substantial procedural violation if
argunents of the parties were not discussed. Thus the
sumrmons to oral proceedi ngs should be withdrawn and the

appeal fee should be refunded.

On 2 April 2014 oral proceedings were held in the absence
of the appellant.

Reasons for the Deci sion

In the following reference is nade to the provisions of

t he EPC 2000 ("EPC'), which entered into force as of

13 Decenber 2007, unless the former provisions of the EPC
1973 still apply to pending applications.

The appeal conplies with the requirenents of Articles 106
to 108 and Rule 99 EPC and is, therefore, adm ssible.
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Ref und of the appeal fee

In an invitation pursuant to Article 94(3) and Rule 71(1)
EPC of 7 Decenber 2012, referring to a consultation by
tel ephone with the representative on 28 Novenber 2012,

t he exam ning division had raised an objection as to |ack
of inventive step of the subject-matter of claim1l then
on file and had pointed to the facts and evi dence on
which it had based its view

The applicant had responded thereto by a letter dated

16 April 2013, by which it had filed anended dependent
claims and an affidavit fromthe inventor D. A Betts
referring to a "2005 Application Note" from "Edge Tech"
in support of a diverging view as to the skilled person's
know edge.

The exam ni ng division had then issued the contested
deci sion w thout previously comrenting on the affidavit

and application note.

In the appellant's view, the decision of refusal
contravened the provisions of Article 113(1) EPC in that
t he general procedural principle of its "right to be
heard"” had not been respected. Mre specifically, the
appl i cant had not been given an opportunity to conment on
t he reasoni ng which was given in paragraphs 3.1.5 to
3.1.7 of the contested decision dealing with the

af orenenti oned affidavit and application note.

According to Rule 103(1)(a) EPC, first alternative, the
rei mbursenent of the appeal fee shall be ordered in the
event of interlocutory revision, if such reinbursenent is

equi table by reason of a substantial procedural violation.
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Thus, the refund of the appeal fee cannot be ordered

unl ess two requirenents are net:

- the interlocutory revision has been granted, and

- the proceedings before the first instance suffer froma
substantial procedural violation by which the

rei mbur senent woul d appear equitable.

In the present case, the first condition is nmet. It
remains therefore to be exam ned whether the fact that
the reasoning in points 3.1.5to 3.1.7 of the contested
deci sion, which deals wwth an affidavit and a techni cal
note filed by the applicant, had not been previously
communi cated to the applicant violates the applicant's
right to be heard and thus constitutes a substanti al

procedural violation.

In this context, a clear distinction has to be nmade

bet ween grounds and evi dence on which a decision is based,
on the one hand, and argunents, on the other hand.

Whereas Article 113(1) EPC obliges the instances of the
EPO to give a party an opportunity to coment on the

rel evant grounds and evi dence before any adverse deci sion
is taken, there is no such obligation with respect to the

nmerits of a party's argunents.

In the present case, the appeal ed decision is based on a
ground (lack of inventive step) and evidence (the cited
prior art) which had been comuni cated by way of the

t el ephone consultation of 28 Novenber 2012, on which the
appel  ant had been given the opportunity to comment.
Moreover, as it is not contested by the appellant, the
amendnents to the clains filed wwth the applicant's
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response of 16 April 2013 did not concern the wording of

claiml1 and thus did not require a further comrunicati on.

In contrast, neither the affidavit referring to said
application note filed by the appellant nor the
correspondi ng reasoning in the decision qualify as new
facts or evidence. The fornmer nerely relates to the

opi nion of one of the inventors and thus concerns at nost
addi tional argunents put forward by the applicant,
whereas the latter constitutes respective
counterargunents. Therefore, the reasoning given in
paragraphs 3.1.5 to 3.1.7 of the contested decision does
not introduce new grounds or evidence on which the
applicant would have had to be heard, but nerely responds
to argunents which the appellant had put forward in
support of the presence of an inventive step.

It follows fromthe above that the proceedi ngs before the
first instance departnent do not suffer froma
substantial procedural violation which would render a

rei nbursenent of the appeal fee equitable.

The appel lant's request for refund of the appeal fee is

t heref ore refused.

Cancel | ati on of schedul ed oral proceedi ngs

The appellant's conplaint that the i medi ate summons to
oral proceedi ngs was di sproportionate and contrary to
Article 125 EPC i s unfounded.

According to Article 116(1) EPC, oral proceedi ngs shal
take place if a board of appeal considers this to be
expedi ent. Thus, already because of the procedural
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provision of Article 116(1) EPC, Article 125 EPC is not
appl i cabl e.

The purpose of having oral proceedings is to bring as
soon as possible a case to a conclusion in that it
inplies the fixing of a date at which the decision wll
normal |y be taken. The Board's communi cati on annexed to
the summons to oral proceedi ngs gave the appellant the
opportunity to coment in witing on the reasons as to
why the request for refund of the appeal fee could
presumably be refused and, as the case may be, to prepare
the subm ssions to be made at the oral proceedings.

The appel lant's argunent that the cost of attending oral
proceedi ngs woul d be disproportionate to the refundabl e
anount di sregards the fact that the appellant had the
possibility of submtting all its argunents in favour of
a rei nbursenent of the appeal fee in reply to the Board's
comuni cation. In such a case, it may be expected that

t he absence of the appellant fromthe oral proceedings

will not lead to any undue di sadvant age.

Decision J 04/82 is not pertinent to the present case. In
that case a receiving section of the EPO had prematurely
rejected a request for correction of a m stake made in
the request for grant of a European patent. The | egal
board of appeal held that the adverse decision of the
receiving section was given too early, ie before the
appel l ants had had a reasonabl e opportunity to submt

supporting informati on and evi dence.

For these reasons, the appellant's request for
cancel l ati on of the schedul ed oral proceedi ngs was
ref used.
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O der

For these reasons it is decided that:

The request for reinbursenent of the appeal fee is refused.

The Regi strar The Chai rman

R. Schunmacher G Assi



