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Summary of Facts and Submissions

IT.

ITI.

Iv.

The appeal lies from the decision of the examining
division whereby European patent application No.
06735465.4, based on an international application
published as WO 2006/089212, was refused under Article
97(2) EPC.

The documents cited in the examination and appeal

proceedings include the following:

D2 Muramatsu Y et al., 2002, Kidney International,
62, 1601-1610

The decision of the examining division is based on the
set of claims of the main request and auxiliary
requests which were filed by letter of 24 August 2012.
The examining division decided that the subject-matter
of claim 8 of the main request as well as of auxiliary
requests 1 and 2 was not drafted in a form according to
Article 54 (5) EPC because it did not relate to a method
practised on the human or animal body according to
Article 53 (c) EPC, as further explained in G 1/04.
Claim 8 therefore lacked novelty over the disclosure of
document D2, while auxiliary requests 3, 4 and 5 lacked

inventive step.

The applicant (hereinafter, the appellant) lodged an
appeal against the decision of the examining division,
requesting that the decision be set aside and that a
patent be granted according to the main request or any
of the first to sixth auxiliary requests, all filed

with the notice of appeal.

The main request comprises 10 claims. Claim 8 reads as

follows:
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"8. A kit for detecting Cyr6l in a urine sample
comprising a container for holding a urine sample, and
at least one antibody that specifically binds Cyr6l;
wherein the kit is for use in diagnosing a cancer of

epithelial origin."

Claim 8 of the first auxiliary request differs from

claim 8 of the main request as follows:

"8. An kit for detecting Cyr6t—in o urine—sampte

o . c holad . te i
at—TFeast—one antibody-based binding moiety that
specifically binds Cyr6l; whereinm—the—Kkit—+s for use in

a method of diagnosing a cancer of epithelial origin in

a human or animal body."

Claim 7 of the second auxiliary request differs from
claim 8 of the first auxiliary request in that the

cancer is further defined as follows:

"87. ... ; wherein the cancer of epithelial origin is

selected from the group consisting of: breast cancer,

basal cell carcinoma, adenocarcinoma, gastrointestinal

cancer, lip cancer, mouth cancer, esophageal cancer,

small bowel cancer, stomach cancer, colon cancer, liver

cancer, bladder cancer, pancreas cancer, ovarian

cancer, cervical cancer, lung cancer, skin cancer, and

renal cell carcinoma."

No claims were submitted for the third, fourth, fifth
and sixth auxiliary requests, which were merely

described as follows:

"This is as for any preceding request, but with the

term 'antibody-based binding moiety that specifically
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binds to Cyr6l' replaced with 'antibody or antibody
fragment that specifically binds to Cyr6l1" (third
auxiliary request) or " (...) but with the final claim
thereof deleted" (fourth auxiliary request), " (...) but
with the diagnostic use claim deleted" (fifth auxiliary
request), and "(...) but with the cancer of epithelial
origin limited to being 'selected from the group
consisting of: breast cancer, basal cell carcinoma,
adenocarcinoma, gastrointestinal cancer, lip cancer,
mouth cancer, esophageal cancer, small bowel cancer,
stomach cancer, colon cancer, liver cancer, bladder
cancer, pancreas cancer, ovarian cancer, cervical
cancer, lung cancer and skin cancer'" (sixth auxiliary

request) .

The board sent a summons to oral proceedings scheduled
for 29 May 2018 and subsequently sent a communication
pursuant to Article 15(1) RPBA, summarising the case
and expressing a detailed preliminary opinion on the
relevant issues, including novelty and inventive step
for the main, first and second auxiliary requests and

admission of the third to sixth auxiliary requests.

The appellant did not file any substantive reply to the
board's communication but instead informed the board,
by letter dated 22 May 2018, that it would not attend

oral proceedings.

Oral proceedings took place on 29 May 2018 as
scheduled, in the absence of the appellant as had been
announced in writing. At the end of oral proceedings

the chairman announced the board's decision.

The appellant's arguments where relevant to the present

decision may be summarised as follows:
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There was no requirement for a medical use claim to
refer to the "human or animal body", and hence the same
should also apply to diagnostic use claims. G 1/04 did
not discuss the format of allowable medical or
diagnostic use claims. There was no prior art
disclosing the use of the kit of claim 8 of the main
request (or of the antibody-based binding moiety of
claims 8 and 7, respectively, of the first and second
auxiliary requests) in a diagnostic method for cancer
of epithelial origin, and therefore the claim was
novel. As to the first and second auxiliary requests,
the wording referring to "a human or animal body" made
clear that, even under the analysis of the examining
division, the diagnostic use was a truly limiting

feature of the claim.

X. The appellant requested in writing that the decision
under appeal be set aside and that a patent be granted
on the basis of the main request or alternatively on
the basis of one of auxiliary requests 1 to 6, all

submitted with the notice of appeal.

Reasons for the Decision

1. The appeal is admissible.

2. The oral proceedings before the board took place in the
absence of the appellant who had been duly summoned but
decided not to attend. In fact, the board interprets
the appellant's statements in its letter of 22 May 2018
as a withdrawal of its request for oral proceedings. In
that letter the appellant indicated that it would not
attend oral proceedings and requested "a decision

according to the state of the file based on the written



- 5 - T 1315/13

submissions made"; it also stated that it was its
understanding that the board could "issue the decision
requested without the need for Oral Proceedings" and
that it had "no objection to Oral Proceedings being

cancelled".

The present decision is based on facts and evidence put
forward during the written proceedings on which the
appellant has had an opportunity to comment. Therefore
the conditions set forth in Enlarged Board of Appeal
opinion G 4/92, OJ EPO 1994, 149, are met.

Moreover, as stipulated by Article 15(3) RPBA the board
is not obliged to delay any step in the proceedings,
including its decision, by reason only of the absence
at the oral proceedings of any party duly summoned who
may then be treated as relying only on its written

case.

Main request - novelty

Claim 8 is directed to a kit comprising a container and
an antibody, the kit being for use in diagnosing a
cancer of epithelial origin (for the exact wording of

the claim, see section V).

The subject-matter of this claim is a product (a kit)
which is defined by given components. As stated in the
appealed decision (section 21.1) and not disputed by
the appellant, such a product is disclosed in D2
(abstract; page 1602, right column, line 51, to page
1603, left column, line 10; page 1603, right column,
lines 41 to 47; page 1606, left column, line 11, to
right column, line 3; page 1607, caption of Figure 7).
The further feature defining the kit, namely the

functional feature "wherein the kit is for use in
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diagnosing a cancer of epithelial origin", is not
considered limiting but simply an indication of
suitability ("suitable for use") and therefore not
relevant for the assessment of novelty. The product of
D2 was in fact used for Cyr6l detection and is clearly
also suitable for use in diagnosis. The board thus
comes to the conclusion that claim 8 of the main

request lacks novelty (Article 54 (2) EPC).

The appellant essentially argued that claim 8 was not a
product claim but a purpose-restricted product claim
according to Article 54(5) EPC, and that this purpose
limitation rendered the claimed subject-matter novel
over D2. The board disagrees. Article 54 (5) EPC could
only apply if the claimed subject-matter were directed
to use in a method falling under the exclusions from
patentability set out in Article 53(c) EPC. However,
the use referred to in the claim, namely "for detecting
Cyr6l in a urine sample" and "for use in diagnosing a
cancer of epithelial origin", is not considered to
relate to methods excluded from patentability under
Article 53 (c) EPC, as it concerns neither "methods for

treatment”" nor "diagnostic methods practised on the

human or animal body" (emphasis added by the board).
According to G 1/04 (OJ EPO 2006, 334), the "practised

on the human or animal body" criterion is satisfied if

the method steps involve any interaction with the human
or animal body, necessitating its presence (Reasons
6.4.2), but is not complied with in respect of method
steps carried out in vitro in a laboratory (Reasons
6.4.3). It is readily apparent that the diagnostic
method referred in the claim, which essentially
consists in the laboratory analysis of urine samples,

does not satisfy this criterion.
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First auxiliary request - novelty

Claim 8 of the first auxiliary request is directed to
"an antibody-based binding moiety that specifically
binds Cyr6l; for use in a method of diagnosing a cancer
of epithelial origin in a human or animal body". The
board considers that this claim too is a product claim
and not a purpose-restricted product claim according to
Article 54 (5) EPC and that, accordingly, for the same
reasons as discussed in relation to the main request,

it lacks novelty over D2 (Article 54(2) EPC).

According to the appellant, the introduction of the
feature "in a human or animal body" makes clear that
the antibody-based binding moiety is used in a method
included in those contemplated under Article 53(c) EPC
and therefore is limiting and renders the claim novel.
The board however fails to see how the claim is to
become a purpose-restricted product claim by virtue of
this amendment, which is interpreted as referring only
to the diagnosis of a clinical situation which is "a
cancer of epithelial origin in a human or animal body"
and not to a diagnostic method which is to be
"practised on the human or animal body" (for which
there appears to be no basis in the application as
filed).

Second auxiliary request - novelty

Claim 7 of the second auxiliary request differs from
claim 8 of the first auxiliary request merely in that a
list of epithelial cancer types to be diagnosed has
been added (for the exact wording of the claim, see
section V). Since the claim is not considered limited

by any of these uses, it still lacks novelty over D2
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for the same reasons as discussed above for the first

auxiliary request.

Third to sixth auxiliary requests - admission

None of these requests was filed with formulated
claims. Instead, only indications were given, such as:
"This is as for any preceding request, but with the
term 'antibody-based moiety that specifically binds to
Cyr6l' replaced with 'antibody or antibody fragment
that specifically binds to Cyr6l'" (third auxiliary
request; see section V). So in fact the third auxiliary
request appears to comprise three different auxiliary
requests (i.e. corresponding to the main request and
first and second auxiliary requests, all comprising the
described amendment), the fourth auxiliary request
appears to comprise six different auxiliary requests,
etc. Moreover, the amendment indications are not clear:
e.g. the exact wording specified in the third auxiliary
request to be replaced in any preceding request is not
present in claim 1 of the main request although similar
wording is in claim 4, step (a), leaving the intent of
the third auxiliary request uncertain. For the fifth
auxiliary request it is further indicated that "the
diagnostic use claim [is] deleted", but it is not
apparent what this claim should be, since the claims in
the formulated requests are either method claims
(claims 1 to 7 and 10 of the main request) or product
claims (claims 8 and 9 of the main request) and not use

claims.

According to established case law, the applicant
carries the responsibility for defining the subject-
matter to be claimed and cannot offload this
responsibility onto the EPO by filing incompletely

formulated requests, this amounting to an abuse of
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procedure (see e.g. T 382/96, Reasons 5.2 and 5.3). The
board thus considers that the so-called third, fourth,

fifth and sixth auxiliary requests, not being
formulated as such but merely indicating how previous

claims are to be amended to result in a multitude of

alternative requests, are inadmissible.

Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chairman:
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