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Summary of Facts and Submissions

IT.

ITT.

Iv.

The appellant (patent proprietor) lodged an appeal
against the decision of the opposition division to

revoke European patent No. 1 240 125.

Notice of opposition had been filed, on the ground that
the subject-matter of the patent as granted was not
novel and did not involve an inventive step (Article
100 (a) EPC). This opposition was subsequently

withdrawn.

The documents cited during the opposition proceedings

include the following:

D3: WO 99/48939

D5: UsS 4,981,727
D10: Experimental report filed during examination
proceedings.

The opposition division considered that the subject-
matter of claim 1 of the then pending main request and
auxiliary request 1 was not novel. With respect to the
then pending auxiliary request 2, document D5 was the
closest prior art, the problem underlying the claimed
invention was providing fluoroelastomers with enhanced
low temperature properties and the solution, which were
fluorocelastomers obtainable by using a perfluorovinyl-
ether comonomer having the formula RfOCF,0CF=CF, wherein
Rf is -CFyCF3 (perfluoroethyl) or -CFj
(perfluoromethyl), was not inventive in view of D5

alone or in combination with D3.

During the oral proceedings before the board, which
took place on 16 July 2014, the appellant requested

that the patent be maintained upon the basis of claim 1
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VII.
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of its main request, which had been filed as auxiliary
request 3 with the statement setting out the grounds

for appeal, and which reads as follows:

"A fluoroelastomer obtainable by using a
perfluorovinylether comonomer having the formula
RfOCF,0CF=CF, wherein Rf is -CF,CF3 or -CF3."

The arguments of the appellant relevant for the present

decision were the following:

Document D3 disclosed a fluoroelastomer comprising a
comonomer which differred from those subject-matter of
claim 1 in that Rf was -CFyCF,CF3. Document D5 disclosed
fluoroelastomers which could not be obtained by using a
vinyl ether comonomer, but by using an epoxide. The

subject-matter of claim 1 was therefore novel.

Document D5, which disclosed fluoroelastomers with low
temperature Tg (brittle to rubber transition
temperature), was the closest prior art. The claimed
fluorocelastomers differed from those disclosed in D5 at
least in that they could not be obtained by using a
vinyl ether comonomer. The problem underlying the
claimed invention was providing further
fluoroelastomers which could be used at low temperature
and the solution, which were fluoroelastomers
obtainable by using a vinyl ether comonomer, was not
obvious having regard at any of the documents on file
with the consequence that the subject-matter of claim 1

was inventive.

The final request of the appellant was that the
decision under appeal be set aside and that the patent
be maintained on the basis of the main request

(claim 1), filed as auxiliary request 3 with the
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statement setting out the grounds of appeal or,
subsidiarily, on the basis of any one of auxiliary
requests 1-8, filed respectively as main request and
auxiliary requests 1, 2 and 4-8 with the statement

setting out the grounds of appeal.

Reasons for the Decision

1. The appeal is admissible.
Novelty:
2. Claim 1 is directed to a fluoroelastomer obtainable by

using a perfluorovinylether comonomer having a residue

perfluoroethyl or perfluoromethyl (Rf is -CF,CF3 or

-CF3) .

3. Document D3 discloses fluoroelastomers obtainable by
using a vinyl ether comonomer (page 4, line 6-8) which
differ from those subject-matter of claim 1 since said

vinyl ether has a perfluoropropyl residue (Rf is

-CF,CF,CF3, see page 5, line 8).

4. Document D5 describes in column 28, lines 42-48
polymers with a low Tg (brittle to rubber transition
temperature). In the light of their Tg wvalue, these
polymers are fluoroelastomers in the sense of claim 1.
Said fluoroelastomers differ from those subject-matter
of claim 1 at least in that are not obtainable by using
a vinyl ether comonomer but require, instead, an
epoxide, see compounds VI in column 8, line 32 and the

experimental details in column 10, lines 34-57.
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5. The subject-matter of claim 1 is, hence, novel in the
sense of Article 54 (2) EPC.

Inventive step:

6. Closest prior art:

The opposition division considered document D5 as the
closest prior art, and the board sees no reason to

differ from this finding.

D5 discloses fluoroelastomers having low brittle to
rubber transition temperature (Tg) which differ from
those subject-matter of claim 1 at least in that they
are not obtainable by using a vinyl ether comonomer but

require a vinyl ether epoxide comonomer, instead.

7. Technical problem underlying the invention:

The problem underlying the claimed invention can be
formulated as providing alternative fluoroelastomers
suitable for low temperature application (see paragraph

[1] of the patent in suit).

8. Solution:

The solution are fluoroelastomers obtainable by using a
perfluorovinylether comonomer having the general
formula RfOCF,;0CF=CF, wherein Rf is -CFyCF3 or -CFj.

9. Success:

The appellant has provided evidence (D10) showing that
a copolymer containing a vinyl ether comonomer as

required by claim 1 having Rf -CF,CF3 has low brittle to
rubber transition temperature (Tg). The Tg of the
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corresponding homopolymer, calculated using the Fox
Equation, is -51°C, which indicates that the use of
said compound as comonomer contributes to the low
temperature Tg of a fluoroelastomer. This result can
also be extrapolated to the embodiment of claim 1

according to which Rf is -CF3 in the light of their

close structural relationship.

The problem as formulated above is, hence, considered

as credibly solved.

Finally, it remains to be examined whether the claimed

solution was obvious for the person skilled in the art.

The fluoroelastomers of D5 comprise a polyether
backbone which is obtainable by polymerising an epoxide
comonomer. Although said epoxides are the result of the
oxidation of the corresponding perfluorovinyl ethers,
the respective backbones of these polymers are very
different and it could not be expected that they shared
the same properties. For this reason, document D5 alone

does not hint to the claimed solution.

Document D3 discloses fluoroelastomers which can be
obtained by using a perfluorovinyl ether comonomer
having a residue Rf containing one -CF,- group more than
required by the general formula of claim 1 (see page 4,
lines 4-7 and page 5, line 8), but neither discloses

nor hints that these fluoroelastomers were suitable for
low temperature application and, hence, does not
provide any indication which could have led the skilled

person to the features of claim 1.

For these reasons, the board concludes that the skilled
person could not have found any motivation to modify

the backbone of the compounds disclosed in document D5
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and choose a fluorocelastomer obtainable by using the
perfluorovinyl ether comonomers required by claim 1 in
order to solve the problem as defined in point 7.
above, with the consequence that the subject-matter of
claim 1 of the main request is inventive in the sense

of Article 56 EPC.

Order

For these reasons it is decided that:
1. The decision under appeal is set aside.

2. The case is remitted to the opposition division with

the order to maintain the patent on the basis of the

main request (claim 1), filed as auxiliary request 3

with the statement setting out the grounds of appeal,
and a description yet to be adapted.
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