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Summary of Facts and Submissions

1v.

C7629.D

This appeal lies from the decision of the examining
division refusing European patent application

No. 01 920 727.3 on the grounds that the amended claims
of the different requests then on file lacked the
requirements of Article 123(2) EPC. The main request
was further held not to meet the requirements of Rule
137(5) EPC.

With the grounds of appeal, the appellants filed fTive
amended sets of claims as a new main request and as

auxiliary requests 1 to 4, respectively.

Following a communication from the board expressing its
doubts under Article 123(2) EPC regarding the
amendments proposed in the said requests, the appellant
submitted a letter of observations dated 29 March 2012
indicating the support in the application as filed for

the amendments questioned by the board.

At the oral proceedings, which took place on 20 April
2012, the allowability of the amendments was discussed
extensively. The appellants then abandoned all the
requests then on file and filed an amended set of
claims as a sole request.

Claim 1 thereof reads as follows:

"1. A combined battery and device apparatus comprising
a first conductive layer ;
a rechargeable battery comprising a cathode layer;
an anode layer, and a LiPON electrolyte layer located
between and electrically i1solating the anode layer from
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the cathode layer, wherein the anode or the cathode or
both include an intercalation material, the battery
disposed such that either the cathode layer or the
anode layer is in electrical contact with the first
conductive layer;

an electrical circuit having a major surface
adjacent face-to-face to and electrically connected to
the battery; and

wherein the electrical circuit Is an integrated
circuit including electronics for recharging the solid-

state battery."

Claims 2 to 5 are directed to specific embodiments of
the combined battery and device apparatus according to

claim 1, on which they depend.

Claim 6 relates to a method for forming a combined
battery and device apparatus according to claim 1, and
claims 7 to 9 are directed to specific embodiments of

the process according to claim 6, on which they depend.

The appellants further requested that the contested
decision be set aside and that the case be remitted to
the department of first instance for further
prosecution on the basis of the set of claims filed on
20 April 2012 as a sole request during the oral
proceedings before the board.

Reasons for the Decision

1.

C7629.D

Allowability of the amendments (Article 123(2) EPC)
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The claims of the sole request at issue have a basis as
follows In the application as filed and published as
WO 01/73866 A2:

— Claim 1 results from the combination of claim 1 with
the passages at page 2, lines 16 to 18; page 7,
lines 3 and 4; page 43, lines 26 to 28 and Figure 9A;

— Claim 2: iIn the passage at page 13, lines 28 to 30;

— Claim 3: in claim 1 as filed and e.g. page 25, lines

11 and 12; see also e.g. Figure 9A;

— Claim 4: 1n the passage at page 35, lines 15 and 16;

— Claim 5: iIn the passage at page 5, lines 7 to 9;

— Claim 6 results from the combination of claim 21 and
claim 1 with the passages at page 7, lines 3 and 4;
page 43, lines 26 to 28 and Figure 9A;

— Claims 7 and 8: 1n the passage at page 73, lines 13
to 15 and 26 to 30;

— Claim 9: iIn the passage at page 5, lines 7 to 9.

It follows that the amended claims of this request meet
the requirements of Article 123(2) EPC.

In view of the comments on the page headed "Further
information continued from PCT/ISA/210" of the
International Search Report, the board notes that the
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amended claims further appear to comply with the
requirements of Rule 137(5) EPC.

2. Remittal
As the decision was exclusively based on Article 123(2)
EPC and Rule 137(5) EPC objections, and since the
latter have been overcome by the amendments proposed in
the request at issue, the board considers it
appropriate to exercise its power conferred by Article

111(1) EPC to remit the case to the first instance for

further prosecution.

Order

For these reasons i1t is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the Ffirst instance for further
prosecution on the basis of the set of claims 1 to 9
filed on 20 April 2012.

The Registrar: The Chairman

C. Vodz G. Raths
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