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Summary of Facts and Submissions

IT.

ITT.

Iv.

VI.

The present appeal is against the decision of the
examining division refusing European patent application
No. 03026872.6, which was filed as a divisional
application of the earlier European patent application
No. 97117320.8.

With the statement of grounds of appeal the appellant
filed sets of amended claims of a main request and an
auxiliary request. Oral proceedings were conditionally

requested.

In a communication accompanying a summons to oral
proceedings, the board gave a preliminary opinion and
considered that claim 1 of each request lacked clarity
(Article 84 EPC) and that the claimed subject-matter
extended beyond the content of the application as filed
or the earlier application as filed (Articles 76(1) and
123 (2) EPC).

With a letter dated 8 May 2015 the appellant filed, by
way of replacement, revised sets of claims of a main

request and first to third auxiliary requests. Counter-
arguments against the board's preliminary opinion were

also presented.

With a further letter dated 8 June 2015, the appellant
informed the board that it would not attend the oral
proceedings. The request for oral proceedings was

however explicitly maintained.

Oral proceedings were held on 9 June 2015 in the

absence of the appellant.
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The board understood the appellant to be requesting
that the decision under appeal be set aside and that a
patent be granted on the basis of claims 1 and 2 of a
main request or, in the alternative, on the basis of
claims 1 and 2 of a first or a second auxiliary
request, or on the basis of claim 1 of a third
auxiliary request, all requests as filed with the
letter dated 8 May 2015.

At the end of the oral proceedings the chairman

announced the board's decision.

VIT. Claim 1 of the main request reads as follows:

"A mobile communication system comprising at least one
Over-the-Air Activation Processor OTAP (312), a mobile
switching center MSC (31) and a plurality of mobile
stations (30), the system having current service
information stored in a database (313) which changes
over time, said current service information being used
to update information stored in at least some of said

mobile stations (30), the system further comprising:

a customer service center (310) wherein the customer
service center (310) generates information regarding
relationships between system operators, that is
included in the current service information that is

supplied to the database (313);

a home location register (314) that identifies one or
more of the mobile stations (30) that can receive the

current service information;

said at least one Over-the-Air Activation Processor
OTAP (312) having the database (313) which maintains

the current service information;
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said Over-the-Air Activation Processor OTAP (312)
coupled to the mobile switching center MSC (31) which
transfers said current service information, via the
mobile switching center MSC (31), to the one or more of
said mobile stations (30) by said Over-the-Air
Activation Processor OTAP (312) first determining if

said one or more mobile stations (30) 1is activated; and

(1) if said one or more mobile stations (30) is
activated, transferring the current service information
to said one or more mobile stations (30) for storage

therein; and

(2) 1if said one or more mobile stations (30) is not
activated, designating that said current service
information should be transferred to said one or more
mobile stations (30) when said one or more mobile

stations (30) is activated."

VIII. Claim 1 of the first auxiliary request differs from

claim 1 of the main request in that:

the second paragraph includes the further feature:

"wherein the information is updated by an external
terminal via the customer service center (310) and
supplied to the database (313) after the update is

completed";

the third paragraph includes the further feature:

"wherein the one or more of the mobile stations (30)
are updated with the current service information in
response to receiving a command after the database

(313) is updated with the current service information";
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and

in the fifth paragraph, the wording "first determining
if said one or more mobile stations (30) is activated"

is replaced by:

"first receiving an indication from said mobile
switching center MSC (31) and indicating to the home
location register (314) that said one or more mobile

stations (30) is activated".

Claim 1 of the second auxiliary request reads as

follows:

"A method for updating intelligent roaming information
in a mobile communication system, the mobile
communication system comprising; a customer service
center CSC (310), an external terminal, an Over-the-Air
Activation Processor OTAP (312), a mobile switching
center MSC (31), a home location register/
authentication center HLR/AC (314) coupled to the
mobile switching center MSC (31) and a plurality of
mobile stations (30) communicating via the Over-the-Air
Activation Processor OTAP (312) with the mobile
switching center MSC (31), the Over-the-Air Activation
Processor OTAP (312) including an intelligent roaming
database IRDB (313) which holds intelligent roaming
information, the method further comprising the steps
of:

providing updated information regarding agreements
between system operators to the customer service center
CSC (310) wvia the external terminal,

supplying the updated information regarding agreements

between system operators from the customer service
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center CSC (310) to the intelligent roaming database
IRDB (313) so as to update the intelligent roaming
database IRDB (313),

identifying by the home location register/
authentication center HLR/AC (314) the mobile stations
(30) that are programmable to receive the update from
the updated intelligent roaming database IRDB (313),

signaling by the home location register/authentication
center HLR/AC (314) to the Over-the-Air Activation
Processor OTAP (312) to create a message for
transmission to the identified mobile stations (30),
the message containing the update from the updated
intelligent roaming database IRDB (313) to be
transferred from the Over-the-Air Activation Processor
OTAP (312) to the identified mobile stations (30),

indicating by the home location register/authentication
center HLR/AC (314) that an update of the contents of
the intelligent roaming database IRDB (313) should be

performed,

if the mobile switching center MSC (31) indicates that
the identified mobile station (30) is active, then
transferring the update from the updated intelligent
roaming database IRDB (313) via the mobile switching
center MSC (31) to the identified active mobile

stations (30), and

if the mobile switching center MSC (31) indicates that
the identified mobile station (30) is inactive, then
indicating by the Over-the-Air Activation Processor
OTAP (312) to the home location register/authentication
center HLR/AC (314) that the identified mobile station

(30) is inactive, whereby the home location register/
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authentication center HLR/AC (314) in turn sets a
delivery pending indicator DPI therein for the

respective inactive identified mobile station (30)."

X. Claim 1 of the third auxiliary request differs from
claim 1 of the second auxiliary request in that the

last paragraph includes the further feature:

"wherein when at a later time the identified inactive
mobile station (30) is activated and registers, the
home location register/authentication center HLR/AC
(314) prompts the Over-the-Air Activation Processor
OTAP (312) to create the message including the update
from the updated intelligent roaming database IRDB
(313) to be sent via the mobile switching center MSC
(31) to the mobile station (30)".

Reasons for the Decision

1. Claim 1 of the main request - added subject-matter
(Article 123(2) EPC)

1.1 As regards the basis for the subject-matter of claim 1,
the applicant argued that Fig. 3 and the corresponding
description in paragraphs [0024] and [0025] (reference
being made to the application as published, i.e. EP 1
406 463 A2) provided a basis for the claimed system,
i.e. the first to fifth paragraphs of claim 1 (see
point VII above), since these parts of the application
disclosed a system which included an over-the-air
processor (OTAP) 312, a plurality of mobile stations
(MS) 30, a database (IRDB) 313, a customer service
center (CSC) 310, a mobile switching center (MSC) 31,
and a home location register (HLR) 314. The appellant
further argued that the features of the last two

paragraphs of claim 1 were part of the general



-7 - T 0730/11

teachings of the application as described in, for
instance, paragraph [0016] and were equally applicable
to all embodiments of the invention, including the

embodiment of Fig. 3.

The board does not contest that the application as
filed refers to each of the individual components of
the claimed system. However, this is not sufficient in
order to comply with the requirement of Article 123(2)
EPC. Rather, the combination of the claimed features
has to be clearly and unambiguously derivable from the
application documents as filed. This is not the case

here for the reasons given below.

Paragraphs [0024] and [0025] describe a specific
sequence of functional interactions between the wvarious
components of the system of Fig. 3, in order to
determine whether or not the mobile terminal is active
and in order to transfer service information to the
mobile terminal; cf. paragraph [0025], column 7, lines
4 to 23:

"After the initiation of the update process, the HLR
314 identifies the subscribers that have programmable
mobile stations that can receive updated IRDB
information. Upon identification of these mobile
stations, the HLR 314 signals the OTAP 312 to create a
message for transmission to the identified mobile
station in which the updated contents of the IRDB 313
are transferred from the OTAP 312 to the mobile station
30. The transfer occurs via the mobile switching center
(MSC) 31. If, after the HLR 314 has indicated that an
update should be performed, the MSC 31 indicates that
the identified mobile station 1s inactive, then the
OTAP 312 will indicate that fact to the HLR 314 which

in turn will set a delivery pending indicator (DPI) in
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the HLR 314 with respect to that mobile station. At a
later time when that mobile station is activated and
registers, the HLR 314 will again prompt the OTAP 312
to create the appropriate message including the update
of the IRDB 313 which will then be sent via the MSC 31

to the mobile station.".

This sequence of functional interactions between the
system components thus requires, inter alia, that the
identification operation carried out by the HLR is
carried out "after the initiation of the update
process". Hence, these parts of the application do not
provide a basis for a home location register which is
implemented such that it (unconditionally) identifies
those mobile stations which can receive current service
information, as claimed in present claim 1. The board
also notes that the remaining parts of the application
as filed do not provide a basis for this

generalisation. Nor did the appellant argue otherwise.

Further, the system described in paragraphs [0024] and
[0025] requires a specific interaction to be followed
between the MSC, the OTAP, and the HLR in the case of
the mobile being inactive, according to which the OTAP
indicates the fact that the mobile station is indicated
by the MSC as being inactive to the HLR which, in turn,
sets a delivery pending indicator (DPI). Claim 1 does
not require this specific interaction. There is however
no basis in the application as filed that the system
shown in Fig. 3 may identify a mobile station as being

inactive in any other way.

Claim 1 does not include the functional interactions
referred to in points 1.4 and 1.5 above as limiting
features of the claimed system, and therefore relates

to a system which is a generalisation of the system
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described in paragraphs [0024] and [0025]. However,
there is no basis in the application as filed for such

a generalized system.

For the above reasons, the subject-matter of claim 1 of
the main request does not meet the requirement of
Article 123 (2) EPC. The main request is therefore not
allowable.

Claim 1 of the first auxiliary request - added subject-
matter (Article 123(2) EPC)

The above considerations apply mutatis mutandis to
claim 1 of the first auxiliary request. The first

auxiliary request is therefore not allowable either.

Claim 1 of the second auxiliary request - added
subject-matter (Article 123(2) EPC)

Claim 1 of the second auxiliary request relates to a
method defined by steps corresponding to the functional
interactions between the components of the mobile
communication system as described in paragraphs [0024]
and [0025]. However, the method as claimed 1is
generalized in respect of the operation of the system
as regards the initiation of the update process for
updating the service information in mobile stations for
the following reasons. According to the description
(cf. paragraph [0025], column 6, last line, to column
7, line 7), the update process is initiated, either
manually or automatically, and the process for
identifying those subscribers which can be updated by
the HLR is carried out after the initiation. Claim 1
does not specify that the identifying step (fourth
paragraph in claim 1) follows an initiation of the

update process. Therefore, claim 1 also covers an
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embodiment in which a mobile station is updated at the
initiative of the HLR itself, without an initiation of
the update process as described in paragraph [0025]
being required. There is, however, no basis in the

application documents as filed for such an embodiment.

For these reasons, claim 1 of the second auxiliary
request does not meet the requirement of Article 123(2)
EPC. The second auxiliary request is therefore not
allowable.

Claim 1 of the third auxiliary request - added subject-
matter (Article 123(2) EPC)

The reasons given at point 3 above apply mutatis
mutandis to claim 1 of the third auxiliary request. The
third auxiliary request is therefore not allowable

either.

There being no allowable request, it follows that the

appeal must be dismissed.

For these reasons it is decided that:

The appeal is dismissed.
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