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Summary of Facts and Subm ssi ons

C5833.D

The appel lant (applicant) filed an appeal against the
deci sion of the exam ning division dated 30 July 2010
refusi ng European patent application No. 09010830.9
which is a divisional application of European
application No. 04745634.8 (filed as PCT application
PCT/ JP2004/ 007924) .

An extended European search report was issued with the
conmuni cation of 16 Cctober 2009 stating that the
subject matter of the divisional application did not
neet the requirenents of Article 76(1) EPC, inter alia
since the nethod clains of the application had "not
been di sclosed in the parent application”. The Search
Di vision thus concluded (as per the statenent at the
top of the declaration under Rule 63 EPC) that the
application did "not conply with the provisions of the
EPC to such an extent that it (was) not possible to
carry out a neaningful search into the state of the art
on the basis of all clains.”

The followi ng was also stated in the | ast paragraph of

t he decl arati on:

"The applicant's attention is drawn to the fact that a
search may be carried out during exam nation follow ng
a declaration of no search under Rule 63 EPC, should
the problens which led to the declaration being issued
be overcone (see EPC Guideline C VI, 8.2)."

A comruni cation dated 23 Novenber 2009 was issued by
the Receiving Section of the EPO pursuant to Rule 70(2)
EPC inviting the applicant to indicate whether it
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w shed to proceed further with the application. The
time limt for the applicant to provide said indication
was six nmonths fromthe stated publication date of the

application, nanely 18 Novenber 2009.

In a letter dated 1 Decenber 2009 which was headed "In
consideration of the Oficial Conmunication dated

Cct ober 16, 2009", the applicant filed anended cl ai ns
and requested that the European Search be carried out
"in consideration of the respective regul ati on under
EPC".

A conmuni cation pursuant to Article 94(3) EPC dated

8 March 2010 was then issued by the EPO stating that
exam nation was being carried out on the clains filed
with letter of 1 Decenber 2009, whereby the requirenent
of Article 76(1) EPC was not net since the subject-
matter of the divisional application extended beyond
the content of the earlier application as fil ed.

(bj ections were raised in this respect agai nst device

clains 1 to 3 and nmethod clains 9 and 10.

The applicant filed a subm ssion dated 26 March 2010
declaring that "in accordance wwth Rule 70(2) EPC', the

application should be further prosecuted.

Wth its letter of 17 May 2010, the applicant also
filed a response to the conmuni cation of 8 March 2010
i ncl udi ng anended cl ai ns. The exam ni ng di vi si on
subsequently issued its decision of 30 July 2010
refusing the application.
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In its communication of 16 March 2011 sent subsequent
to the issue of a sunmons to oral proceedi ngs, the
Board stated inter alia that no disclosure could be
found in the application as filed for the subject
matter of method clainms 9 and 10 and that the
requirenents of Article 76(1) EPC appeared not to be
met. Further objections were al so made under

Article 76(1) EPC with regard to claim 1.

Wth its response of 19 April 2011, the appellant filed
auxiliary requests including anended sets of clains.

At the oral proceedings of 20 May 2011, the appell ant
replaced all its requests by the sole request that the
deci si on under appeal be set aside and a patent be
granted on the basis of its new request, dated 20 May
2011.

The clains of the sole request read as foll ows:

"1l. A four-cycle engine in which an exhaust pipe (7)
is connected to an exhaust port of the engine, and
catal ysts (9, 10) are disposed in and secondary air is
i ntroduced into the exhaust pipe (7), characterized in
that a first catalyst (9) is arranged in the exhaust
pi pe (7), a second catalyst (10) is arranged a
predeterm ned space apart fromthe first catalyst (9)
in the exhaust pipe (7) downstream of the first

catal yst (9), and secondary air induction pipe (11) for
i ntroducing the secondary air is connected to a part of
t he exhaust pipe (7) between the first and the second
catalysts (9, 10) and to a position where the

i ntroduced secondary air also acts on the first
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catal yst (9) on an upstream side due to exhaust

pul sati on.

2. A four-cycle engine according to claim1,
characterized in that a nuffler (8) surrounding a part
of the exhaust pipe (7) is provided, the first catalyst
(9) is disposed upstreamof the nmuffler (8), and the
second catal yst (10) is disposed inside the nmuffler

(8).

3. A four-cycle engine according to claiml1,
characterized in that a nuffler (8) surrounding a part
of the exhaust pipe (7) is provided, the first catalyst
(9) is disposed upstreamof the nmuffler (8), the second
catal yst (10) is disposed inside the nmuffler (8), and
the secondary air induction pipe (11) is connected to a
part of the exhaust pipe (7) |ocated upstream of the

second catal yst (10) and inside the nuffler (8)."

X, The argunents of the appellant may be summari sed as

foll ows:

Clains 1 to 3 of the sole request had the sanme subject
matter as clainms 2 to 4 of the parent application as
filed. The requirenments of Article 76(1) EPC were thus
met. The sanme text was found in paragraphs [0013] to

[ 0015] of the divisional application as filed. Al the
obj ections of the exam ning division had thus been

overcone. The clains could now be searched.

C5833.D
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Reasons for the Deci sion

1. Adm ttance of the new request - Article 13(1) RPBA

Clains 1 to 3 of the new request are very simlar to
the product clains which were on file already in the
appeal proceedi ngs and on which the Board had al ready
provi ded a provisional opinion. The new clains al so
corresponded directly to clains 2 to 4 as originally
filed with the parent PCT application PCT/JP2004/ 007924
(English translation thereof), which clainms were
directed to a second aspect of the invention therein.

The new request thus not only renoved all nethod
clainms, but al so overcane the other objections of the
exam ning division and the further objections of the
Board under Article 76(1) EPC. Al so (see below) the
amendnents did not give rise to any objection under
Article 123(2) EPC

The consi deration of this new request was therefore

found to be efficient froma procedural point of view

The Board thus exercised its discretion under
Article 13(1) of the Rules of Procedure of the Boards
of Appeal (RPBA) and admtted the new request into

pr oceedi ngs.

2. Article 76(1) EPC/ Article 123(2) EPC

2.1 | ndependent claim 1l and dependent clains 2 to 3 of the
new request are the sane as those filed in the parent
PCT application as clains 2 to 4, with the exception of

the addition of reference numerals thereto and del etion

C5833.D
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of the reference to the other independent claimof the
PCT application. The subject-matter of the clains thus
does not extend beyond the content of the parent

application as fil ed.

The Board thus concludes that the clains of the new
request neet the requirement of Article 76(1) EPC

In the (divisional) application as filed, the
description (four lines fromthe end of page 3)
contains the heading "D sclosure of the Invention®
Fol I owi ng this, under the heading [0010] "Means for
solving the Problens”, in paragraphs [0013], [0014] and
[ 0015], the wording of clainms 1 to 3 of the new request
i S reproduced.

Additionally, the subject matter of claim1l of the new
request is found by the Board to be a limtation of the

subject matter of claim1 of the application as filed.

The anendnments to the clains (i.e. by replacing the
originally filed clains by anended clains 1 to 3)
therefore do not result in subject-matter extending
beyond the content of the application as fil ed.
Consequently the requirenent of Article 123(2) EPC is

also net in this regard.

Remttal of the application - Article 111(1) EPC

The only objections which led to refusal of the
appl i cation have been overcone and no further
objections to the clainms under Article 76(1) EPC or
Article 123(2) EPC ari se.
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Since inter alia no search has been carried out, the
Board, in exercising its discretion, determ nes that
the case should be remtted back to the exam ning

division for further prosecution.

In this regard, it is observed that no search was
performed based on the reasoning of the Search Division
t hat a neani ngful search could not have been carried
out due to objections under Article 76(1) EPC. Wt hout
commenti ng on whether the approach of the Search
Division (in reaching its conclusion that a neani ngful
search could not be carried out) was correct or not,
the Board would add that it can see no barrier to
searching claims 1 to 3 of the new request. This would
also be inline with the statement nmade in the | ast

par agr aph of the "declaration of no search” under

Rule 63 EPC (see item Il of the Facts and Submi ssions
supra), since the problens which led to the

"decl arati on of no search" being i ssued have been
overcone. Likew se, the subject matter not searched has
been replaced (cf. Rule 137(5) EPC).
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the exam ning division for

continuation of the exam nation proceedi ngs.

The Regi strar The Chairman

M Patin P. Alting van Ceusau
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