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Summary of Facts and Submi ssi ons
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Eur opean application 92908098 by Echel on Corporati on was
refused on 15 Cctober 2009 in oral proceedings, and the
witten reasons were duly dispatched to the applicant on

6 Novenber 2009. On 29 March 2010, the applicant filed (1) a
request for establishment of rights, (2) a notice of appeal,
(3) grounds of appeal, and paid (4) one appeal fee, and (5)
two fees for re-establishnment of rights. Oral proceedi ngs
were requested should the Board not be inclined to grant the
request for re-establishment of rights.

The time limt for filing an appeal expired on 18 January
2010 (16 January being a Saturday), and the tine linmt for
filing the grounds of appeal expired on 16 March 2010. A
request for re-establishnment of rights has been made for
both of these tinme periods, including the correspondi ng
paynment of a fee for each request.

In the case at issue, the case managenent was essentially
handled by a U S. firmof patent attorneys, while the

Eur opean representative acted on instructions fromthe U S.
firmrather than directly fromthe patentee. The decision to
refuse the patent was sent to the European representative,

M Wrnbwel | of Potts, Kerr & Co., who forwarded the deci sion
on to the US. firmBlakely, Sokoloff, Taylor and Zafman. A
decl aration of M N chol son, who handles the majority of
Echel on Corporation's European patent applications at the
above U.S. firm (including, evidently, this one), filed with
t he request for re-establishnment of rights, explains why the
deadline for filing an appeal was missed, and why this was
an isol ated m st ake.

According to M N cholson's declaration, tinme limts were
handl ed by one of M. N cholson's assistants, and only the
assistant reninded the attorney of a first "soft deadline"
set two weeks before the actual deadline by an automated
docketi ng progranmme. As to what happened in this case,

M N cholson in his declaration states the foll ow ng:
"Unfortunately, one of nmy assistants, in generating this
note on the file, msread the docket and stated that the due
date for filing the notice of appeal was 16 January 2010,
and not 6 January 2010..Wen | saw the file in |ate Decenber
2009 and asked about it, | was told that 16 January 2010 or
6 February 2010 was the deadline for filing the appeal as
witten on the note. Gven that 16 January 2010 was

approxi mately two weeks prior to 6 February 2010, we assuned
that 16 January 2010 was a "soft" deadline and that

6 February 2010 was the "hard" deadline...This error was
further compounded by the fact that the assistant that was
in charge of this particular file, and who primarily runs ny
docket, was sick the week of 6 January 2010."

M VWonbwell in his letter of 8 Novenber 2010 provided the
following additional information from M Nichol son
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"Qur [that is, M. N cholson's] docketing had at |east two
entries for this matter:

(1) "Deadline to appeal decision to refuse" of 6 January
2010 and

(2) An entry for 6 February 2010 as when "instructions due"
for "statenment of grounds of appeal due. On 6 January 2010,
| was provided an email fromone of ny assistants that
response was due, but as noted in the declaration, the note
on the case was presuned to be "soft" date of when sonething
shoul d be sent to our European associ ates regarding the
appeal . The email was generated solely on the docket entry
and with two of themthere a m sunderstandi ng occurred.”

On 27 Septenber 2010, the Board invited the Appellant for
oral proceedings to be held on 7 Decenber 2010. In the annex
to the sunmons, the Board highlighted a nunber of issues
that in its provisional view nmade the appeal unlikely to
succeed. As a response to the Board' s conmunication, the
Appel  ant on 8 Novenber 2010 clarified a nunber of further
issues, inter alia the "fail-safe" system established by the
US firmhandling the Appellant's files. Part of this
clarification is cited above. M. Nicholson also submtted a
graph on docket and process tasks in relation to cases
before the (US) PTO

In a letter of 11 Novenber 2010, the request for oral
proceedi ngs was withdrawn and instead a witten decision was
r equest ed.

In the Appellant's view, all due care was taken under the
circunstances, and the missed tinme limt was an isolated
m stake in a normally satisfactory system The Appell ant
therefore requests re-establishnment of rights with the
consequence that the appeal filed against the decision of
6 November 2009 woul d be deened to have been filed in due
tinme.

for the Decision

Re- establ i shment of rights is foreseen in cases where
mssing atine limt wuld lead to a loss of rights

(Art. 122 EPC). The request for re-establishnent nust be
made within two nonths "of the renoval of the cause of non-
conmpliance", Rule 136(1) EPC, state the grounds on which it
is based, and conplete the omtted act, Rule 136(2) EPC. In
the present case, the applicant has conplied with all of the
above. According to the appellant's subm ssions, the error
was di scovered on 28 January, and on 29 March (28 March
bei ng a Sunday), a reasoned request for re-establishment

i ncluding a notice and grounds of appeal was filed, and the
correspondi ng fees were paid.
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The request for re-establishnent of rights can only be
granted if "all due care required under the circunstances"
has been taken. According to decision J 3/88, once the files
are effectively handl ed by sonmeone ot her than the authorised
representative, as is the case here, it is this person who
is required to have taken all due care, including an
appropriate sel ection and supervision of his assistant:

"3. As regards the requirenent of "all due care" within the
meani ng of Article 122(1) EPC, the US patent attorney mnust
be regarded as the agent of the Appellant. Thus, in order to
comply with this requirenent, it has to be established that
the US patent attorney has taken the due care required of an
applicant for or proprietor of a European patent by

Article 122(1) EPC (cf. J 05/80; Q) EPO 1981, 343). This
nmeans anong other things that, in case of cul pable errors
commtted by the US patent attorney's assistants, the
Appel l ant may only benefit fromthe provisions of

Article 122 EPC if he is able to prove that these assistants
were carefully selected and properly instructed in the tasks
to be performed, and that a reasonabl e supervision of their
activity has been exercised (cf. J 05/80, above)."

In the further submi ssion of 8 Novenber 2010, the Board was
told that both of M N chol son's assistants were certified
paralegals in California, and have worked at the firm of

Bl akel y, Sokol of f, Tayl or and Zafman LLP for several years.
The Board has not been told who these assistants actually
were, or how and whether they have been continuously
supervi sed.

An inportant issue for the Appellant's case of re-

establi shment of rights is the "fail-safe" system as
described by M Nicholson. In effect, these are the
docketing programe that gives out a soft deadline, and the
assistant himor herself who wites the deadline on the file,
alerts the attorney to the deadline and partakes in weekly
docket neetings in which upconing cases are discussed. In
the case at issue, the assistant failed to performhis or
her duties due to an illness in the week of 6 January 2010.
The date of 6 January 2010 had found its way to the
docketing progranmme as an alleged "soft" deadline and was

i gnor ed.

When | ooking at the facts of the case, the Board first of

all has difficulties in identifying a proper fail-safe
systemthat requires effective cross-checks. Decision J 9/86
dealt with a simlar case where there was an inconsi stency
between data in the conputer file and data in the manual
entries. The Board in this case held as follows (point 9,
paragraphs 3 to 6 of the Reasons):

"The Statenent of G ounds sets out in detail the system used
in the representative's office for recording a tinme limt in
a manual diary, a conputer file, and in the representative's
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personal remi nder system However, in spite of the existence
of such a seem ngly conprehensive entry and checki ng system
it appears that the failure to observe the tine limt was
caused primarily by a failure to enter the tine limt in the
computer file. The lack of data in the conmputer file for
this case was then later accepted as correct, in preference
to the manual diary entry of the tine linmt, which was

t heref ore del et ed.

Thus the systemin the representative's office which was
supposed to ensure that paynents to the EPO were made in due
time did not include any effective cross-check. A sinple
failure by one person to make an entry of the time limt
into the conputer file resulted in non-paynent of the fees
and failure to file translations of the clains within the
time linmt specified.

The question whether a particular systemused in a
particular office to ensure that acts such as the paynent of
fees are conpleted in due tine satisfies the requirenents of
"all due care" in Article 122 EPC nust depend upon the

i ndi vi dual circunstances of each case. However, in a |large
firmwhere a | arge nunber of dates have to be nonitored at
any given tinme, it is normally to be expected that at | east
one effective cross-check is built into the system For a
cross-check to be effective, it is clearly essential that if
t he cross-check shows in a particular case an inconsistency
bet ween t he data being checked and the data which is being
used to cross-check, an investigation nust then be carried
out to ascertain which data is correct.

In the present case, although there was inconsistency
between the data in the conputer file and the data in the
manual entry diary, it appears that the reason for the

i nconsi stency was not investigated. Furthernore, it has not
been established that the person who carried out the cross-
check was under a duty to investigate an inconsistency in
such circunstances. Therefore, on the information at present
before the Board, the systemin use in the representative's
of fice could be open to criticism™

The Board regards it of particular inportance in the case at
i ssue that nowhere in M Nicholson's statenent can the
actual time limt for filing an appeal be found. As the
deci si on under appeal dates from 6 Novenber 2009, the tine
limt for filing the notice of appeal woul d have been

18 January taking into account the ten day rule of postal
delivery (Rule 126(2) EPC) and the fact that 16 January was
a Saturday (Rule 134(1) EPC). From M N chol son's statenent
(and, curiously enough, also fromM. Wnbwell's letter of
29 March 2010 requesting re-establishnment of rights), it
woul d seemthat 6 January 2010 was thought to be the tine
l[imt for filing an appeal, and that M N chol son was
(wongly) told by an assistant "that 16 January 2010 or

6 February 2010 was the deadline for filing the appeal". The
vagueness of this statenment woul d al ready have been a good
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reason for further inquiries. M. N cholson further nentions
that an internal "soft" deadline was assuned to have been
set for a date two weeks before the actual "hard" deadline"
But neither is 6 January two weeks prior to 16 January, nor
is 16 January two weeks prior to 6 February. |In respect of
the latter two dates, M. Nicholson states that "16 January
2010 was approximately two weeks prior to 6 February, [and]
we assuned that 16 January was a "soft" deadline and that

6 February was the "hard" deadline". - Again, this statenent
is rather vague. 6 February was actually three weeks after
16 January. Further, it was a Saturday, and according to
Rul e 134(1) EPC, no "hard" deadlines fall on days when the
Ofice is closed.

7. According to M N chol son, 6 January 2010 was the due date
for filing the notice of appeal. This, first of all, was an
i ncorrect calculation. Next, and admitted by M. N chol son
a mstake was nade in noting the date to indicate 16 January
as the "hard" deadline. In such case, the conputer should
presumabl y have given an alert two weeks prior to this date,
and it is not clear fromthe facts why this was not the case.
If, on the other hand, 6 January was the alert for a soft
deadline, it is not entirely clear why this was ignored.
Further, had M. N chol son taken a | ook at the case on the
al |l eged "soft" deadline of 16 January, he could still have
managed to instruct M. Wonbwell to file a notice of appeal
on 18 January, which was the actual tinme limt. Finally, no
expl anati on has been given how the date of 6 February 2010
was cal cul ated. The note for this date presunmably shoul d
have concerned the "grounds of appeal", and not the notice
of appeal, giving further credence to the inpression that
the persons in charge of the file were unfaniliar with
procedures and tine linmits before the EPO since the actua
"hard" deadline for filing the grounds of appeal would have
been 16 March, one nonth and ten days |ater than the
deadline noted. In sum on the evidence presented, the Board
is not convinced that "all due care" was given to
calculating and neeting the tine limt for filing a notice
of appeal .

O der
For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

B. Atienza Vivancos D. H Rees
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