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Summary of Facts and Submissions

IT.

ITT.

Iv.

This is an appeal by the opponent against the
interlocutory decision of the opposition division
concerning maintenance of European patent No. 1 331 560

in amended form.

An opposition had been filed on the grounds that the

subject-matter of the claims as granted lacked novelty
and/or inventive step (Articles 54 and 56 together with
Article 100(a) EPC) in view of the following prior-art

document:

D3: J. Hedger, "TELESOFTWARE: HOME COMPUTING VIA
BROADCAST TELETEXT", IEEE Transactions on Consumer
Electronics, Vol. CE-25, No. 3, July 1979, 279-87.

In a communication dated 2 June 2009 annexed to the
summons to oral proceedings, the opposition division
had informed the parties that it regarded the subject-
matter of claim 1 of the granted patent as lacking

novelty, or at least inventive step, in view of D3.

In a letter dated 13 November 2009, received by fax at
the EPO on the same day, the patent proprietor had
filed a set of amended claims 1 to 5 and had requested
that the patent be maintained on the basis of these
claims. A confirmation copy of the letter had been
received by post at the EPO on 17 November 2009 and
sent by the EPO to the opponent on 19 November 2009.

Oral proceedings had been held on 15 December 2009 in
the absence of both parties. At the end of the oral
proceedings the opposition division's interlocutory

decision had been announced.
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In the Reasons for the decision, the opposition

division held that

- the amended claims met the requirements of
Article 123 (2) EPC and

- the subject-matter of amended claim 1 was novel
over document D3 and involved an inventive step

when starting from the closest prior art D3.

In the statement of grounds of appeal, the appellant
(opponent) argued that the subject-matter of claim 1 of
the patent maintained in amended form by the opposition
division did not involve an inventive step in view of

D3. Moreover, the appellant also filed documents

D5: EP 0 680 213 A2,

D6: JP 08-006878 A with corresponding English Abstract
and computer-generated English translation, and

D7: EP 0 680 185 A2

with the statement of grounds of appeal and argued
inter alia that the subject-matter of claim 1 lacked

novelty, or at least inventive step, in view of Db5.

In a letter of reply dated 26 August 2010, the
respondent (patent proprietor) discussed the content of
D3 and D5 and provided arguments as to why the claimed
subject-matter of claim 1 of the patent as maintained
in amended form by the opposition division was novel
and involved an inventive step in view of these prior-

art documents.

In an official communication under Article 15(1) RPBA
(Rules of Procedure of the Boards of Appeal of the EPO,
O0J EPO 2007, 536) annexed to the summons to oral
proceedings, the board informed the parties that they

should be prepared to discuss inter alia whether prior-
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art document D5 should be admitted into the appeal
proceedings in view of Article 12(4) RPBA and, if D5
was admitted, novelty and inventive step in view of

this prior art.

Oral proceedings were held on 7 May 2014, at the end of
which the board's decision was announced. Both parties

were represented.

The appellant's final request was that the decision

under appeal be set aside and the patent be revoked.

The respondent's final request was that the appeal be

dismissed.

Claim 1 of the set of claims forming the basis for the
decision under appeal reads as follows (the amendments
compared to claim 1 of the patent as granted are shown

in bold for added text and as strwek—threough for
deleted text):

"A program reception apparatus including a reception
unit for receiving a broadcast wave containing an
executable program that has been divided into a
plurality of executable partial programs, and a
separation extraction unit for separating and
extracting at least one of the plurality of partial
programs from the received broadcast wave, the program
reception apparatus comprising:

a storage unit operable to store the extracted
partial program including a link instruction +e
econtinveustyexeeute for instructing the continuous
execution from the extracted partial program to another
partial program;

a bytecode interpreter operable to execute the

extracted partial program stored in the storage unit;
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a program presence Jjudgment unit operable to Jjudge
based on the link instruction included in the extracted
partial program exeewted during execution by the
bytecode interpreter whether said another partial
program is stored in the storage unit; and

a control unit operable to control the separation
extraction unit to separate and extract said another
partial program if the program presence judgment unit
judges that said another partial program is not stored
in the storage unit, and operable to control the
bytecode interpreter to wait and not to allow an
execution of said another partial program until the
program presence judgment unit judges that said another
partial program extracted by the separation extraction

unit is stored in the storage unit."

The appellant (opponent) essentially argued as follows

on the matters of relevance to the present decision:

Admissibility of document D5

Document D5 should be admitted into the appeal
proceedings because it was filed with the statement of
grounds of appeal in reaction to the filing, shortly
before the oral proceedings before the opposition
division, of a set of amended claims forming the basis
for the decision under appeal and comprising new
features taken from the description which were not
present in any of the claims of the patent as granted.
Moreover, D5 was highly relevant to the subject-matter

of amended claim 1, more so than D3.

Novelty and inventive step in view of D5

D5 disclosed a program reception apparatus having all

the features of the apparatus of claim 1. The only
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feature not explicitly disclosed in D5 was the program
presence judgment unit operable to judge whether the
next executable partial program to be extracted was
already stored in the storage unit. This feature,
however, was implicit in the disclosure of D5 for the

following reasons.

D5 disclosed that when the next executable partial
program is requested (via a CHAIN or LINK function) the
requested partial program was extracted from the data
flow. D5 did not mention that the apparatus first
checked whether this partial program was already stored
in the apparatus. However, since all the partial
programs were continuously repeated in the data flow
(see D5, column 2, lines 17 and 18) and the memory had
to be large enough to store at least two partial
programs in order to perform a link function (see D5,
column 14, lines 28 to 34), it was implicit for the
skilled person that the apparatus of D5 had to check
whether the requested partial program had already been

extracted and stored, before attempting to extract it.

Hence the subject-matter of claim 1 lacked novelty in

view of D5.

If the presence of a program presence Jjudgment unit was
not regarded as implicit in the disclosure of D5, it

would at least be obvious for the above reasons.

Therefore the subject-matter of claim 1 also did not

involve an inventive step in view of D5.

The respondent's (patent proprietor's) arguments on the
matters of relevance to the present decision can be

summarised as follows:
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Admissibility of document D5

The amended claims filed approximately one month before
the oral proceedings before the opposition division
merely clarified the claims. These amendments did not
justify the filing of new prior-art documents by the
opponent in reaction thereto. Moreover, D5 was also
relevant vis-a-vis the claims of the patent as granted
and thus should already have been filed with the notice

of opposition.

Hence the board should not admit D5 into the

proceedings.

Novelty and inventive step in view of D5

The subject-matter of claim 1 was novel because there
was no disclosure in D5 of "a program presence Jjudgment
unit operable to judge based on the link instruction
included in the extracted partial program during
execution by the bytecode interpreter whether said
another partial program is stored in the storage unit"
and of "a control unit operable to control the
separation extraction unit to separate and extract said
another partial program if the program presence
judgment unit judges that said another partial program

is not stored in the storage unit".

These features were not implicit in the disclosure of
D5 because there was no indication that the next
executable partial program (a "code module" in D5)
could be extracted and loaded into memory before it was
requested. The apparatus of D5 thus automatically
extracted the requested partial program without first

checking whether it was already stored in memory.
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For these reasons, the subject-matter of claim 1 was

novel over the disclosure of D5.

There was no suggestion in D5 to extract and store
partial programs before they were requested. The
appellant's arguments in this respect were thus based
on hindsight. Moreover, D5 taught away from storing
more than one partial program at a time in the memory
of the apparatus: see column 2, lines 52 to 58, stating
that the previous partial program was deleted from
memory before the next partial program was extracted
from the data flow and stored. Finally, there was no
incentive for the skilled person to store a partial
program before it was requested because the various
partial programs were continuously repeated in the data
flow (see D5, column 2, lines 17 and 18). In other
words, the data flow acted as an external storage for
the partial programs. There was thus neither a need nor
an incentive to store partial programs in the apparatus

in advance of when they were requested.

Hence the subject-matter of claim 1 involved an

inventive step in view of Db5.

Reasons for the Decision

1. The appeal is admissible.

Admissibility of document D5

2. Pursuant to Article 12(4) RPBA, the board has the power

to hold inadmissible facts, evidence or requests which

could have been presented or were not admitted in the

first-instance proceedings.
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Document D5 was filed by the appellant for the first

time with the statement of grounds of appeal.

The question thus arises whether document D5 should not
be admitted into the appeal proceedings, which in turn
depends, according to Article 12(4) RPBA, on whether it
could have been presented in the proceedings before the

opposition division.

As can be seen from the course of the proceedings
before the opposition division (the relevant parts of
which are summarised under points II to VI supra), the
amended claims on which the decision under appeal is
based were sent by the EPO to the opponent with a
letter dated 19 November 2009. The opponent thus
received the amended claims at the earliest
approximately three weeks before the date of the oral

proceedings (15 December 2009).

The appellant argued that document D5 was found and
filed in reaction to the submission of these amended
claims and that it could not reasonably have been filed

in the proceedings before the opposition division.

The board agrees with the appellant that, if the filing
of document D5 was a legitimate reaction to the
submission of the amended claims, there was too little
time left before the first-instance oral proceedings to
carry out an additional search for relevant prior art
and to submit reasoned arguments on the basis of the

prior art thus found.

It remains, however, to be established whether the
filing of document D5 was a legitimate reaction to the

submission of the amended claims or whether, with
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regard to the granted claims, document D5 could already

have been filed with the notice of opposition.

The amended claims differed from the claims of the
granted patent in that several features taken from the
description were added to claim 1 (see point XIII

supra) .

The respondent did not dispute that the additional
features were not present in any of the claims of the
patent as granted, but argued that these additional
features taken from the description merely clarified
the subject-matter of claim 1 without substantially
changing it and thus they did not justify the filing of

document D5 as a reaction thereto.

The board is not convinced by this argument because
although the additional features may have rendered
claim 1 clearer, they undoubtably also limited its
subject-matter. This is further confirmed by the fact
that the opposition division reversed its negative
provisional view on novelty and inventive step
regarding the subject-matter of the granted claims, as
set out in its communication annexed to the summons to
oral proceedings, after the respondent's filing of the
amended claims. Indeed, it can be derived from the
comparison of the Reasons for the decision under appeal
(see points 18 to 25) with the content of the
opposition division's earlier communication that the
opposition division's reversal of its position on
novelty and inventive step in view of D3 was to a large
extent dictated by the presence of these additional
features in claim 1. Hence, while there was no reason
for the appellant to file further prior-art documents
in reaction to the opposition division's earlier

communication, the situation, at least for the
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opposition division, changed to a decisive degree with

the addition of features taken from the description.

For the above reasons, the board regards the filing of
document D5 as a legitimate reaction to the submission
of the amended claims on which the decision under

appeal is based.

The respondent also argued that the appellant should
already have filed document D5 with the notice of
opposition because D5 was also relevant prior art for

claim 1 of the granted patent.

The board is not convinced by this argument either. In
a notice of opposition, the opponent is under no
obligation to make multiple attacks on novelty and/or
inventive step against the same claim based on
different sets of prior-art documents. On the contrary,
it is desirable for the efficiency of the procedure
that the opponent concentrates its efforts on the most
promising attack for each claim of the granted patent,
by starting from the most relevant prior art, i.e. the

closest.

In the present case, the opponent (later appellant)
based its entire reasoning in the notice of opposition
on document D3 and was successful in convincing the
opposition division (according to the communication
annexed to the summons to oral proceedings) that the
subject-matter of claim 1 of the granted patent lacked
novelty and/or inventive step in view of this prior
art. The opposition division thus regarded document D3
as highly relevant to the subject-matter of claim 1 of
the granted patent. It may be speculated that the
opponent would have obtained the same result with D5
instead of D3, but that does not mean that document D5
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was more relevant than document D3 for claim 1 of the
granted patent. Document D5, however, became more
relevant than D3 after the patent proprietor had
amended claim 1 by adding features taken from the
description, which the opponent could not have

foreseen.

For the above reasons, the board does not share the
respondent's argument that document D5 should already

have been filed with the notice of opposition.

7. Thus, in conclusion, the board considers for the above
reasons that the filing of document D5 with the
statement of grounds of appeal was a legitimate
reaction to the submission of amended claims by the
respondent shortly before the first-instance oral
proceedings, and that the appellant could not have been
reasonably expected to present document D5 in the

proceedings before the opposition division.

For these reasons, the board had no power under
Article 12(4) RPBA to hold document D5 inadmissible,
and therefore had to take it into consideration under
Article 12(4), (1) (a) and (2) RPBA.

Novelty in view of document D5

8. It is common ground between the parties that document

D5 discloses the following features of claim 1:

A program reception apparatus including a reception
unit for receiving a broadcast wave containing an
executable program that has been divided into a
plurality of executable partial programs, and a
separation extraction unit for separating and

extracting at least one of the plurality of partial
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programs from the received broadcast wave (see D5,
columns 1 and 2, in particular, column 2, lines 11 to
43), the program reception apparatus comprising:

a storage unit operable to store the extracted
partial program including a link instruction for
instructing the continuous execution from the extracted
partial program to another partial program (see D5,
MODULE LINK function in column 14, lines 28 to 34);

a bytecode interpreter operable to execute the
extracted partial program stored in the storage unit
(see D5, column 6, lines 23 to 41);

[...] and

a control unit operable to control the separation
extraction unit to separate and extract said another
partial program [...], and operable to control the
bytecode interpreter to wait and not to allow an
execution of said another partial program until [...]
said another partial program extracted by the
separation extraction unit is stored in the storage
unit (see D5, column 2, line 36, to column 3, line 2,
and column 14, lines 15 to 36).

The appellant argued that the remaining features of
claim 1, in particular the "program presence judgment
unit operable to judge based on the link instruction
included in the extracted partial program during
execution by the bytecode interpreter whether said
another partial program is stored in the storage unit",

were implicitly disclosed in D5.

The appellant reasoned that since the memory of the
apparatus had to be large enough to store at least two
partial programs in order to perform a link function as
described in column 14, lines 28 to 34, of D5, it was
implicit in the disclosure of D5 that partial programs,

which were continuously repeated in the data flow,
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could be extracted and stored in the apparatus before
they were requested. As an automatic consequence, the
apparatus had to check whether a requested partial
program was already stored in memory before extracting
it from the data flow.

The board concurs with the appellant that when a

MODULE LINK function is executed, two executable
partial programs (called "code modules" in D5) are
concurrently stored in memory. Indeed, as explained in
column 14, lines 28 to 36, of D5, a MODULE LINK
function "allows for subroutine-like calls from within
a module by providing a dynamic link to the new
module". The board understands this to mean that when a
link instruction is reached during execution of a first
partial program, the apparatus starts executing a
second partial program as a subroutine and, when
completed, returns to the first partial program to
resume its execution immediately after the link
instruction. Thus, at least when the second partial
program is being executed, both the first and second
partial programs need to be concurrently stored in a

memory of the apparatus.

The board, however, disagrees with the appellant that
it implies that partial programs are extracted from the
data flow and stored before they are requested. Indeed,
there is no indication in D5 that the second partial
program called via the MODULE LINK function is
extracted from the data flow before the link
instruction is reached during the execution of the
first partial program. The fact that the memory of the
apparatus of D5 is large enough to store two partial
programs does not allow jumping to the conclusion, as
the appellant does, that a partial program is extracted

from the data flow before it is requested.
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For the above reasons, the board considers that the
apparatus of D5 does not comprise a program presence
judgment unit as defined in claim 1 and that the
control unit of claim 1 differs from that of D5 in that

it interacts with the program presence judgment unit.

Hence the subject-matter of claim 1 is novel
(Article 54 (1) EPC 1973) in view of document D5.

Inventive step in view of document D5

11.

In D5, an application program is divided into several
"code modules" (corresponding to the "executable
partial programs" of claim 1). These code modules, and
a "directory module" identifying them, are continuously
repeated in the data flow (see column 2, lines 17 and
18). The "directory module" is the first module to be
extracted from the data flow (see column 2, lines 11 to
24 and 36 to 40).

The apparatus of D5 extracts a module from the data
flow on request when the module is needed for immediate
execution. Besides, as soon as a module has been
entirely executed, it is deleted in order to free
memory space (see D5, column 2, line 36, to column 3,

line 2).

In the board's view, the main technical advantage of
this way of proceeding, even though it is not mentioned
in D5, would have been apparent to the skilled person,
i.e. that the memory can be kept small, because it only
stores one or two code modules at a time. A smaller

memory reduces the cost of the apparatus.



12.

- 15 - T 0241/10

However, it would have been equally apparent to the
skilled person that the apparatus of D5 also has the
drawback that the execution of an application program
may be too slow in certain circumstances, because each
module of the application program must be extracted
just before being executed. The extraction of a module
takes time, all the more so when the requested module

is not immediately present in the data flow.

The skilled person would thus have been aware that
there was a trade-off between cost (a smaller memory is

cheaper than a large one) and speed.

The board considers that the skilled person would have
regarded it as a desirable alternative, depending on
the circumstances, to put more emphasis on speed and
less on cost. It would then have been straightforward
for the skilled person to provide the apparatus of D5
with a larger memory and to extract and store all the
modules of the application program to be executed (or
at least those modules or partial programs which are
linked) as soon as they are detected in the data flow.
The result would have been a faster execution of the
application program. As an automatic consequence, the
apparatus would have to check, before executing a
module, whether the module has already been extracted
from the data flow and stored. If the module has not
yet been stored, the bytecode interpreter must wait
until the extraction is completed before executing the
module. In other words, the modified apparatus of D5
would comprise a "program presence Jjudgment unit" and a

control unit as defined in claim 1.

The respondent argued that the skilled person would

have no incentive in the apparatus of document D5 to
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preload the code modules, because the data flow already

acts as an external storage.

The board is not convinced by this argument because
although it is correct that the data flow acts as an
external storage, it would have been clear to the
skilled person that this storage was very slow compared
to a proper memory. The skilled person would thus have
had an incentive to modify the apparatus of D5 in order
to increase the execution speed of a program, as

explained above.

13. Hence, for the above reasons, the board concludes that
the apparatus of claim 1 does not involve an inventive
step under Article 56 EPC 1973 in view of document D5.

Conclusion

14. Taking into consideration the amendments made by the

respondent during the opposition proceedings, the
patent and the invention to which it relates do not
meet the requirements of Article 56 EPC 1973 and it
must therefore be revoked under Article 101 (3) (b) EPC.
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Order

For these reasons it is decided that:
1. The decision under appeal is set aside.

2. The patent is revoked.

The Registrar: The Chairman:
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