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Summary of Facts and Subm ssions

The appeal lies fromthe decision of the Exam ning

Di vi sion, posted on 12 February 2009, refusing the

Eur opean patent application 02 734 995.0 on the grounds
that it did not fulfil the requirenments of

Article 123(2) EPC

The deci sion under appeal is based on the set of clains
filed by letter dated 14 Decenber 2007. Caim1l of this
set reads as follows:

"1. Parallel positioning nechanism especially for
machi ni ng and/ or mani pul ati on and/ or neasuri ng,
consisting of a platformfor the carrying and/or
mani pul ation with, for instance, a tool, a workpiece, a
measuring device or the like, wherein the platformis
connected with the machine frane by neans of at |east
one positioning arm wherein the platform(3) is joint-
connected with at least two sliding guide (4), which
are arranged on the nmutually opposite side of the
platform (3) via at |east three rotatable joints (11)

of which at |east two are arranged on a positioning arm
(6) for the connection with the sliding guide (4),
characterized in that the sliding guides (4) are in

mutual ly intersecting relationship.”

The Exam ni ng Division considered that the del etion
fromclaim1l of the feature recited in claiml as filed
according to which "the axes of rotation of the
rotatable joints are nutually parallel” violated
Article 123(2) EPC, in particular because this feature
had been portrayed as essential in the application as
filed.
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The appellant (applicant) filed a notice of appeal on
15 April 2009 and paid the appeal fee on the sane day.
Wth the statenment setting out the grounds of appeal,
recei ved at the European Patent O fice on 13 June 2009,
the appellant contested the findings of the Exam ning
Di vision. The appellant further textually submtted
that "If the Exam ner considers keeping the feature of
rotational joint's axes alignnent as desirable, in this
sense we submt a nodification of Caim1, propounded
on 14/12/2007". An anended version of claim1l in which
t he above-nentioned feature was reinstated was attached
to the statenent of grounds of appeal.

In a comruni cati on dated 4 Septenber 2009, the Board

i ssued a prelimnary assessnent of the case according
to which the Examning D vision's finding of Iack of
conpliance with Article 123(2) EPC in respect of
claim1 according to the appellant's main request
(claim1l underlying the decision under appeal) was
correct. As regards the auxiliary request (claim1l as
filed with the statenent of grounds of appeal), the
Board expressed the prelimnary opinion that claim1
did not give rise to objections under Article 123(2)
EPC because it consisted of the comnbination of
originally filed clains 1 and 10 and was further
limted by adding the feature taken fromthe
description according to which there were at |east two
sliding guides. However, claim1l according to the
auxiliary request did not nention the limtation,
defined in claim1 according to the main request, that
"the at least two sliding guides are arranged on the
mutual |y opposite side of the platfornf. Caim1 thus
seened to go in a different direction than that
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previ ously undertaken by the applicant in the exam ning
procedure, and it would appear that already for this
reason the anmendnent should not be admitted pursuant to
Rul e 137(3) EPC. Moreover, claim1l was objectionable
under Article 84 EPC because there was no support in
the description for the generic wording of claim1

whi ch al so included sliding guides in nutually
intersecting relationship provided on a sane side of
the platform The Board informed the appellant that it
woul d appear that the application m ght be pursued on
the basis of claim 1l according to the auxiliary request,
anended to include the feature that the guides were
arranged on nmutually opposite side of the platform and
further to include alimtation to two (as shown in
Figs. 2, 3 and 5) or four guides (as shown in Fig. 6;
in this case, two guides were arranged on two nutual |y
opposite sides of the platformand the two other guides
on the other two nutually opposite sides of the
platfornm). Finally, the Board stated that if the
applicant filed such a request, then the Board intended
to remt the case back to the Exam ning D vision since
t he deci sion under appeal was only based on the issue
of Article 123(2) EPC and the issues of novelty and

i nventive step in respect of the particul ar conbination
of features clained had not yet been considered by the

Exam ni ng Di vi si on.

In reply to the comruni cation, the applicant requested
with letter dated 1 Novenber 2009 that the proceedi ngs
be continued according to the "clains proposed |ately,
whi ch we encl ose repeatedl y". The appellant did not
comment the Board's objections in respect of the

previ ous auxiliary request.
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Claim1l attached to the letter dated 1 Novenber 2009

has the foll ow ng wording:

"1. Parallel positioning nechanism especially for
machi ni ng and/ or mani pul ati on and/ or neasuri ng,
consisting of a platformfor the carrying and/or
mani pul taion with, for instance, a tool, a workpiece, a
measuring device or the like, wherein the platformis
connected with the machine franme by neans of at | east
one positioning arm wherein the platform (3) is joint-
connected with at least two sliding guide (4) via at

| east three rotatable joints (11) of which at |east two
are arranged on a positioning arm (6) for the
connection with the sliding guide (4), wherein the axis
of rotation of the ratatable joints are nutally
parallel, characterized in that the sliding guides (4)
are in nutually intersecting relationship."

[ Note of the Board: the claimincludes obvious typing
errors, e.g. manipultaion instead of manipulation; two
sliding guide instead of two sliding guides, ratatable
i nstead of rotatable, axis instead of axes, nutally

i nstead of nutually.]

Reasons for the Decision

1

The appeal is adm ssible.

The set of clains 1 to 5 filed with the |etter dated
1 Novenber 2009 is identical to the set of clains fil ed
as auxiliary request with the statenment of grounds of

appeal .
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Accordingly, the appellant's request filed with this
letter "to continue the proceedi ngs according to the

cl ai ms proposed | ately, which we encl ose repeatedly",
clearly and unanbi guously represents a request to grant
a patent on the basis of the set of clains in
accordance with the auxiliary request filed with the
grounds of appeal, which is the sane set of clains that
has been filed again wwth the letter dated 1 Novenber
2009.

Claim1l according to the present and sol e request of
the appellant includes all the features of clains 1 and
10 according to the application as originally filed.
Additionally, claim11 includes the feature that "at

| east two" sliding guides are provided, rather than "at
| east one" as in originally filed claiml1. The feature
that there are at |least two guides is clearly and
unanbi guously disclosed in the application as filed, in
the context of the claimed conbination of features.

Ref erence is nade in particular to page 3, third

par agraph, and Figs. 2 to 6, showi ng that two or four
slides are possible and therefore, that the clainmed
area defined by "at |east one sliding guide" in
original claim1 includes the area defined by "at |east
two sliding guides” in present claim1l. Therefore,

claim1 neets the requirenents of Article 123(2) EPC

Present claim1 differs fromclaim21 underlying the
deci si on under appeal in that the feature that the axes
of rotation of the rotatable joints are nutually
paral |l el has been reinstated - the absence of this
feature in claiml led the Examining Division to its
finding of non-conpliance with Article 123(2) EPC -,
and in that the feature that the sliding guides are
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arranged on the nutually opposite side of the platform

has been del et ed.

Accordi ngly, the objections of the exam ning division
in the decision under appeal no | onger apply to the
present request; however, the conbination of features
of claim1l was not present in any previous requests of
the applicant and gives rise to new issues, in
particul ar the issues under Rule 137(3) EPC and
Article 84 EPC 1973 nentioned by the Board in its
comruni cati on dated 4 Septenber 2009. Under these

ci rcunstances, and in view of the fact that if the
Board' s objections were overcone, then it is likely
that the case would be remtted back to the Exam ning
Division for considering novelty and inventive step (as
mentioned in the Board' s conmunication), the Board
considers it appropriate to exercise its power
conferred by Article 111(1) EPC 1973 to remt the case

to the exam ning division for further prosecution.



- 7 - T 1353/ 09

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the Exam ning Division for

further prosecution.

The Regi stry The Chai rman

M Patin P. Alting van Geusau



