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Summary of Facts and Subm ssions

Eur opean patent EP-B-1 461 565 concerns a high heat

di ssipating lighting nodule. Grant of the patent was
opposed on the grounds set out in Articles 100(a) (Il ack
of novelty and inventive step), 100(b) and 100(c) EPC.
The opposition division concluded that the patent could
be mai ntained on the basis of the set of clains

subm tted during the oral proceedings as the second
auxiliary request. The decision was posted on 13 March
2009.

The above deci si on was appeal ed by the patent
proprietor, who filed the notice of appeal on 22 My
2009, the appeal fee having been paid on 21 May 2009. A
statenment containing the grounds of appeal was filed on
22 July 20009.

Oral proceedings were held on 19 July 2011.

Request s

The appel |l ant (patent proprietor) requests that the
deci si on under appeal be set aside and that the patent
be mai ntai ned on the basis of the main request filed

during the oral proceedings.

The respondent (the opponent) requests that the appea

be di sm ssed.
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Cl ai ns

Claim1 of the main request reads as follows:

"1. A high-heat-dissipation |lighting nodule (1) of the
type conpri sing
a solid-state |ight source (2),
a supporting plate (3) carrying the source,
a lens (4) extending along an axis (A) of symetry
of the lens, and
a supporting structure (9) having cooling w ndows
(27), and by which the lens is supported so as to
project fromthe plate (3);

characterized in that

each nodul e conprises a single lens (4) facing a
source (2), and a supporting structure (9),

and in that the supporting structure (9) of each
nmodul e (1) conprises a nunber of supporting
menbers (25) projecting from a peripheral edge (26)
of the lens (4) in a direction substantially
parallel to said axis (A) and

for fitting the lens (4) directly to the plate (3)
and in front of the source (2);

sai d supporting nenbers (25) being spaced apart
and separated from one another by said cooling

w ndows (27)."

Dependent clains 2 to 15 relate to preferred

enbodi nents of the nodul e of claiml.
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Prior Art

O the docunents cited in the decision of the
opposi tion division and by the respondent, only
EP- A-0 585 186 (E5) is relevant for this decision.

Subm ssions of the Parties

The main argunents of the parties are sunmmari sed as
fol | ows:

(a) Article 100(b) EPC

The respondent submtted that the invention defined in
claim1l is not disclosed sufficiently to enable the
skilled person to carry it out. It argued that the
claimis directed to "a heat dissipation nodule
conprising a solid state |ight source"”, whereas in the
characterising part, reference is nade to "each nodul e",
inmplying a plurality of nodul es and | enses. The

i nconsi stency neans that the skilled person is unsure

as to how t he nodul e shoul d be made.

The appellant is of the opinion that this may be a
clarity issue, but neverthel ess the patent
specification provides sufficient information for the

skilled person to carry out the invention.

(b) Novelty

The opposition division concluded that claim1 of the
mai n request | acked novelty with respect to E5.
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The appel |l ant submtted that E5 does not disclose a

hi gh heat dissipation |ighting nodule. The teachi ng of
E5 concerns the protection of a LED nounted on a
printed circuit board by encapsulating it in a plastic
encl osure; there is no discussion of the probl em of
heat di ssipation and how it m ght be solved. Although
the side walls of the plastic enclosure are provided
with vents, their function is to allow air to escape
when the enclosure is being filled with seal ant, and
not to provide ventilated cooling. The conventional way
of dissipating heat froma conponent on a circuit board
is to nount it on a heat-conducting backing plate, and
there is nothing to suggest that this is not the nmeans
enpl oyed i n E5.

The respondent submtted that E5 discloses a |ighting
nodul e (an optically active integrated circuit
conprising an LED) which has high heat dissipation by
virtue of the vents located in walls of the plastic
encl osure. The respondent enphasised that filling the
plastic enclosure with a sealant naterial is optional,
and that the vents would inevitably act as cooling

wi ndows. Even when filled with sealant material, the
vents woul d neverthel ess provide a cooling effect by
provi ding a conductive path for the heat; besides, the
definition of the lighting nodule in claim1l also
allows for filling with sealant material. Should claim
1 be uphel d, an unreasonable situation would arise,
wher eby the patent proprietor would be able to restrict
manuf acture of m croel ectronic devices of the type
descri bed in ES.
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Reasons for the Decision

2.

1

2

The appeal is adm ssible.

Added Subject-Matter (Article 123(2) and (3) EPQC

Claim1 of the application as originally filed defined
"a lens (4)". During exam nation this feature was
anmended so that granted claim1 reads "a lens (4)
extending along an axis (A)". The opposition division
consi dered that the amendnent extended the cl ai ned
subj ect-matter beyond the content of the originally
filed application (WO A-03/048637), since in its view
"along an axis (A" includes any axis and this had not
been disclosed in the application (see page 2, first
par agraph of the mnutes of the oral proceedi ngs before
t he opposition division).

Present claim 1 has been redrafted to define "a lens (4)
extending along an axis (A) of symetry of the |ens".

It is clear fromthe original application that axis (A
is an axis of symretry of the lens, and is referred to
as such in dependent claim4 and on page 5 (line 2) and
page 6 (line 3). The anendnent is therefore supported

in the original application, and by restricting the
termto an axis of symetry, the scope of the claimis
narrowed. The amendnent thus neets the requirenments of
Articles 123(2) and (3) EPC

Sufficiency of Disclosure (Article 100(b) EPC
This objection arises fromthe fact that claim1l is

directed to "a heat dissipation nodule conprising a

solid state light source"”, whereas in the
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characterising part, reference is nade to "each nodul e",

inmplying a plurality of nodul es and | enses.

This, however, is an issue of clarity rather than
sufficient disclosure of the invention, as is set out
In section 14 of the contested decision. The Board
agrees with the conclusion reached by the Opposition
Division that in light of the description, the exanples
and the figures, the skilled person wuld have no
difficulty in carrying out the invention. The
contradiction in the claimdoes not nean that the
information in the patent specification as a whole is

i nsufficient.

Novelty (Article 54 EPC)

The opposition division and the respondent are of the
view that the subject-matter of claim1 |acks novelty
in light of ES5.

The invention of E5 is in the context of electronic
optical imaging systens, as enployed in conpact caneras
(see colum 1, lines 15 to 27), and relates to
optically active electronic devices nounted on a
printed circuit substrate. The devices are |ocated
within a plastic enclosure which holds a lens at a

di stance fromthe device.

The invention is primarily described in respect of the
devi ce being a photosensitive sem conductor el enent,
whereby the lens is used to focus an i mage on such an
el ement. However, the docunent nmakes it clear that the
devi ce can al so be an LED or other light emtting
device (see colum 9, lines 53 to 58), and that the
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| ens can be used to focus light emitting fromsuch a
device (colum 1, lines 5 to 11). It is the latter

enbodi nent that is relevant for the issue of novelty.

The respondent argues that E5 discloses a high heat
di ssi pation |lighting nodul e because the plastic

encl osure containing the |l ens covers the LED and is
provided with vents or windows |ocated in the side
wal I s. These vents allow for heat dissipation in the

same manner as the cooling wi ndows of claim1.

According to E5 the vents are there to allow air to
escape when the enclosure is filled wth a seal ant

material such as resin (colum 9, lines 17 to 22). The
Board agrees with the respondent that filling the
encl osure is optional (colum 5, lines 13 to 15) and

that sonme heat fromthe LED can be dissipated via the
vents when no sealant is present. However, the main
poi nt here is whether or not E5 discloses a "high heat

di ssi pation lighting nodule” in the sense of claiml.

The opposition division argued that "high heat

di ssipation” is a relative expression wthout a well
recogni sed neani ng, hence the arrangenent in E5 al so
| eads to "high" heat dissipation (see the first

par agr aph on page 9 of the contested decision). The
Board's viewis that, although this expression is
relative, it is not without significance. Hi gh heat
di ssipation inplies that the lighting nodule is a high
powered |ighting nodul e such as a car | anp where heat
dissipation is a major problem in contrast to the

m niaturised |ighting nodul e of ES5.
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It is necessary to consider the conplete teaching of Eb5.
The nodul e of E5 relates to mniaturised opti cal

devi ces, such as are found in caneras (see colum 9,
lines 55 to 58 and colum 1, lines 15 to 22 and 35 to
38), and addresses the problemof how to provide a
protective |lens assenbly on a printed circuit substrate.
Heat di ssipation is not nentioned at all in E5, and
there is nothing to suggest that it would be a
particul ar problemin such a mniaturised assenbly. As
argued by the appellant, there is no indication that

any neasure shoul d be taken beyond a conventional neans
for heat extraction. Although the vents in the

encl osure are capabl e of dissipating sone heat, it is
clear that that they have not been installed for this
reason, particularly as they can be bl ocked by seal ant

resin.

The respondent argues that if claiml were to be

al |l owed, the patent proprietor would be in a position
to restrict manufacture of electronic conponents such
as those described in E5. This, however, is not the
case, as claim1 concerns a high heat dissipation

i ghting nodul e, whereas E5 does not (see point 4.5

above).

In summary, there is nothing in E5 to suggest that the
nodule is built with high heat dissipation in mnd or
this m ght be an issue; consequently, "a high heat

di ssipation lighting nodule” is not disclosed in E5 and

the subject-matter of claim1l is novel.
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5. Remi ttal
O her issues, in particular inventive step, have not
been dealt with by the opposition division. In the
ci rcunst ances both parties have agreed that the case be

remtted to the opposition division for further

consi der ati on.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the opposition division for

further prosecution.

The Regi strar: The Chai r man:

A. Counillon U. Krause



