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Summary of Facts and Submissions

IT.

ITT.

Iv.

VI.

VII.

This appeal is against the decision of the examining
division to refuse European patent application
No. 99 301 998.3, published as EP 0 944 086 AZ2.

The application was refused on the ground that the
subject-matter of claim 1 did not involve an inventive
step in view of D1 (EP 0 712 247 A2) and common general
knowledge (Article 56 EPC 1973).

With the statement of grounds of appeal the appellant
filed amended claims 1 to 8 replacing all claims on
file.

In a communication annexed to the summons to oral
proceedings the board expressed inter alia the
provisional opinion that claim 1 filed with the
statement of grounds of appeal did not meet the
requirements of Articles 84 EPC 1973 and 123 (2) EPC.

By telefax dated 26 November 2012, the appellant
informed the board that the application was "being
allowed to lapse”" and that the appellant would not be

represented at the oral proceedings.

The board held oral proceedings on 5 December 2012. At
the end of the oral proceedings the decision was

announced.

The appellant's final requests are that the decision
under appeal be set aside and that a patent be granted
on the basis of the claims filed with the statement of

grounds of appeal.
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Independent claim 1 according to the sole request reads

as follows:

"A data recording method comprising the processes of:
receiving multiplexed data (1) including a plurality of
programs (D1, D2, D3) at a predetermined first bit rate
from an external source; extracting at least one
program (D1) out of the programs (D1, D2, D3) included
in the received multiplexed data (1); and recording the
extracted at least one program (Dl) at a predetermined
second bit rate in order to be reproduced by a
reproducing apparatus at the predetermined second bit
rate, wherein each of programs (D1, D2, D3) is divided
into a plurality of packets (P1l, P2, P3) each having a
fixed length L, the programs (D1, D2, D3) are time-
division multiplexed as the multiplexed data (1) by a
unit of the packet, a plurality of time preset wvalues
(PCR) are arranged in the multiplexed data (1) at
predetermined intervals, and each of the time preset
values (PCR) indicates a passing of time while the
multiplexed data (1) is sequentially sent from the
external source, wherein the extracting process
comprises:

extracting the packets (Pl) comprising the at
least one program (D1) to be extracted from the
multiplexed data (1);

identifying the time preset values (PCR) included
in the extracted packets (P1l);

generating a plurality of new time preset values
(PCR) by using the identified time preset values (PCR)
and the predetermined second bit rate, each of the new
time preset values (PCR) indicating a passing of time
while the extracted at least one program (D1) is
sequentially recorded at the predetermined second bit

rate in the recording process; and
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replacing the time preset values (PCR) included in
the extracted packets by the generated new time preset
values (PCR),

wherein the second bit rate is lower than the
first bit rate, characterized in that the generating
process comprises the processes of, when no time preset
value (PCR) has been identified in the extracted packet
or when a PCR is identified but is not equal to the PCR
at TO:

counting the number N of the extracted packets
(P1l) during a period of time since TO when a previous
time preset value (PCR) is identified in the
identifying process until T when the current time
preset value (PCR) is identified in the identifying
processes; and calculating a new time T by using an
equation:

T=(N x L/R) + TO
where the R is the predetermined second bit rate and
the TO is a time when the previous time preset value
(PCR) is identified in the identifying process and
calculating the new time preset value corresponding to

the calculated new time T."

Claims 2 to 8 have no bearing on the present decision.

In the communication annexed to the summons to oral
proceedings, the board informed the appellant that
although the decision under appeal was based solely on
the ground of lack of inventive step, the board had the
power to examine ex officio whether the application
also met other requirements of the EPC (see decision

G 10/93, OJ EPO 1995, 172, Order of the decision). The
board then raised specific objections under Article 84
EPC 1973 and Article 123 (2) EPC, and made observations

as to inventive step.
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X. The appellant submitted arguments as to the ground for
refusal (inventive step) in the statement of grounds of
appeal but did not reply in substance to the objections
under Article 84 EPC 1973 and Article 123 (2) EPC raised
by the board in its communication annexed to the

summons to oral proceedings (see point V above).

Reasons for the Decision

1. The appeal is admissible.

Procedural matters

2. Although the decision under appeal is based solely on
the ground of lack of inventive step, the board has the
power to examine ex officio whether the application
also meets other requirements of the EPC (see decision
G 10/93, OJ EPO 1995, 172, Order of the decision).

Added subject-matter - Article 123(2) EPC

3. The characterising portion of claim 1 has been amended
in such a way that claim 1 contains subject-matter
extending beyond the content of the application as
filed, contrary to the requirements of Article 123 (2)

EPC, for the reasons given below.

The phrase "when no time preset value (PCR) has been
identified in the extracted packet or when a PCR is
identified but is not equal to the PCR at TO",
preceding the counting and calculating steps, means
that the counting and calculating steps are performed
when either of these conditions is fulfilled. In other
words, 1t means that the calculating step is performed

each time a packet is received, even if the received
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packet does not contain a PCR. However, the application
as filed only discloses that the calculating step is
performed when a PCR (other than the initial or
previous PCR) is detected, not when no PCR is detected
(see from page 18, line 10, to page 19, line 20). The
feature of claim 1 that the calculating step is
performed "when no time preset value (PCR) has been
identified in the extracted packet" is thus not
directly and unambiguously derivable from the

application as filed.

For these reasons, the wording in claim 1 introduces
subject-matter extending beyond the content of the
application as filed in violation of Article 123(2)
EPC.

The appellant's arguments

The appellant did not reply to the above objection
under Article 123 (2) EPC raised by the board in the
communication annexed to the summons to oral

proceedings.

However, for the sake of completeness, it should be
noted that the appellant had submitted, in the
statement of grounds of appeal, the argument, relevant
to the present objection, that the phrase "when no time
preset value (PCR) has been identified in the extracted
packet or when a PCR is identified but is not equal to
the PCR at TO" was based on page 18, lines 13 to 16 of
the application as filed.

The board agrees with the appellant that page 18, lines
13 to 16, and the subsequent text portion from page 18,
line 17 to page 19, line 20, disclose that counting and

calculating steps are performed "when a PCR is
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identified but is not equal to the PCR at TO". However,
these passages do not disclose that the calculating
step is performed "when no time preset value (PCR) has
been identified in the extracted packet". Indeed, when
no time preset value (PCR) has been identified in the
extracted packet, the application as filed merely
discloses that the packet is output as it is (see page
18, lines 10 to 12). There is no mention of a

calculating step in such a case.

Conclusions

5. For the above reasons, claim 1 at least does not meet
the requirements of Article 123(2) EPC.

Accordingly, the appellant's request is not allowable.
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Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chairman:
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