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Summary of Facts and Submi ssi ons
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Mention of the grant of European patent No. 1 446 025 in
respect of European patent application No. 02775608.9 in the
nane of Vita Power Linited, which had been filed as

i nternational application No. PCT/NzZ2002/000220 on

18 Cctober 2002, was published on 8 March 2006 (Bulletin
2006/ 10). The patent was granted with 12 clains, claiml
readi ng as foll ows:

"1. A method of producing a foodstuff suppl enment including

the steps of: -

(a) formng a liquid phase;

(b) adding vitamins to the liquid phase at a tenperature
bel ow that at which significant depletion and/or
degradation of the vitamins will occur;

(c) heating oil in a vessel;

(d) adding an emulsifier to the heated oil;

(e) ~cooling the oil/emulsifier mxture; and

(f) adding the liquid phase of step (b)."

The opponent, Cognis Deutschland GrbH & Co. KG now BASF
Personal Care and Nutrition GrbH, requested revocation of
the patent in its entirety relying on Article 100(a) EPC
argui ng that the subject-matter of the clains as granted
| acked novelty and did not involve an inventive step.

Together with the notice of opposition, the opponent filed
inter alia the follow ng docunent:

D1: WD 02/ 24165 A2.

By an interlocutory decision which was announced orally on
13 Novenber 2008 and posted on 30 January 2009 the

opposi tion division decided that the subject-matter of
auxiliary request 5, filed during the oral proceedi ngs of
13 Novenber 2008, nmet the requirenents of the EPC

Caim1l of this request differs fromclaim1l as granted in

that the foll owing process step was added at the end of the

claim

" and

(9) upon reaching a tenperature of substantially 36°C, the
m xture is noved through a heat exchanger to reduce the
tenperature of the mxture further."

The opponent (appellant) filed an appeal against the
deci sion of the opposition division on 21 March 2009 and
pai d the appeal fee on the sane day.

The statenent setting out the grounds of appeal was filed on
8 June 2009. The appellant reiterated the objections raised

bef ore the opposition division that the subject-matter of

t he anended cl ai 5 uphel d by the opposition division did not
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satisfy the requirenents of Articles 123(2), 84 and 56 EPC
It thus requested the revocation of the patent.

The respondent patent proprietor did not file any reply to
the appeal. Wth letter dated 5 April 2011, it announced
that it would not be represented at the oral proceedings
schedul ed to take place on 2 August 2011

In a letter dated 14 April 2011 the appell ant consi dered
that the oral proceedi ngs were unnecessary, and requested
that a witten decision be issued revoking the patent.

Wth a communication dated 21 July 2011 the board cancell ed
the oral proceedings.

The relevant argunents put forward by the appellant inits
written subnissions may be summari sed as fol |l ows:

- The insertion of step (g) in the subject-matter of
granted Claim1l offended Article 123(2) EPC

- Mor eover, the use of the expression "substantially 36°C'
in this additional step (g) introduced |ack of clarity.

- Finally the subject-matter of Claim1 | acked an inventive
step over D1.

for the Decision
The appeal is adnissible.
Article 56 EPC

The opposed patent relates to a nethod of producing a
foodst uf f supplenent, in particular to the incorporation of
nmul tivitamns and possibly certain mnerals in an oi
enmul si on envi ronnent w thout any substantial loss in vitanin
potency, and in a resultant product, which exhibits good
shelf-1ife capability (paragraphs [0001] and [0002] of the
pat ent specification).

The board concurs with the opposition division and the
appel l ant that D1 should be considered to represent the

cl osest state of the art, relating as it does likewise to a
met hod of producing a vitam n-containing enul sion useful as
foodstuff supplenent with long storage stability (i.e.,
shelf-life stability) not only of the enulsion itself but

al so of the degradabl e conponents contained therein, such as
t he vitam ns.

D1, published on 28 March 2002, is state of the art under
Article 54(2) EPC because the patent in suit is not entitled
to the oldest priority date of 19 Cctober 2001 but only to
that of 23 April 2002. This has been explained in the
appeal ed deci sion (page 10, third paragraph) and has not
been contested by the patent proprietor.
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As pointed out by the appellant - and not disputed by the
respondent - the disclosure of DI differs fromthe clained
method only in that D1 does not disclose step (g), nanely
that upon reaching a tenperature of substantially 36°C, the
m xture is noved through a heat exchanger to reduce the
tenperature of the mxture further.

In particular, D1 discloses in Exanple 1 a nethod of
producing a liquid syrup, said nethod conprising the steps
of :

- Di spersing a vitanin powder m xture together with
ascorbic acid and citric acid in a batch of water in a
high intensity nixer thereby form ng an aqueous liquid
phase (H) (page 35, lines 11-17). Al though the
tenmperature is not nmentioned, it can be reasonably
assumed that the mxing was carried out such that no
degradation of the vitami ns occurred, the nore so
because according to page 19, lines 13 -16, vitanins
shoul d not be exposed to a tenperature higher than 40°C,
nore preferably not to a tenperature above 30°C
(Thus disclosing steps (a) and (b) of the contested

claim.

- Heating an oil (citrus oil) to about 30°C and addi ng an
enul sifier (lecithin) to the heated oil to forma
liquid (F) (page 35, lines 4-7). It goes w thout saying
that such a procedure nust be carried out in a vessel.
(Thus disclosing steps (c¢) and (d) of the contested

claim.

- Adding the oil/emulsifier mxture (F) in the form of
the pre-enulsion (G and liquid (H to the nmain liquid
(D), which has a tenperature of about 25°C (page 35,

lines 17-18).
(Thus disclosing steps (e) and (f) of the contested
claim.

The opposed patent discloses as the technical problemto be
sol ved the provision of a nethod of producing a foodstuff
suppl enment wi thout any substantial |oss in vitam n potency,
whi ch suppl emrent exhi bits good shelf-life capability
(paragraph [0002]). The board, in agreenment with the
appel l ant, considers that this technical problemhas already
been solved by D1. This docunment (page 2, |lines 18-23;

page 7, lines 12-24; page 19, lines 14-16) discloses that
the aimis on the one hand the enhanced stability of the
enmul sion and on the other hand the avoi dance of vitamn
degradation, the latter being achieved by exposing the
vitamns to a tenperature not higher than 40°C. Under these
circunstances the objective technical problemto be sol ved
over D1 has to be redefined as the provision of a nethod
allowing the further reduction of the tenperature of the

m xture once the emul sion has been forned.
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2.4 The question which remains to be answered i s whether the
skilled person starting fromthe nethod of D1 and aim ng at
a further reduction of the emnulsion tenperature would
envi sage the use of a heat-exchanger. The board in agreenent
with the appellant considers that the use of a heat-
exchanger for cooling a liquid belongs to the genera
know edge of the skilled person in the art since it is a
basi c technical operation. Furthernore, no technical
advant age has been referred to related to the use of a heat-
exchanger according to the clained nethod which woul d not be
expected fromits conventional use.

Furthernore, as explained by the appellant, certain

enul sions need to be cooled to a tenperature bel ow that of
enmul sion formation, such as for exanple 36°C, so that they
becone stable for longer tines. It is, however, not

pl ausi bl e to consider that the realisation of this cooling,
only when carried out in a heat-exchanger, will contribute
to the sought-after shelf-life stability. It could be that
particular flow conditions would be required (e.g. turbul ent
flow through intensive mxing) and in particular a specific
cooling rate (such as e.g. a very rapid cooling,
correspondi ng to quenching) in order to achieve a specific
high stability. Neverthel ess a heat-exchanger operating
under undefined conditions cannot guarantee that a very high
stability will be obtained. In a heat-exchanger a fluid can
in principle be cooled down quickly or slowy under exactly
the sanme flow conditions (lam nar or turbulent) as e.g. in a
container with an agitator. Thus the use of a heat-exchanger
alone is not sufficient to warrant that during the cooling
no phase separation will occur and cannot safeguard a | ong
shelf-life stability.

2.5 The opposition division considered in the interlocutory
deci sion (page 11, fourth paragraph) that daim1l as
mai nt ai ned i nvol ves an inventive step because, anong ot her
reasons, contrary to the disclosure of DL, it has as
subject-matter a sinpler nethod involving fewer steps. The
opposition division recognised a specific difference in that,
according to D1, water soluble vitanmins are added to a water
phase and oil soluble vitanmins to an oil phase. However this
argunment is not persuasive. The nmethod, as disclosed by DI,
pages 20-21, which enconpasses 18 steps, is indeed nore
conplicated than that of Claim1l. However, the nethod
described in DL conprises steps (a) to (f) and is thus
enconpassed by the claimed nmethod, which allows by its "open
wor di ng" the presence of further process steps.

2.6 Consequently no inventive step can be acknow edged for use
of a heat-exchanger in order to reduce the tenperature of
t he enul si on of D1.

3. Under these circunstances there is no need to di scuss the
i ssues relating to clarity and added subject-matter.

C6169. D
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Registrar: The Chai r man
G Rohn W Si eber
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