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Summary of Facts and Submissions

I. The present appeal lies from an interlocutory decision
of the opposition division to maintain European patent
No. EP 1 236 478 in amended form.

IT. An opposition had been filed, which objected to the
subject-matter of the patent in suit as containing
added subject-matter (Article 100 (c) EPC), that the
invention was not disclosed in a manner sufficiently
clear to be carried out by a skilled man (Article
100 (b) EPC) and that the subject-matter of the claims
was not novel and did not involve an inventive step
(Article 100 (a) EPC).

ITT. The opposition division decided that claim 1 of the
main request (patent as granted) contained added
subject-matter, and that auxiliary request A then

pending fulfilled the requirements of the EPC.

Both parties appealed the decision.

IVv. Claim 1 of the main request (patent as granted) reads

as follows:

"A medical device comprising a vascular implant having
a controlled release coating comprising at least one
PPAR-y agonist wherein the at least one PPAR-y agonist
is delivered locally to a blood vessel wall in an
amount sufficient to inhibit cellular proliferation

without inducing systemic toxicity."

With the statements of grounds for appeal, the patent
proprietor (appellant 2) filed 14 sets of auxiliary
requests. Independent claim 1 of every auxiliary

request on file also contains the feature "...in an
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amount sufficient to inhibit cellular proliferation

without inducing systemic toxicity".

In the annex to the summons to oral proceedings, the
board informed the parties that they should be prepared
to discuss, inter alia, whether the feature "in an
amount sufficient to inhibit cellular proliferation
without inducing systemic toxicity", present in
independent claim 1 of all the requests on file, found

a basis in the application as originally filed.

With a letter dated 23 April 2012, appellant 2 (patent
proprietor) withdrew its request for oral proceedings

and requested a decision on the contents of the file.

Oral proceedings took place before the Board on 24 May
2012, in the absence of the duly summoned appellant 2.

Appellant 1 (opponent) submitted that the feature "in
an amount sufficient to inhibit cellular proliferation
without inducing systemic toxicity" found no basis in
the application as originally filed. Claim 1 of all
requests did thus not comply with the requirements of
Article 123 (2) EPC.

Appellant 2 (patent proprietor), who requested a
decision based on the contents of the file, did not
provide in writing any argument relating to the basis
in the application as filed of the feature "in an
amount sufficient to inhibit cellular proliferation

without inducing systemic toxicity".
Appellant 1 requested that the decision under appeal be

set aside and that the European patent No. 1 236 478 be

revoked.
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Appellant 2 requested, in writing, that the decision
under appeal be set aside and the patent be maintained
as granted (main request), or alternatively upon the
basis of the claims of one of the auxiliary requests

1-14 filed with the statements of grounds for appeal.

At the end of the oral proceedings, the decision was

announced.

Reasons for the Decision

1.

The appeal is admissible.

Main request, added subject-matter:

The feature "in an amount sufficient to inhibit
cellular proliferation without inducing systemic
toxicity", not present in the claims as filed, has been
added to claim 1 of the patent in suit during

examination.

The term "proliferation" can be found in the
application as filed in paragraphs [14], [17]1, [22],
[30], and examples 6-8.

On each occurrence, this term is, however, combined
with the disclosure of those types of cells on which
proliferation shall be inhibited, namely "vascular
smooth muscle cells" (VSMC), "human coronary artery
smooth muscle cells" or "human coronary artery
endothelial cells".

The application as filed does not provide, therefore, a
basis for a wvascular implant with a controlled release
coating which allows delivering a therapeutic agent to

a blood vessel in an amount sufficient for inhibiting
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proliferation of any type of cells as required by claim

1 of the main request.

Since the afore-mentioned inhibition of proliferation
has only been disclosed in the application as filed in
combination with those specific types of cells whose
proliferation shall be inhibited, and this limitation
is not present in claim 1 of the patent as granted
(main request), the board concludes that the subject-
matter of the patent as granted extends beyond the

content of the application as originally filed.

Since the ground for opposition mentioned in Article
100 (c) EPC prejudices the maintenance of the patent on
the basis of claim 1 as granted, the main request must

be rejected.

Auxiliary requests 1-14, added subject-matter:

Order

The feature "in an amount sufficient to inhibit
cellular proliferation without inducing systemic
toxicity" is also present in independent claim 1 of all
the auxiliary requests, without any limitation
regarding the type of cells whose proliferation would
be inhibited. Therefore, none of the auxiliary requests
on file is allowable, for the same reason explained

above with respect to the main request.

For these reasons it is decided that:

1.

The decision under appeal is set aside.

The patent is revoked.
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