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Summary of Facts and Subm ssi ons

V.
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Eur opean patent No. 1 203 892, granted on a divisional
application fromearlier application No. 95 918 760.0
(the parent application) was opposed on the grounds
according to Articles 100(a) and 100(c) EPC 1973.

By its decision posted on 3 Decenber 2008 the

opposi tion division revoked the patent on the ground
that its subject-matter extended beyond the content of
the parent application as filed.

The appel l ant (patent proprietor) filed an appeal
agai nst this decision on 2 February 2009, paying the
appeal fee on the sanme day. The statenent setting out
t he grounds of appeal was filed on 1 April 2009.

Oral proceedi ngs before the board of appeal were held
on 30 Novenber 2010.

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmintained on the
basis of the clains filed as auxiliary request Il (now

mai n request) during the oral proceedings.

The respondent requested that the appeal be di sm ssed.
It al so requested that the opponent status be
transferred to Schaeffl er Technol ogi es GrbH & Co. KG

Claim1l reads as foll ows:

"Arolling guide apparatus in which a novable bl ock (2)

is supported to be novable along a guide rail through a

nunber of rolling nenbers (3), a ciculation [sic]
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passage for guiding circulation of the rolling nmenbers
is formed to the novabl e block and in the guide rai

(4), said rolling nmenber circul ati on passage bei ng
conposed of a |oaded rolling nenber rolling passage (8)
in a | oaded area between | oaded rolling nenber rolling
grooves (8a, 8b) formed to opposing surfaces of the
nmovabl e bl ock (2) and the guide rail (4) and a non-

| oaded return passage in the novable block for
returning the rolling nmenbers in the | oaded area from
one end of the |oaded rolling nenber rolling passage
(10) to another one end thereof, wherein said nunber of
rolling nmenbers are supported by a nunmber of rolling
menber retainer holes (50a) forned to a retainer forned
of a flexible belt-shaped nenber characterized in that
said endl ess retainer (50) is supported by a retainer
support nmenber (55 - 58) disposed |inearly along the

| oaded rolling nmenmber rolling groove, e.g. ball rolling
groove, of the novabl e bl ock, said retainer support
menber (55-58) being integrally nolded onto a bl ock
body of the novabl e bl ock."

The appellant's argunents in support of its request may

be summari sed as fol |l ows:

Present claim 1l was essentially based on the enbodi nent
of Figures 7 and 8 of the parent application as
originally filed, which disclosed a rolling guide
apparatus conprising a belt-shaped retainer. Although

t he apparatus shown in these figures enployed balls as
rolling nmenbers, the parent application disclosed al so
the use of rolling nmenbers in general, of which balls
were nerely exanples. Hence, it disclosed that generic
rolling nmenbers could be used instead of the balls.

Mor eover, since all the preferred enbodi nents discl osed
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in the parent application used balls as rolling
menbers, it was clear that this possibility applied to
all the enbodi nents, including the one shown in
Figures 7 and 8. Therefore, the subject-matter of
claiml1, which related to a rolling guide apparatus
conprising a belt-shaped retainer and generic rolling
menbers, was disclosed in the parent application as
filed.

The respondent's argunents may be summarised as foll ows:

The parent application as originally filed disclosed in
t he enbodi nent of Figures 7 and 8 a belt-shaped
retainer for rolling nenbers in the formof balls.
Hence, it could not be a basis for present claim1,

whi ch was directed to an apparatus wherein generic
rolling nmenbers were used in conmbination with a belt-

shaped retai ner.

Nor it was apparent fromthe parent application that in
sai d enbodi nent the balls could be replaced by generic
rolling nmenbers. It was true that the parent
application also nentioned generic rolling nenbers.
However, when using cylindrical rollers, for exanple,

it was necessary to maintain the orientation of the
axis of rotation constant, while this was superfl uous
in the case of balls. Therefore, the belt-shaped
retainer shown in Figures 7 and 8 needed to be nodified
for the use of rolling nenbers other than balls. Hence,
the possibility of using generic rolling nmenbers
instead of balls, which was disclosed in the

i ntroductory portion of the parent application, did not
apply to the enbodi nent of Figures 7 and 8.
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Accordingly, the subject-matter of the patent in suit

ext ended beyond the content of the parent application.

Reasons for the Decision

1.

C4936. D

The appeal is adm ssible.

Transfer of opponent status.

During the oral proceedings before the board of appeal
t he respondent subm tted docunent "HRA 2681 Antsgericht
Farth" show ng that "Schaeffler KG' had becone
"Schaeffler Verwaltung Drei KG' and subsequently
"Schaeffl er Technol ogi es GrbH & o KG' (see docunent
"HRA 9349 Antsgericht Furth"). In view of these
docunents it is clear that the opponent status was
transferred to the |latter conpany.

Claim1 relates to a rolling guide apparatus conprising
a nunber of rolling nmenbers which are supported by a
nunmber of rolling nenber retainer holes forned to an

endl ess retai ner.

The parent application as originally filed relates to a
rolling guide apparatus, preferred enbodi nents of which
are disclosed in the drawings. In all the preferred
enbodi nents balls are used as rolling nenbers. This is
true also for the enbodi nent shown in Figures 7 and 8,
which is the only one conprising a belt-shaped

r et ai ner.

Nevert hel ess, the parent application in its nore

general disclosure is not limted to balls but foresees
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al so the possibility of using generic rolling nenbers
(see for instance colum 3, line 21-46). Therefore, it
clearly and unanbi guously indicates that the rolling
gui de apparatus can conprise generic rolling nenbers.
Since the parent application does not nake any

di stinction anong the different enbodi nents in respect
of the type of rolling nenber to be used, this
possibility clearly applies to all the enbodinents,
including that of Figures 7 and 8.

The respondent submitted that the possibility of
replacing the balls by other rolling nenbers did not
apply to the enbodi nent of Figures 7 and 8, since this
required a nodification of the belt-shaped retainer to
mai ntain the orientation of the axis of rotation
constant. However, this argument is not convincing. The
necessity to nodify the apparatus to maintain the
orientation of said axis constant when using for
exanple cylindrical rolling nenbers exists for all the
rolling guide apparatuses disclosed in the parent
application. Hence there is no reason to assune that
the parent application disclosed the possibility of
using other rolling nmenbers instead of balls only with
respect to the enbodi nents according to Figures 1 to 6

and 9 and not to the one shown in Figures 7 and 8.

Therefore, the subject-matter of the patent in suit
does not extend beyond the content of the parent

application as originally filed.

Since the patent as anended according to the present

mai n request succeeds in renoving the ground underlying
t he appeal ed deci sion, and since no decision was taken
by the opposition division on the issues of novelty and
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i nventive step, the board finds it appropriate to remt
the case to the departnent of first instance for

further prosecution on the basis of this request.

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnment of the first

i nstance for further prosecution on the basis of the

auxiliary request Il (now main request).
The Registrar: The Chai r man:
V. Commar e T. Kriner
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