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Summary of Facts and Subm ssi ons

C1595.D

Thi s appeal is against the decision of the Exam ning

Di vi sion dated 30 May 2008 to refuse the patent
application. The Exam ning Division considered that the
subject-matter of claim1l did not conply with the

requi renents of novelty of Article 54(1) EPC 1973 with
respect to D3: US-A-4 647 714.

The Appellant's notice of appeal was received on
25 July 2008 and the appeal fee was paid
si mul t aneousl y.

The statenent setting out the grounds of appeal was
recei ved on 26 Septenber 2008.

By letter dated 16 June 2009 the Appellant withdrew his
request for oral proceedings.

Oral proceedi ngs took place on 23 July 2009 before the
Board of Appeal. Al though duly summoned the Appel | ant
had not appear ed.

In accordance with the provisions of Rule 115(2) EPC

t he proceedi ngs were conti nued wthout him

Claim1l of the main request reads as foll ows:

"1l. A device for storing and protecting a credit card
or bank card conprising a data-carrying el enent

i ncluding a magnetic strip and/or a chip from

i nadvertent erasure of data, in the formof a hol der
(1) conmprising shielding netal sheets (2, 3) so

arranged that they envel op the data-carrying el enent,
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the nmetal sheets of the holder (1) being produced from
one uni form pi ece of sheet material that is bent al ong
a single fold characterised in that the holder (1) has
the formof planar and parallel sheet portions (2, 3,

4, 5) connected via the fold only and at a di stance

t hat corresponds approxi mately to the thickness of the
card to be protected, and wherein the first sheet
portion (2) in terns of area is dinensioned so that it
essentially conpletely overlaps the whole surface area
of the card, the second sheet portion having a
rectangul ar (3) or a recessed rectangular (4, 5) shape
di mensioned with a reduced width, so that it only
extends sone distance fromthe fold and exposes a
surface area extending over the full length of the card
but conpletely overlaps the data-carrying when the card
has been fully inserted into the holder (1)."

Claiml of the auxiliary request reads as foll ows:

"1l. A device for storing and protecting a credit card
or bank card conprising a data-carrying el enent

i ncluding a magnetic strip and/or a chip from

i nadvertent erasure of data, in the formof a hol der
(1) conmprising shielding netal sheets (2, 3) so
arranged that they envel op the data-carrying el enent,
the nmetal sheets of the holder (1) being produced from
one uni form pi ece of sheet material that is bent al ong
a single fold characterised in that the holder (1) has
the formof planar and parallel sheet portions (2, 3,
4, 5) connected via the fold only, for allow ng renoval
of the card fromany of the resulting non-connected
edges of the sheet portions (2, 3, 4, 5) and at a

di stance that corresponds approximately to the

t hi ckness of the card to be protected, and wherein the
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first sheet portion (2) in terns of area is dinensioned
so that it essentially conpletely overl aps the whol e
surface area of the card, the second sheet portion
having a rectangular (3) or a recessed rectangul ar (4,
5) shape dinmensioned with a reduced width, so that it
only extends sone distance fromthe fold and exposes a
surface area extending over the full length of the card
but conpletely overlaps the data-carrying when the card
has been fully inserted into the holder (1)."

The Appellant requested in witing that the decision
under appeal be set aside and a patent be granted on
the basis of the clains according to the main request
filed with the grounds of appeal or to the auxiliary
request filed with letter dated 12 May 2009.

He mainly argued as foll ows:

D3 discloses a device in the formof a hol der for
storing and protecting two cards (a top and a bottom
card) between two shielding netal sheets. However, the
upper sheet portion of this hol der does not extend
(only) sonme distance but a substantial distance from
the fold. Moreover the first | ower sheet portion cannot
essentially conpletely overlap the whole surface of the
card, since otherwise it would be difficult to renove
the bottomcard as it would be conceal ed between the
top card and the | ower sheet portion. Thus, the device
of the invention gives superior accessibility of the
card. Furthernore the invention resulted in a
commer ci al success which is indicative of the presence

of inventive step.
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The feature added to claim1 of the auxiliary request
is imediately evident, since there is only one

fol d/ connection and the sheets are parallel, planar and
at a di stance correspondi ng approximately to the

t hi ckness of the card to be protected.

Reasons for the Decision

1. The appeal is adm ssible.

2. Mai n request:

2.1 Novel ty:

2.1.1 D3 (colum 12, lines 1, 2 and 27 to 39; Figure 18)
di scl oses a device for storing and protecting credit
cards or bank cards conprising a data-carrying el enment
including a magnetic strip frominadvertent erasure of
data, in the formof a holder conprising shielding
nmetal sheets (54) so arranged that they envelop the
data-carrying elenent, the netal sheets of the hol der
bei ng produced from one uni form pi ece of sheet materi al
that is bent along a single fold, wherein the hol der
has the form of planar and parallel sheet portions (72,
74) connected via the fold only and at a di stance that
corresponds approximately to the thickness of the two
cards to be protected and the dividing sheet, and
wherein the first sheet portion (72) in terns of area
is dinmensioned so that it essentially conpletely
overl aps the whole surface area of the cards, the
second sheet portion having a rectangul ar shape
di nensi oned with a reduced wdth, so that it only

extends sone distance fromthe fold and exposes a

C1595.D
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surface area extending over the full length of the
cards but conpletely overlaps the data-carrying when

the card has been fully inserted into the hol der.

The device according to claim1l of the main request
differs fromthat of D3 in that the distance between
the two sheet portions corresponds to the thickness of

one card.

Thus, novelty is given with respect to D3.

The Appellant argued that in addition to the above
menti oned di stinguishing feature, D3 also fails to
di scl ose that:

(a) "the first sheet portion ...essentially conpletely
overl aps the whol e surface of the card".

(b) "the second sheet portion has a rectangul ar shape
di mensi oned with a reduced width, so that it
extends sone distance fromthe fold and exposes a
surface area extending over the full length of the

card .."

(c) "the holder has the formof planar and parall el

sheet portions connected via the fold only".

The Board does not concur with the Appellant's

argunents for the foll ow ng reasons:

In the position shown in Figure 18 of D3 the card 68 is
not fully inserted into the hol der. However, the dotted
line featuring the end the card is at a distance from
the fold of the hol der conparable to the distance the
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card protrudes fromthe holder. Mreover, the claim
only requires that the holder "essentially conpletely
overlaps ...the card" which weakens the term

"conpl etely" and renders the whol e rat her vague.

The argunent that the first |ower sheet portion cannot
essentially conpletely overlap the whole surface of the
card, since otherwise it would be difficult to renove
the bottomcard as it would be conceal ed between the
top card and the | ower sheet portion is not convincing.
As is apparent from Figure 18, the dividing sheet
between the two cards is provided with a recess to
facilitate renoval of the bottom card, accordingly the
bottom card may be easily renoved fromthe hol der even
if the | ower sheet portion conpletely overlaps the
whol e surface of the bottom card.

Figure 18 of D3 clearly shows that the width of the
second sheet portion is smaller than that of the first
one. The Appellant argued that claim 1l requires that
the second sheet portion extends "sonme di stance" from
the fold, whereas in D3 it extends "a substanti al

di stance" fromthe fol d. However, "sone distance" is a
rat her vague requirenent and thus already fulfilled
when the width of the sheet portion is such that a part
of the surface area of the card renmai ns exposed when

the card is fully inserted in the hol der.

The Appel l ant considered that feature c) inplies an
open-ended configuration of the device. However,
claiml solely requires that the netal sheet of the
hol der is bent along a single fold so as to formtwo
sheet portions which are connected via the fold only.
This does not inply that the device has an open-ended

C1595.D
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configuration, all the nore because claim?2 as filed
provides for a covering layer that may be applied to
the nmetal sheet portions, in which case the application
as filed does not exclude that this covering |ayer may
seal the lateral ends of the holder. Such a
configuration is possible, as denonstrated for exanple
by Figure 18 of D3, where the netal sheets cone into
contact with each other, i.e. are connected to each
other via the fold only, although the lateral ends of

t he hol der are sealed by the covering | ayer

| nventive step:

Thus the device according to claim1 of the main
request differs fromthat of D3 in that the distance
bet ween the two sheet portions corresponds to the

t hi ckness of the one and sole card to be protected.

The hol der described in D3 is designed to accommobdat e
two cards. The problemto be solved by the invention
wWth respect to D3 mght therefore be seen in providing

a hol der for one card only.

It is however obvious for a skilled person that if only
one card is to be stored in the holder, the distance
bet ween the sheet portions has to be adapted to the
t hi ckness of the card to be protected, so that the card

does not fall out of the hol der.

The Appel |l ant argued that the commercial success of the
cl ai med holder is indicative of the presence of

i nventive step.
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Al t hough in certain circunstances it may be indicative
of the presence of inventive step, commercial success
al one cannot provide inventiveness to an otherw se

obvi ous subject-matter.

Accordingly, the subject-matter of claim1l of the main
request does not to involve an inventive step and the

mai n request nust fail.

Auxi |l iary request:

Amendnent s:

Claim 1 of the auxiliary request has been anmended with
respect to claim1l1l of the main request by further
specifying that the parallel sheet portions allow
renoval of the card fromany of the resulting non-

connect ed edges of the sheet portions.

However, neither the description nor the clains as
filed explicitly disclose this feature. This feature is
not inplicit either, since Figure 18 of D3 shows that
even if the two sheet portions of the hol der are
connected via the fold only, a coating |ayer may stil
precl ude renoval of the card fromthe non-connected

edges of the sheet portions.

Thus only the Figures of the application as filed could
possi bly support this anmendnent. In the present case,

t hese Figures, which are schematic draw ngs, show a

hol der with open ended | ateral edges. However,
according to claim?2 as filed, the holder may be
provided with a coating layer, in which case it is

uncl ear whether or not the | ateral edges of the hol der
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woul d remain open. It is further unclear whether the

Fi gures show a holder with or without a coating | ayer.
Thus it cannot be inferred fromthe Figures whether

| ateral renoval of the card would still be possible in
the case where a coating |ayer has been applied to the
hol der. In other words the sinple fact that sonething
is not shown in the Figures (here sealed | ateral edges)
does not forma basis for stating that this possibility
is formally excluded by these Figures, especially when
such a concl usion m ght contradict other parts of the
di scl osure (claim2). Accordingly, the above nenti oned
amendnment cannot be directly and unanbi guously derived
fromthe Figures, either

Thus, claim1l of the auxiliary request does not neet
the requirenments of Article 123(2) EPC. Consequently,
this request nust fail too.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Wl i nski C. Schei bling
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