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Summary of Facts and Submi ssi ons

VI .
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Thi s appeal was | odged by the opponent against the

i nterlocutory decision of the opposition division according
to whi ch European patent No. EP 0925698 coul d be mai ntai ned
in anended form (Articles 101(3)(a) and 106(2) EPC). The
opposition division argued essentially that claiml of the
mai n request then on file net the requirenment of inventive
step when starting out fromthe disclosure of the docunent

El: EP 0 623 896 A

and maki ng use of the teaching of GSMtechnical
specification 11.11 (referred to hereinafter as "GSM
11.11"). A version of GSM 11.11 will be referred to in this
deci si on as docunent

E4: GSM Techni cal Specification GSM 11. 11, Decenber 1995,
Version 5.0.0, "Digital cellular teleconmunications
system (Phase 2+); Specification of the Subscriber
Identity Modul e - Mobile Equi pnent (SIMM) interface
(GSM 11.11)"; ETSI, European Tel ecomruni cations
Standards Institute; pages 1-91.

In the notice of appeal, the appellant requested that the
i mpugned deci sion be set aside and the patent revoked.

In a response to the notice of appeal, the proprietor
(respondent) requested that the patent be naintained as
uphel d by the inpugned decision of the opposition division

Both parties conditionally requested oral proceedings.

In a conmuni cati on acconpanyi ng a sunmons to attend oral
proceedi ngs, the board gave a prelimnary opinion that,

inter alia, the subject-matter of clains 1 and 11 did not

i nvol ve an inventive step starting out froma SIMcard based
on GSM 11. 11 when conbined with the teaching of docunent EI.

In a response to the board' s comunication, the respondent
filed clainms of a nmain request and first to third auxiliary
requests for the board' s consideration. Supporting argunents
were al so submtted

In a fax letter dated 23 April 2010, the appellant provided
an internet URL fromwhich a version of GSM 11.11 (ie
docunment E4 referred to above) coul d be downl oaded.

In a fax letter, received on 28 April 2010, the respondent
subnitted docunentation registering a transfer of the patent
in suit from Orange Personal Communications Services Ltd. to
France Tél écom SA

Oral proceedings took place on 29 April 2010.
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In the course of the oral proceedings, the respondent filed
an amended first auxiliary request and maintained the
previous first auxiliary request as a second auxiliary
request, in addition to maintaining the existing main and
third auxiliary requests.

Hence, the respondent requested that the patent be

mai ntai ned in amended formin accordance with clainms 1 to 13
of the main request filed with the letter dated 29 March
2010, or, in the alternative, clains 1-7 of the amended
first auxiliary request filed at the oral proceedings, or
claimse 1 to 12 of the second auxiliary request filed with
the letter dated 29 March 2010 as "First Auxiliary Request"”,
or claims 1 to 10 of the third auxiliary request filed with
the letter dated 29 March 2010.

The appel | ant requested that the decision under appeal be
set aside and the patent revoked.

At the conclusion of the oral proceedings, after due
deli beration, the board gave its decision

Caiml of the main request reads as foll ows:

"A smart card (34) conprising a GSMtype subscriber identity
nodul e associated with a nobile subscriber for a nobile
station (8) conprising a nobile tel ephone used in a nobile
comuni cati ons system conprising a nobile tel ephone system
said card incl uding:

an interface (35) for transferring data itens fromand to a
nobi | e station;

a nmenory (38) for storing data itens; and

a second data processor (36) adapted to interact with a
first data processor (26) in a nobile station by receiving
data itens therefromand transnitting data itens thereto, in
a predeternined coding format, such that said card is
conpatible with different nobile

stations inplenenting the same GSMtype nobile station/smart
card interfacing standard, and by storing and retrieving
said data itens to and fromsaid nenory,

wherein said second data processor is adapted to store and
retrieve a data item which conprises information input by
said nobil e subscriber for retrieval,

characterised in that:

sai d second processor is adapted to convert said data item
when received via said interface, from said predetermn ned
coding format to a conpressed coding fornmat and to store
said data itemin said nmenory in said conpressed coding

f or mat,
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sai d second processor is adapted to convert said data item
when retrieved fromsaid nmenory, fromsaid conpressed coding
format to said predetermi ned coding fornat before
transnitting said data itemvia said interface in said
predeterm ned coding format; and

t he conpression and deconpression is perforned on said snart
card in order to reduce the anbunt of nmenory occupi ed by
said data itemon the smart card, w thout diverging from
said GSMtype interfacing standard."

I ndependent claim 11l is a claimfor a nethod of storing and
retrieving a data itemusing a smart card with features
essentially corresponding to those of claiml.

Caiml of the first auxiliary request reads as foll ows:

"A smart card (34) conprising a GSMtype subscriber identity
nodul e associated with a nobile subscriber for a nobile
station (8) conprising a nobile tel ephone used in a nobile
comuni cati ons system conprising a nobile tel ephone system
said card i ncl uding:

an interface (35) for transferring data itenms fromand to a
nobi | e stati on;

a nenory (38) for storing data itens; and

a second data processor (36) adapted to interact with a
first data processor (26) in a nobile station by receiving
data itens therefromand transnmitting data itens thereto, in
a predeternined coding format, such that said card is
conpatible with different nobile

stations inplenmenting the sane GSMtype nobile station/snart
card interfacing standard, and by storing and retrieving
said data itens to and from said nenory,

wherein said second data processor is adapted to store and
retrieve a data item which conprises data representing a
dialing [sic] nunber and/or dialing [sic] nunber identifier
i nput by said nobile subscriber for retrieval,

characterised in that:

sai d second processor is adapted to convert said data item
when received via said interface, from said predetern ned
coding format to a conpressed coding format and to store
said data itemin said nenory in said conpressed coding

f or mat ,

sai d second processor is adapted to convert said data item
when retrieved fromsaid nmenory, fromsaid conpressed codi ng
format to said predeterm ned coding fornat before
transnmitting said data itemvia said interface in said
predeterm ned coding format; and
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t he conpressi on and deconpression is perforned on said shart
card in order to reduce the anount of menory occupi ed by
said data itemon the smart card, without diverging from
said GSMtype interfacing standard,

further characterised in that said predetern ned coding
format is a fixed length coding format in which data itens
conprise a variable anount of padding data and a vari abl e
anount of non-paddi ng data and sai d conpressed codi ng fornat
is a variable length coding format, and said second
processor reduces the anount of paddi ng data when converting
to said variable length conpressed coding format."

I ndependent claim7 is a claimfor a nethod of storing and
retrieving a data itemusing a smart card with features
essentially corresponding to those of claiml.

Caiml of the second auxiliary request reads as foll ows:

"A smart card (34) conprising a GSMtype subscriber identity
nodul e associated with a nobile subscriber for a nobile
station (8) conprising a nobile tel ephone used in a nobile
communi cati ons system conprising a nobile tel ephone system
said card i ncl udi ng:

an interface (35) for transferring data itenms fromand to a
nobi | e stati on;

a menory (38) for storing data items; and

a second data processor (36) adapted to interact with a
first data processor (26) in a nobile station by receiving
data itens therefromand transnmitting data itens thereto, in
a predeternined coding format, such that said card is
conpatible with different nobile

stations inplenenting the sane GSMtype nobile station/snart
card interfacing standard, and by storing and retrieving
said data itens to and from said nenory,

wherein said second data processor is adapted to store and
retrieve a data item which conprises information input by
sai d nobil e subscriber for retrieval,

characterised in that:

sai d second processor is adapted to convert said data item
when received via said interface, from said predetermn ned
coding format to a conpressed coding format and to store
said data itemin said nenory in said conpressed coding

f or mat ,

sai d second processor is adapted to convert said data item
when retrieved fromsaid nmenory, fromsaid conpressed coding
format to said predeterm ned coding fornat before
transnmitting said data itemvia said interface in said
predeterm ned coding format; and
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t he conpressi on and deconpression is perforned on said shart
card in order to reduce the anount of nenory occupi ed by
said data itemon the smart card, without diverging from
said GSMtype interfacing standard,

further characterised in that:

said data itemis stored in a data record in an all ocated
data file in said nenory, said data file having an
associated directory file storing an address for each said
data record

sai d second processor is adapted to delete a data record
fromsaid data file and to

(i) displace another data record to occupy nenory space
previously occupi ed by the deleted record, and

(ii) update said directory file; and

sai d second processor is adapted to perform (i) and (ii) in
response to a command sent by the nobil e tel ephone
subsequent to said deletion."

Claim 10 of the second auxiliary request reads as foll ows:

"A nethod of storing and retrieving a data itemusing a
smart card (34) conprising a GSMtype subscriber identity
nodul e associated with a nobile subscriber, the smart card
communi cating with a nobile station (8) via an interface
(35), the nobile station conprising a nobile tel ephone of a
nobi | e communi cati ons system and the nobil e comruni cations
system conprising a nobile tel ephone system said smart card
and said nobile station each conform ng with the sane GSM
type nobile station/smart card interfacing standard defi ni ng
a predetermned format of data coding for a data item when
transmtted across said interface, said nmethod conprising
the steps of:

(i) processing a data itemconprising information input by
said nobil e subscriber for retrieval, in said nobile
station, to ensure said data itemis in said predeterm ned
format and transmitting said data itemin said predetern ned
format to said snart card via said interface;

(ii) storing said data itemin a nenory (38) in said smart
card; and

(iii) retrieving said data itemfromsaid nenory, and
transmtting said data itemin said predeterm ned fornat
fromsaid smart card to said nobile station

characterised in that the nmethod further conprises the steps
of :

in (ii) processing said data itemin said smart card, to
convert said data itemto a conpressed coding format and to
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store said data itemin said nenory in said conpressed
codi ng format; and

in (iii) processing said data itemin said smart card, to
convert said data itemfromsaid conpressed coding format to
sai d predeterm ned coding fornat,

t he conpressi on and deconpression being perforned on said
smart card in order to reduce the anount of nenory occupi ed
by said data itemon the smart card, w thout diverging from
said GSMtype interfacing standard,

characterised in that the nmethod further conprises the steps
of :

said smart card storing said data itemin a data record in
an allocated data file in said nenory, said data file having
an associated directory file storing an address for each
said data record;

said smart card deleting a data record fromsaid data file
and

(i) displacing another data record to occupy nenory space
previously occupi ed by the deleted record, and

(ii) updating said directory file; and

said smart card perforning (i) and (ii) in response to a
command sent by the nobile tel ephone subsequent to said
del eting."

In view of the board' s decision, there is no need to
reproduce the clainms of the third auxiliary request.

for the decision
Regi stration of a transfer

The respondent registered a transfer which took effect on
28 April 2010, although the board becane aware of this fact
only after the oral proceedings, which were held on 29 April
2010. However, since the board is satisfied that no change
in representation was intended at any stage, the only

mat erial effect on these proceedings is that the ninutes of
the oral proceedings erroneously indicate the previous
proprietor.

Caiml, main request - inventive step

The present invention concerns data storage on a subscri ber
identity nodule (SIM nenory card for use in nobile

t el ephones operating in a "GSMtype" network. The neani ng of
the term"GSMtype" was di scussed at the oral proceedi ngs
and the respondent indicated that this termeffectively had
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t he sanme scope as "GSM'. This is the nmeaning attributed to
this termby the board.

2.2 Both parties considered that the correct starting point for
the invention was a conventional SIMcard designed in
accordance with GSM Techni cal Specification 11.11, which is
referred to in paragraphs 0001 - 0007 of the patent
specification (cf. docunent E4). The board agrees. It was
common ground between the parties that a SIMcard desi gned
in accordance with this standard would conprise all the
features of the preanble of claim1, nanely:

an interface for transferring data itens fromand to a
nobi | e stati on,

a menory for storing data itens;

a second data processor adapted to interact with a first
data processor in a nobile station by receiving data itens
therefromand transmitting data itens thereto, in a
predeterm ned coding format, such that said card is
conpatible with different nobile stations inplenmenting the
same GSMtype nobile station/smart card interfacing
standard, and by storing and retrieving said data itens to
and fromsaid nenory,

wherein said second data processor is adapted to store and
retrieve a data item which conprises information input by
sai d nobil e subscriber for retrieval

2.3 The subject-matter of claim1l therefore differs froma SIM
card based on GSM Techni cal Specification 11.11 in the
features of the characterising part, nanely:

sai d second processor is adapted to convert said data item
when received via said interface, from said predetermn ned
coding format to a conpressed coding format and to store
said data itemin said nmenory in said conpressed coding

f or mat

sai d second processor is adapted to convert said data item
when retrieved fromsaid nmenory, fromsaid conpressed coding
format to said predeterm ned coding fornat before
transnitting said data itemvia said interface in said
predeterm ned coding format; and

t he conpression and deconpression is perforned on said snart
card in order to reduce the anount of nenory occupi ed by
said data itemon the smart card, w thout diverging from
said GSMtype interfacing standard.

2.4 The problemto which these distinguishing features relate is
set out in paragraphs 0005-0008 of the patent specification.
As described in paragraphs 0005 and 0006, a standard S| M
card is able to store abbreviated dialling nunmber records
(ADN), or data relating to short nessages (i e SM5 nessages)
recei ved by the subscriber. The nmenory capacity of the SIM
is necessarily linmted, primarily due to cost considerations.

C3317.D
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Accordingly, the data records referred to above are linmted
in size and nunber in accordance with the nenory capacity of
the SIM which can be a drawback. For exanple, sone

subscri bers need greater storage capacity for ADN records.
One known solution allocates nore nenory capacity for ADN
records, which, for a fixed anbunt of total nenory capacity
avail abl e, nmust be conpensated for by a reduction in the
menory capacity allocated to other data records (paragraph
0008) .

Hence the board considers that the technical problemto be
solved starting out froma conventional SIMcard designed in
accordance with GSM Techni cal Specification 11.11 is to
provide an increase in the overall nunber of data records
that can be stored wi thout increasing the total nenory size.

In the view of the board, the posing of the problem does not
i nvolve an inventive step, since it represents a known need
inthe art, as set out in the patent specification.

In the board's view the skilled person would find it obvious
to solve this problem by nmaking use of the teaching of
docunent E1.

Docunent E1 concerns a smart card for a radi o receiver,
al though an additional use of the card as a bank card or a
tel ephone card is nentioned. E1 nentions the | SO 7816

standard (cf. col. 1, lines 6-21) for snart cards with which,
as stated in the patent in suit, certain types of SIMcard
al so have to conply (cf. col. 5, lines 44-47 of the patent

specification). Hence, if not fromthe sane field, docunent
El conmes froma closely neighbouring field. Further, claiml
of docunent E1 enbraces any kind of chip card w thout
reference to its field of application. Thus, in the board's
viewit is to be expected that the skilled person active in
the field of SIMcards would take note of the teaching of
docunent E1. Indeed, with regard to nenory storage, the
board is unable to recogni se any fundanental differences

bet ween t he techni ques applicable to SIMcard design and

t hose concerning smart cards of the type used in docunent EI1.
In particular, as far as is known to the board, the | SO 7816
standard for smart cards nentioned in E1l in colum 1 uses
data structures and procedures sinilar to those defined in
GSM 11. 11

In the introductory passage of El, col. 1, lines 3-33, the
general characteristics of chip cards (ie smart cards) are
set out. In particular, data can either be read out fromthe
card or witten to the card (cf. lines 23-26). It is then
stated that, inter alia, due to the di nensions of the card,
there are limts set to the design of the nenory (cf.

lines 26-31). In particular, when a |lot of data has to be
stored, alinmt is soon reached (cf. lines 31-33). Inits
nost general form a solution to this problemis given by
claim1l of El, which, as already stated, enbraces chip cards
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in general, and requires that the data in the nenory be
stored in conpressed formand that a decodi ng table be
present in the nmenory enabling the m croprocessor on the
card to expand the data. The advantage of this solution is
that for a given nmenory size, nore data can be stored (cf.
col. 1, lines 53-57). A further advantage is that the card
behaves exactly as a known standard card, despite the

i ncreased storage capacity (cf. col. 2, lines 8-16). The
possibility is also nmentioned of encoding the data on the
card in order to increase the wite capacity (cf. col. 8,
lines 49-57). The essential point is that when the coding
table is present on the card, the user notices no difference
in conparison with a normal card (cf. col. 8, line 57 -
col. 9, line 2).

In the board's view, the skilled person would recogni se from
docunment E1 that the standard SIMcard can be inproved to
sol ve the probl em posed by inplenmenting conpressi on and
deconpression on the card. Furthernore, it follows from
document E1 that there should be no change to the interface
connecting the snmart card with the external receiver. Thus
all the elements of the characterising part of claiml are
derivable fromdocunent E1. It follows that the skilled
person starting out froma SIMcard conform ng to GSM
Techni cal Specification 11.11 and havi ng know edge of
docunment E1 would arrive at the subject-matter of claiml
wi t hout the exercise of inventive skill.

The respondent argued that docunment E1 concerns an RDS
receiving systemand the stored data are not data input by a
user of the device but are pre-stored traffic announcenents;
hence E1 was not relevant to the present invention. However,
in the view of the board, given the introductory passage in
El, col. 1, lines 3-33, the clear reference to performng
conpression on the card in col. 8, lines 49-57, as well as
the generality of claiml of E1, the skilled person woul d
recogni se that the teaching of E1l as regards using on-card
data conpression and deconpression is relevant to GSM SI M
cards, all the nore so as this general concept is in
principle a sinple one and widely used in other forns of
data storage to neet the aimof increasing the nunber of
data itens that can be stored.

The respondent's remai ni ng argunents can be summari sed as
foll ows:

(i) The success of GSMis due to the degree of

standardi sation. The flip side is that each operator finds
it hard to differentiate fromother operators. The
proprietor of the patent however successfully differentiated
fromthe conpetition by putting innovative design effort
into the SIMcard. GSM has a very tightly defined standard
extending to the specification of the file structure of the
SIMnmenory (cf. pages 22 and 23 of E4). Designers of GSM
appl i cati ons noreover assuned that the GSM 11. 11 standard
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represented the optinmum sol ution. The invention however
arose fromthe realisation that one could decouple fromthe
file structure specified in 11.11. Thus a technical

prej udi ce has been overcone.

(ii) An obvious solution for GSM nobil e tel ephones al ready
exi sted, nanely that of storing the data records in the
menory of the nobile tel ephone itself. A further solution

al so existed, nanely to allocate nore nenory capacity of the
SIMto abbreviated nunbers and to reduce the nmenory capacity
allocated to other data itens.

(iii) If the skilled person were to consi der docunent El1 in
the context of a GSM system E1 would at nobst be seen as
relevant to the "cell broadcast"” node of GSM

(iv) There is no clear reference in docunent E1 to carrying
out conpression on the card of data itens input by the user

The board was not convinced by these argunents for the
foll owi ng reasons.

Re (i): The board does not agree that the skilled person
woul d regard GSM 11. 11 as a final solution not capable of
technical inprovenment. As pointed out by the respondent, a
commerci al advantage can be gained by differentiating
technically fromthe basic specification. Hence the skilled
person woul d seek to nake technical inprovenents for this
reason al one. Moreover, standard specifications are

t hensel ves often inproved later. Thus there was no existing
prejudi ce against inproving a SIMcard conformng to

GSM 11. 11 per se. In the board's view, the nore rel evant
guestion to be answered is whether the specification of the
data structures set out in GSM 11.11 (cf. eg E4, pages 22
and 23) would hinder the skilled person from applying the
teachi ng of docunent El1. In the view of the board, it would
not. In the first place, E1 set outs clearly the principle
that data conpression and deconpression on the card is to be
carried out in such a way that the card, seen externally,
behaves as an existing card. In order to apply this
principle, it is a well-known approach in the field of data
comuni cations, eg using an | SO based nodel, to inplenent an
external interface confornming to a standard which provides
design freedomfor the processing of the data internally.
Thus in the board's view, applying this teaching to

GSM 11.11, it would be a straightforward matter to design an
interface which conforms to GSM 11. 11 even if data is stored
internally on the SIMin a different, conpressed, fornat.

Re (ii): Wth regard to the other known solutions, in the
board's view the skilled person would realise that these
solutions are not satisfactory as neither allows an

i ncreased total number of data itens to be stored on the
card. Hence, the skilled person would not be discouraged by
t he knowl edge of these inferior solutions fromseeking a
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better solution, eg one based on the disclosure of docunent
El.

Re (iii): The board disagrees for the reasons given in
point 2.11 above that E1 has no further rel evance to GSM
apart fromto "cell broadcast". |In any case, cell broadcast
concerns the reception and storage of text nmessages and is
thus itself relevant to the clainmed subject-matter.

Re (iv): The respondent argued that there was no clear
suggestion in docunent E1 that data itens are received from
the radi o receiver and conpressed on the card. However, in
the board's viewthis is clearly the inpression that would
be gained by the skilled person in view of the term

"Schrei bkapazitat” in colum 8, line 52, which apparently
refers to witing data to the nmenory by the radi o receiver
(see also col. 1, lines 23-26). It also follows fromthe
starting point of the invention (ie GSM 11.11) that the data
stored concerns itenms input by the user.

Hence the board was not convinced by the respondent's
argunents.

Claiml, first auxiliary request - inventive step

Caiml of the first auxiliary request differs fromclaiml
of the main request in that:

(i) the data represents a dialling nunber/and or a dialling
nunber identifier;

(ii) said predetermned coding format is a fixed |ength
coding format in which data itens conprise a variabl e anpbunt
of paddi ng data and a vari abl e amobunt of non-paddi ng dat a;

(iii) said conpressed coding format is a variable length
codi ng format; and

(iv) said second processor [the SIM processor] reduces the
anount of paddi ng data when converting to said variable
| engt h conpressed codi ng format.

Wth regard to inventive step, features (i) and (ii) are
al ready features of the GSM 11. 11 specification hence their
i nclusion here is deenmed obvi ous.

Further, features (iii) and (iv) appear to be an inevitable
consequence of performi ng conpression by an entropy code, eg
a Huf f mann code, as proposed by document E1 in col. 8,

lines 47 and 48. Since in the encodi ng of abbreviated

di al i ng nunbers, the paddi ng code woul d be the nost
frequently occurring code, this would be encoded with the

| owest nunber of bits. It follows that the anpbunt of padding
will be reduced.
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The respondent argued that even if the skilled person were
to consider data conpression, there is no hint in the prior
art to change a fixed length to a variable length or to
reduce paddi ng data. The board however considers this for

t he above reasons to be a "one-way street situation" where
the inclusion of these features is inevitable.

I n consequence, the board concludes that the subject-matter
of claiml1 of the first auxiliary request does not involve
an inventive step either (Articles 52(1) and 56 EPC).

Second auxiliary request

The appellant has raised no issues with respect to
conpliance of clains 1 to 12 of the second auxiliary request
with Article 84 and Articles 123(2) and (3) EPC, and the
board sees no reason to do so either.

I nventive step

Caim1l of the second auxiliary request differs fromthe
claim1l of the main request in including the follow ng
features:

(a) said data itemis stored in a data record in an
allocated data file in said nenory, said data file having an
associated directory file storing an address for each said
data record

(b) said second processor is adapted to delete a data record
fromsaid data file and to

(i) displace another data record to occupy nmenory space
previ ously occupi ed by the deleted record, and

(ii) update said directory file; and

sai d second processor is adapted to perform (i) and (ii) in
response to a command sent by the nobil e tel ephone
subsequent to said deletion

These features are ainmed at solving the probl emthat

del etion of records |leads to variable length gaps in the
nmenory. This problemis solved in accordance with the claim
in that records are displaced to fill the gap left by the
del eted record. In the description, the process is referred
to as "defragnmentation”.

The appel |l ant argued that defragnmentati on was a standard
nmeasure undertaken by the skilled person, eg in the field of
hard disk storage. Its use in the case of a SIMcard was

t her ef ore obvi ous.

The board however disagrees. Firstly, the board is not aware
of any docunent proposing defragnmentation of a SIMcard or
other type of smart card. Hence, a "one-way street"
situation based on common general know edge does not exi st.
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Secondly, the reason for perform ng defragnentation of a
hard disk is to speed up access tinme because access to the
menory requires the disk head to be noved nechanically. The
same considerations do not apply to a solid state nenory.
Hence, on the basis of the prior art at the board' s disposal,
it cannot be seen as obvious to apply this neasure,
appropriate to a hard disk drive, to a solid state nenory.
Finally, claiml requires that the second processor (ie the
SI M processor) "is adapted to perform[steps] (i) and (ii)
[ie defragnentation] in response to a conmand sent by the
nmobi | e tel ephone subsequent to said deletion". As expl ai ned
by the respondent at the oral proceedings, this feature has
the effect that data | oss caused by the user switching off

t he nobi |l e phone during defragnmentation can be avoi ded. Thus
even if for the sake of argunment the skilled person were to
contenpl ate defragnentation, he would still not arrive at
the subject-matter of claiml.

In view of the above, the board concludes that the subject-
matter of claim1 of the second auxiliary request involves
an inventive step, Articles 52(1) and 56 EPC

The sane considerations apply, nutatis nutandis, to
i ndependent nethod cl ai m 10.

As dependent clainms 2-8, 11 and 12 as well as claim9 (which
is an i ndependent claimfor a nobile tel ephone conprising a
smart card according to any preceding claim incorporate all
the features of either claim1l or 10 by reference, they also
meet the requirenent of inventive step, Articles 52(1) and
56 EPC

As the second auxiliary request is allowable, there is no
need to consider the clains of the third auxiliary request.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is renmitted to the departnment of first instance
wWith the order to maintain the patent in anmended formon the
basis of clains 1 to 12 of the second auxiliary request,
filed with the letter dated 29 March 2010 as "First
Auxiliary Request", and a description still to be adapt ed.

The Registrar: The Chai r man:

D. Magliano A S delland

C3317.D
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