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Thi s decision nmakes reference to the foll ow ng docunents
fromthe exam ni ng proceedi ngs:

D1: WO A-2004/ 093432
D2: EP- A-1469374
D3: EP-A-0930770

The appeal is against the decision of the exam ning division
refusi ng European patent application No. 05023162.0, with
publicati on nunber EP-A-1677497. The deci si on was based,
inter alia, on the ground that the subject-nmatter of

i ndependent clainms 1 and 14 of "auxiliary request I1" (which
is the only request relevant to the board's decision) did
not neet the requirenent of inventive step pursuant to
Articles 52(1) and 56 EPC with respect to the disclosure of
docunent D2.

In the notice of appeal the appellant requested that "the
decision of the first instance be set aside in its entirety".

Wth the statenment of grounds of appeal the appellant filed
new clains, said to correspond to the clainms of auxiliary
request Il refused by the exam ning division.

Oral proceedings were conditionally reguest ed.

In a communi cati on acconpanyi ng a sunmons to oral

proceedi hgs, the board raised issues inter alia concerning
the clarity of the independent clainms. The board indicated
that if the clarity objections were overcone, it would

consi der whether it were in a position to decide on the case
wi t hout oral proceedings.

Together with a reply to the board' s comruni cation dated
4 May 2011, the appellant filed anended clains of a nain and
an auxiliary request.

The appellant was notified by a communi cation dated 28 June
2011 that the oral proceedi ngs were cancell ed.

According to the witten subnissions, the appellant requests
the grant of a patent on the basis of the clains of a nmain
request, or alternatively an auxiliary request, both filed
with the letter dated 4 May 2011. The request includes pages
1to 3, 3a and 10 of description as filed on 30 January 2008
and pages 4 to 9 as originally filed, as well as figures 1,
2, 3A and 3B as originally fil ed.

Clainms 1 and 14 of the appellant's main request read as
foll ows:

"1. A nmethod for contacting a person using a nobile termninal
conprising the steps of:
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- displaying one of a plurality of photos included in a
phot o dat abase (110), and

- selecting a contact operation while the photo is

di spl ayed,

characterized by the steps of:

- determ ning whether the photo database includes
informati on that associates the photo with a person whose
personal information is included in a contact |ist database
(130) so as to designate the photo as a representative
phot o,

- automatically perform ng a contact function so as to
contact the person in accordance with the sel ected contact
operation, if the photo is a representative

phot o, and

- opening a contact list feature so as to display a contact
list fromwhich a person may be selected, if the photo is
not a representative photo.

14. A nobile term nal conprising:

- a contact |ist database (130) which includes personal
informati on associated with at | east one person; and

- a photo database (110) which includes a plurality of
photos stored in a nenory of the nobile terminal and which
further includes information that associates at |east one
photo with a person whose personal information is included
in the contact |ist database (130) so as to designate the at
| east one photo as a representative photo, characterised in
that the nobile terminal is configured, upon displaying a
photo included in the photo database (110) and upon

sel ection of a contact operation by a user, to deternine
whet her the photo is a representative photo, to
automatically performa contact function so as to contact
the person in accordance with the sel ected contact
operation, if the photo is a representative photo and to
open a contact list feature so as to display a contact |i st
fromwhich a person nay be selected, if the photo is not a
representative photo."

X. In view of the board's decision, it is not necessary to
reproduce the clainms of the auxiliary request.

Reasons for the decision
1. Articles 123(2) and 84 - main request

1.1 Claim1 is based on claim10 as originally filed together
wi t h paragraphs [0043] - [0046] of the description as
originally filed (referring to the published application EP-
A-1677497). Caim 14 (which is an i ndependent apparatus
claimcorresponding to nethod claim1) is based on claim 23
as originally filed together with the above-nenti oned
passage of the description
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Dependent clainms 2 to 13 and 15 to 20 correspond to cl ains
11 to 22 and 24 to 29 as originally filed.

Al clainms therefore conply with Article 123(2) EPC.

The board considers that the clains are clear within the
nmeani ng of Article 84 EPC.

I nventive step - nain request

The general problemunderlying the invention as set out in
the application as filed is the desire to call a person
whose photo is currently displayed on the viewer of a nobile
phone (cf. paragraph 0005 of the published description). A
known sol ution as described in the application is to exit
the photo viewi ng application and either nanually enter the
t el ephone nunber or search for it by opening a phone book
appl i cati on.

In broad ternms the invention solves this problem by
associ ati ng photos with personal information included in a
contact |ist database (eg an address or phone book), so that,
having determined if the photo has such an association (such
a photo is called a "representative photo"), the person can
be contacted automatically, eg by automatically placing a

tel ephone call. If there is no such association, a contact
list is opened enabling the nunber to be searched for in the
normal way.

The board regards docunent D2 as representing the closest
prior art.

Docunent D2 discloses a nobil e phone having database in

whi ch phot os have an association with personal information
(cf. col. 8, lines 6-11). Wen such a photo is displayed and
an "of f-hook" key pressed, the person is called
automatically (cf. col. 4, lines 29-34).

Hence, using the wording of claiml, D2 discloses a nethod
for contacting a person using a nobile terminal conprising
t he steps of:

- displaying one of a plurality of photos included in a
phot o dat abase, and

- selecting a contact operation while the photo is

di spl ayed.

The subject-matter of claiml differs fromthe discl osure of
D2 in the follow ng features:

- determ ni ng whether the photo database includes

i nformati on that associates the photo with a person whose
personal information is included in a contact |ist database
SO as to desighate the photo as a representative photo,
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- automatically perform ng a contact function so as to
contact the person in accordance with the sel ected contact
operation, if the photo is a representative photo, and

- opening a contact list feature so as to display a contact
list fromwhich a person may be selected, if the photo is
not a representative photo.

These features provide the technical effect of enabling
calling to be started froma photo view ng node which

di spl ays photos both with an association with a persona
information in the contact |ist database ("representative
photo") as well as photos that are not, eg the normal photo
vi ewi ng nmode of the nobile phone. In accordance with D2,
calling is only possible froma nenu displaying a photo and
ot her personal information, ie all photos are representative
phot os.

The problemto be solved by the present invention starting
out fromD2 is regarded as being to provide an alternative
met hod of calling a person using a nobile phone which

i ncludes a phot o dat abase.

As nentioned above, with the nobile phone of D2 it is only
possible to initiate a call when viewing a photo already
designated as a representative photo. As all viewed photos
are representative photos, there would be no reason for the
skilled person to nodify the nobile phone of D2 by including
the steps required by claiml of (a) "determ ni ng whet her

t he phot o database includes information that associates the
photo with a person whose personal information is included
in a contact |ist database so as to designate the photo as a
representative photo" and (b) "opening a contact |ist
feature, if the photo is not a representative photo". The
board concludes that their inclusion in the method of D2 is
not obvi ous. As a consequence, the board disagrees with the
vi ew of the exam ning division expressed in the inpugned
decision either that feature (a) is inplicit in the nethod
of D2, or concerns an obvious alternative (cf. point 15 of
the section "Il. Reasons for the decision"), or that the

i nclusion of feature (b) does not require the exercise of
inventive activity (cf. point 14 of the "Reasons for the
Deci si on").

Docunents D1 and D3 concern nethods for associating photos
wi th personal data in an address book of a nobile phone.
Nei t her of these docunents deal explicitly with calling a
person whose picture is displayed. Inplicitly, this is only
possible as with docunent D2 if the photo has al ready been
registered in the address book as a representative photo.
Hence, there can also be no reason starting out fromeither
D1 or D3 to include the step of "determ ning whether the
phot o dat abase includes information that associates the
photo with a person whose personal information is included
in a contact |ist database so as to designate the photo as a
representative photo".
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The board concludes that the subject-natter of claim1
i nvol ves an inventive step (Articles 52(1) and 56 EPC).

The sane reasoning applies, nmutatis nmutandis, to i ndependent
claim14.

Caims 2 to 13 and 15 to 20 are dependent on either claim1l
or claim14 and therefore also neet the requirenment of an
inventive step (Articles 52(1) and 56 EPC).

Auxi | i ary request

As the clains of the main request are allowable, there is no
need to consider the auxiliary request.

Adapt ati on of the description

The description appears to require adaptation to correspond
to the invention now cl ai ned, which is based on the

enbodi ment clainmed in claim10 as originally filed. This
matter is however considered best dealt with by the
exam ni ng divi sion.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is renmitted to the departnment of first instance with
the order to grant a patent in accordance with clains 1 to 20
of the main request filed with the letter dated 4 May 2011
and a description to be adapted.

The Registrar: The Chai r man:

G Rauh A S delland
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