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Summary of Facts and Submissions

I. This appeal is against the decision of the opposition
division revoking European patent No. 1 157 531 B which
is based on European patent application 99 973 969.1
which was published as international application

WO 01/06735 A pursuant to Article 158(1) 1973 EPC.

IT. Four notices of opposition had been filed. The
opposition division held, iInter alia, that claim 1 of a
main request and auxiliary requests 1 to 4, 4A, 5 to 7
and 7A did not meet the requirement of Article 123 (2)
EPC and that claim 1 of auxiliary requests 8 and 9 did
not meet the requirement of Article 123(3) EPC.

ITT. The proprietor (appellant) lodged an appeal. In the
statement of grounds of appeal the appellant requested
that the decision under appeal be set aside and that
the patent be maintained on the basis of the claims of
the main request or one of the auxiliary requests 1
to 4, 4A, 5 to 7, 7A, 8 and 9, in this order of
preference, all as considered by the opposition
division and as resubmitted with the statement of
grounds of appeal. Further, the appellant requested
that the appeal fee be reimbursed in view of a
substantial procedural violation committed by the
opposition division. Oral proceedings were

conditionally requested.

Iv. In response to the statement of grounds of appeal,
opponent 1 (respondent 1) and opponent 2 (respondent 2)
each filed observations and in essence requested that
the appeal be dismissed. Respondent 2 conditionally

requested oral proceedings. Opponents 3 and 4
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(respondents 3 and 4, respectively) made no submissions

in response to the statement of grounds of appeal.

The parties were summoned by the board to oral
proceedings. In a communication accompanying the

summons, the board informed the parties, iInter alia,

that at the oral proceedings the opposition ground
pursuant to Article 100(c) EPC would be discussed and
that, if the main request were held not to be allowable,
it would be necessary to discuss whether or not the
amendments made to the claims of the auxiliary requests
complied with the requirements of Articles 84 and 123(2)
and (3) EPC.

In response to the summons, respondent 4 informed the
board that it would not be represented at the oral
proceedings and requested that the decision of the
opposition division be upheld. Further auxiliary
requests were made for consideration by the board in
the event that the board were to decide to remit the
case to the department of first instance or if the
board were to consider at the oral proceedings the

opposition ground concerning novelty and inventive step.

Oral proceedings were held on 29 July 2010 in the

absence of respondent 4.

In the course of the oral proceedings the appellant

filed auxiliary requests 10 to 12.

The appellant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the claims of the main request or one of the

auxiliary requests 1 to 4, 4A, 5 to 7, 7A, 8 and 9, in
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this order of preference, all as considered by the
opposition division, or on the basis of the auxiliary
request 10, 11 or 12 as filed during the oral
proceedings. Further, the appellant requested that the

appeal fee be reimbursed.

Respondents 1, 2 and 3 requested that auxiliary
requests 10 and 11 be rejected as late filed and that
the appeal be dismissed.

At the end of the oral proceedings the board's decision

was announced.

Claim 1 of the main request is identical to claim 1 as

granted and reads as follows:

"A method for providing commercial information instead
of original ringback tone to an originating side in at
least one form of a voice, a text and/or image from a
commercial information generating system in a
communication system, the method comprising the steps
of:

providing the commercial information to an
originating side when receiving an originating call
from the originating side;

requesting a call connection between a terminating
side and the originating side; and

stopping to provide the commercial information and
connecting a communication line between the originating
side and the terminating side if the terminating side
accepts the connection request;
characterized in that

the call connection to the terminating side is

requested after a first predetermined time; and
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the provision of the commercial information is also
stopped and a relay line between the originating side
and the terminating side is connected if a second
predetermined time lapses during the connection

request."

Claim 1 of auxiliary request 1 differs from claim 1 of
the main request only in that the last paragraph is
amended to read as follows (amendments underlined by

the board) :

"the provision of the commercial information is also

stopped and a relay line between an originating switch

system of the originating side and a terminating switch

system of the terminating side is connected if a second
predetermined time lapses during the connection

request."

Claim 1 of auxiliary request 2 differs from claim 1 of
the main request only in that the last paragraph is
amended to read as follows (amendment underlined by the

board) :

"the provision of the commercial information is also
stopped and a relay line between the originating side
and the terminating side 1is connected if a second
predetermined time lapses during the connection

request, since the connection request begins."

Claim 1 of auxiliary request 3 differs from claim 1 of
the main request in that the characterising portion is
amended to read as follows (amendments underlined by

the board) :
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"the call connection to the terminating side is

requested after a first predetermined time; and the

method comprises a step of checking whether a second

predetermined time lapses since the commercial

information is provided if the call connection request

is not accepted;

the provision of the commercial information is also

stopped and a relay line between the originating side

and the terminating side is connected if the second

predetermined time lapses during the connection

request."

Claim 1 of auxiliary request 4 combines the features of

claim 1 of auxiliary requests 1 and 2.

Claim 1 of auxiliary request 4A differs from claim 1 of

auxiliary request 4 in that the following feature is

added at the end of the claim:

", if the connection

second predetermined

Claim

claim

Claim

claim

Claim

claim

1 of

1 of

auxiliary

auxiliary

auxiliary

auxiliary

auxiliary

auxiliary

request didn't fail within the

time."

request 5 combines the features of

requests 1 and 3.

request 6 combines the features of

requests 2 and 3.

request 7 combines the features of

requests 1,

2 and 3.

Claim 1 of auxiliary request 7A differs from claim 1 of

auxiliary request 7 in that the following feature is

added at the end of the claim:
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", if the connection request didn't fail within the

second predetermined time."

Claim 1 of auxiliary request 8 reads as follows:

"A method for providing commercial information instead
of original ringback tone to an originating telephone
in at least one form of a voice, a text and/or image
from a commercial information generating system in a
communication system, the method comprising the steps
of:

(a) checking a telephone call (S1), connecting with
an information generating system at an originating or a
receiving communication system when the call is
detected (S2), beginning to transmit the commercial
information instead of the original ringback tone to
the originating side telephone from the information
generating system during a communication wait (S3),
requesting a connection to a receiving telephone from
the information generating system after a first
predetermined time lapses (S4), and continuously
transmitting the commercial information to the
originating telephone (S5);

(b) checking whether the receiving telephone accepts
the connection request (S6), checking whether a second
predetermined time lapses since the commercial
information is provided if the connection request is
not accepted (S11), checking whether a telephone
connection fails if within the second predetermined
time (S14) and continuously providing the commercial
information to the originating telephone if the

telephone connection does not fail (S15);
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(c) stopping the providing of the commercial
information if the telephone connection is made (S7),
connecting a communication line between the originating
telephone and the receiving telephone (S8), checking
whether the communication is finished (S9), and
disconnecting the communication line if the
communication finishes (S10);

(d) stopping the sending of the commercial
information if the second predetermined time lapses
since the connection request begins (S12), and
connecting a relay line between an originating switch

system and a receiving switch system (S13)."

Claim 1 of auxiliary request 9 differs from claim 1 of
auxiliary request 8 in that the following step is

added:

"(e) stopping the sending of the commercial
information if the connection request fails (S15),
releasing the relay line between the originating switch
and the receiving switch (S16), checking whether a next
connection request is pending (S17), and beginning to
transmit the commercial information to the originating
telephone from the information generating system if

pending (S3)."

Claim 1 of auxiliary request 10 differs from claim 1 of
auxiliary request 9 only in that in step (d) the comma

in "... (S12), and ..." is deleted.

Claim 1 of auxiliary request 11 differs from claim 1 of
auxiliary request 10 only in that step (d) is amended

to read as follows:
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"(d) i1f the second predetermined time lapses since
the connection request begins (S12), stopping the
sending of the commercial information and connecting a
relay line between an originating switch system and a

receiving switch system (S13)."

Claim 1 of auxiliary request 12 differs from claim 1 of
auxiliary request 11 only in that step (e) is amended

to read as follows:

"(e) 1if the connection request fails (S15), stopping
the sending of the commercial information releasing the
relay line between the originating switch and the
receiving switch (S16), checking whether a next
connection request is pending (S17), and beginning to
transmit the commercial information to the originating
telephone from the information generating system if

pending (S3)."
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Reasons for the Decision

C3854.D

Article 100(c) EPC - main request and auxiliary
requests 1, 2 and 3

Claim 1 of the main request and auxiliary requests 2
and 3 include the wording "a relay line between the

originating side and the terminating side is connected".

The board concurs with the opposition division that the
use of the term "side" instead of "switch" has the
consequence that the claim includes subject-matter
which extends beyond the content of the application as
filed, since the term "side" has a broader meaning than
"switch" or "switch system"; in this respect the
application as filed only discloses a step of
connecting a relay line between switches, or switch
systems, at the respective sides, see the description,
page 4, lines 27 and 28, page 5, lines 2 and 3,

page 13, lines 14 and 15, and claim 1, feature (d), as
originally filed.

Further, claim 1 of the main request and auxiliary
request 1 include the feature that the relay line is
connected "if a second predetermined time lapses during

the connection request".

The board interprets "second predetermined time" in the
context of the claim as a time period or duration
rather than a point in time, since it "lapses". The

appellant agreed that it represented a duration.

Claim 1 of the main request and auxiliary request 1 do

not however specify the starting point in time from
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which the second predetermined time period runs. Hence,
according to the claimed method, the starting point may
be arbitrarily chosen. The board concurs with the
opposition division that the application as filed does
not provide a basis for omitting a starting point for
the second predetermined time period. It is
particularly noted that in claim 1 as filed this
starting point is defined either as the moment the
commercial information ringback tone is provided or the
moment the request for connection is made, see claim 1
as filed, feature (b) ("checking whether a second
predetermined time (B-timeout) lapses since the
commercial information ringback tone is provided") and
feature (d) ("stopping the sending of the commercial
information ringback tone if the second predetermined
time lapses since the connection request in the step

S11(sS12)").

The appellant argued that from "during the connection
request" in the claim it was clear that the second
predetermined time began when the connection request

was made. It further argued that the second
predetermined time represented a predetermined duration,
in which it did not matter from which point in time it

was calculated.

The board does not find these arguments convincing. The
term "during" is commonly understood as "in the course
of" or "in the time of". The application as filed does
not include a statement that in the context of the
application this term has another meaning, in
particular one according to which it should be
understood as, e.g., "as soon as the connection request

is made", as suggested by the appellant. Nor could a
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basis in the application as filed be found in support
of a teaching according to which in the proposed method
it did not matter from which point in time the second
predetermined time was calculated. Nor did the
appellant refer to any specific passages of the

application as filed in support of this argument.

Claim 1 of the main request and auxiliary requests 1,
2 and 3 do not therefore meet the requirement of
Article 123 (2) EPC (opposition ground pursuant to
Article 100 (c) EPC).

The main request and auxiliary requests 1, 2 and 3 are

therefore not allowable.

Article 123(2) EPC - auxiliary requests 4, 4A, 5 to 7
and 7A

Claim 1 of the application as filed includes the
following two features which relate to a connection

failure:

"checking whether a telephone connection fails if
within the second predetermined time (S14) and
continuously providing the commercial information
ringback tone to the originating telephone if the
telephone connection does not fail(S5);" (see claim 1

as filed, feature (b)) and

"(e) stopping the sending of the commercial information
ringback tone if the connection request fails(S15),
releasing the relay line between the originating switch
and the receiving switch(S16), checking whether a next

connection request is(S17) [sic], and beginning to
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transmit the commercial information to the originating
telephone from the commercial information ringback tone

generating system (S3)".

Claim 1 of auxiliary requests 4, 4A, 5 to 7 and 7A (see
point VIII above) do not include any steps relating to
stopping the sending of the commercial information when
the connection request fails. They only specify steps
relating to stopping the commercial information either
when the connection request is accepted or when the
second predetermined time period has lapsed, which
correspond to steps (c) and (d) of claim 1 as filed.
The third possibility as defined in claim 1 as filed,
according to which the commercial information is
stopped when a telephone connection request fails (see
point 2.1, feature (e)), is thus no longer part of the

claimed subject-matter.

The application as filed does not however provide a
basis for this omission. It would require that the
above-mentioned third possibility is disclosed as
optional. This is, however, not the case for the

following reasons:

Claim 1 as filed, the corresponding disclosure of the
invention at page 3, line 13, to page 5, line 7, and
the description of the preferred embodiment at page 11,
line 25, to page 13, line 23, with reference to Fig. 2,
consistently describe that the commercial information
is stopped if any one of the following three conditions

is met:

(1) : a connection request is completed (Fig. 2,

steps S6 and S7);
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(2) : the second predetermined time period (B-timeout)

has lapsed (steps S11 and S12); or

(3): a telephone connection has failed (steps S14

and S15).

Fig. 3 and the corresponding passage in the description
(page 13, line 24, to page 14, line 9) concern an
alternative embodiment in which the commercial
information is already stopped when the first

predetermined time period (A-timeout) has lapsed.

Figs 4, 6, 8, 12, 14, 16 and 18 and the corresponding
passages in the description only refer to a condition
which is similar to the above condition (1) (see

Figs 4, 6, 8, 12, 14, 16 and 18: "when the receiving
telephone receives a call") and, hence, do not provide
a basis for claiming in combination conditions (1) and

(2), as in present claim 1.

Figs 5a, 5b, 7, 9a, 9b and 13 and the corresponding
passages in the description explicitly include a
condition relating to a connection failure (see

Figs 5a, 5b, 7, 9%a, %o and 13: "when the communication
connection fails after B-timeout lapses"), which, as

set out above, is omitted in present claim 1.

Figs 1 and 10 and the corresponding passages in the
description do not specify any condition for stopping

the sending of the commercial information.

Figs 11, 15, 17 and 19 and the corresponding passages

in the description only disclose stopping the
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commercial information on request (see Fig. 11,
step 70, Fig. 15, step 107, Fig. 17, step 136, and
Fig. 19, step 176).

Claims 2 to 17 as filed are dependent on claim 1,
whereas the remaining claims, i.e. device claims 18

and 19, do not specify any of the above conditions.

Nor did the board find in any other part of the
application as filed a statement in support of the

above-mentioned omission.

2.4 The appellant did not refer to any parts of the
application as filed in support of the omission. Rather,
it argued that it was self-evident that, if a telephone
connection failed, the commercial information would
then be stopped and that it was common in view of
saving resources that relay lines were released if no
longer required. Hence, it was not necessary to

explicitly include these features in the claim.

The board notes however that, even if it were assumed
that from the claim it is implicit that 1if the
telephone connection fails the commercial information
is stopped, the claim would not include the remaining
features referred to at point 2.1 above, including the
(mandatory) step of checking for connection failure and
the step of releasing the relay line. As to the latter
step, even if it were a common feature, this does not
imply that it is necessary and thus implicitly part of
the claimed subject-matter. The appellant's arguments

are therefore not convincing.

C3854.D
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Claim 1 of auxiliary requests 4, 4A, 5 to 7, and 7A do
not therefore meet the requirement of Article 123 (2)

EPC (opposition ground pursuant to Article 100 (c) EPC).

The auxiliary requests 4, 4A, 5 to 7, and 7A are

therefore not allowable.

For the sake of completeness, the board notes that the
above considerations in respect of claim 1 of auxiliary
requests 4, 4A, 5 to 7, and 7A also apply to claim 1 of
the main request and auxiliary requests 1 to 3 for the

same reasons.

Article 123(3) EPC - auxiliary requests 8 and 9

Claim 1 as granted includes the following feature:

"the provision of the commercial information is also
stopped and a relay line between the originating side
and the terminating side is connected if a second
predetermined time lapses during the connection

request".

Claim 1 of auxiliary requests 8 and 9 include only one
corresponding feature, namely feature (d), which reads

as follows:

"stopping the sending of the commercial information if
the second predetermined time lapses since the
connection request begins (S12), and connecting a relay
line between an originating switch system and a

receiving switch system (S13)".
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On comparing the above features, it follows that,
whereas in claim 1 as granted the step of connecting a
relay line is subject to the condition "if a second
predetermined time lapses during the connection
request", this is not necessarily the case in claim 1
of auxiliary requests 8 and 9. Hence, claim 1 as
granted is amended in such a way as to extend the
protection it confers. The board thus concurs with the
opposition division that claim 1 of auxiliary

requests 8 and 9 contravene Article 123 (3) EPC.

The appellant did not submit arguments against this
finding, but filed further auxiliary requests 10 and 11

in response (see points 5 and 6 below).

For the above reasons, auxiliary requests 8 and 9 are

not allowable.

Auxiliary requests 10 and 11 - admissibility

Claim 1 of auxiliary request 10 differs from claim 1 of
auxiliary request 9 only in that a comma is deleted
(see point VIII above). Claim 1 of auxiliary request 11
differs from claim 1 of auxiliary request 9 only in
that in feature (d) the wording "if ... begins (S12),"
is moved to the beginning of the sentence (see

point VIII above). Both amendments were made by the
appellant in an attempt to overcome the above objection
under Article 123 (3) EPC against claim 1 of auxiliary
requests 8 and 9, which was also referred to in the

board's communication.
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Respondents 1, 2 and 3 requested that auxiliary
requests 10 and 11, which were filed by the appellant
in the course of the oral proceedings, be rejected as

late filed.

In accordance with Article 13(1) and (3) RPBRA, any
amendment to a party's case after it has filed its
grounds of appeal may be admitted and considered at the
board's discretion. This discretion shall be exercised
in view of, iInter alia, the complexity of the new
subject-matter submitted, the current state of the
proceedings and the need for procedural economy.
Amendments sought to be made after oral proceedings
have been arranged shall not be admitted if they raise
issues which the board or the other parties cannot
reasonably be expected to deal with without adjournment

of the oral proceedings.

The board concurs with the respondents that auxiliary
requests 10 and 11 are late filed in that they could
have been filed earlier. However, see point 5.1, the
amendments in question are clear and simple and in
response to an objection raised in the board's
communication. They were therefore predictable and
could easily be dealt with by the board, without giving
rise to issues which the board or the other parties
could not reasonably have been expected to deal with

without adjournment of the oral proceedings.

The board therefore exercised its discretion pursuant
to Article 13 (1) RPBA to admit auxiliary requests 10

and 11 to the appeal proceedings.
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Auxiliary requests 10 and 11 - allowability

The amendment to claim 1, feature (d), according to
auxiliary request 10 overcomes the objection under
Article 123 (3) EPC as set out at point 4 above, since
both the step of stopping the sending of the commercial
information and the step of connecting the relay line
are again subject to the condition "if the second
predetermined time lapses since the connection request
begins". The same applies to claim 1 of auxiliary

request 11.

A basis for this amendment can only be found in the
flow chart of Fig. 2 of the application as filed, see
steps S11 to S13. The appellant did not argue otherwise.

However, claim 1 of auxiliary requests 10 and 11 also
include the following feature (underlining by the

board) :

"(e) stopping the sending of the commercial information

if the connection request fails (S15), releasing the

relay line between the originating switch and the
receiving switch (S16), checking whether a next
connection request is pending (S17), and beginning to
transmit the commercial information to the originating
telephone from the information generating system if

pending (S3)."

The board notes that according to Fig. 2 the releasing
or disconnecting step S16, the checking step S17 and
the beginning to transmit step S3 are all subject to
step S14, in which it is determined that the telephone

connection has failed.
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Since, as stated above, Fig. 2 is the only basis for
step (d) of each claim 1, the figure must also provide
a basis for, or at least not be in conflict with, the
subject-matter of the claim as a whole. However,
whereas Fig. 2 requires that all of the steps S16, S17
and S3 are subject to the condition that the connection
request has failed, the claim includes embodiments in
which not all of the steps of feature (e), which
correspond to steps S16, S17 and S3 of Fig. 2, are
subject to this condition. More specifically, only the
step of stopping the sending of the commercial
information is subject to the condition "if the
connection request fails". Further, the application as
filed does not provide a basis for a combination of
features including feature (d), which corresponds to
steps S11 to S13 of Fig. 2, but without the steps
corresponding to steps S14 to S17 of Fig. 2. Nor did

the appellant argue otherwise.

The board therefore concludes that claim 1 of auxiliary
requests 10 and 11 contain subject-matter which extends
beyond the content of the application as filed, Article
123 (2) EPC.

The appellant did not submit arguments against this
finding, but filed a further auxiliary request 12 in

response (see point 7 below).

For the above reasons, auxiliary requests 10 and 11 are

not allowable.
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Auxiliary requests 12 - allowability

The respondents made no objection to the admission of
auxiliary request 12 filed by the appellant in the
course of the oral proceedings and the board saw no
reason to question its admissibility of its own motion.
The board therefore exercised its discretion pursuant
to Article 13 (1) RPBA to admit auxiliary request 12 to

the appeal proceedings.

The amendment to claim 1, feature (e), according to
auxiliary request 12 overcomes the objection under
Article 123 (2) EPC as set out above at point 6, since
all of the cited steps of feature (e) are now made
subject to the condition "if the connection request

fails".

A basis for this amendment can only be found in the
flow chart of Fig. 2 of the application as filed, see
steps S14 to S17 and S3, and the appellant did not

argue otherwise.

However, claim 1 of auxiliary request 12 further
includes the following features (see point VIII above,
claim 1, features (b) and (d); underlining by the
board) :

"checking whether a second predetermined time lapses

since the commercial information is provided"; and

"if the second predetermined time lapses since the

connection request begins (S12), stopping the sending

of the commercial information and connecting a relay



C3854.D

- 21 - T 0876/08

line between an originating switch system and a

receiving switch system (S13)".

Since, as stated above, Fig. 2 is the only basis for
steps (d) and (e) of claim 1, the figure must also
provide a basis for, or at least not be in conflict

with, the subject-matter of the claim as a whole.

The board notes that Fig. 2 shows one box S11 including
the text "B-timeout lapse?", which has two output
branches corresponding to "Yes" and "No", respectively.
This representation suggests that only one test is
carried out at step S11, namely that of checking of
whether or not the second predetermined time period,
i.e. the B-timeout, hereinafter noted as Atp-timeout, has

lapsed.

However, the above-quoted features of claim 1, see
point 7.4, imply that two separate tests are carried
out, namely a first test which takes the moment the
commercial information is provided as the starting
point (Lstart test 1) for the second predetermined period
and a second test which takes the moment the connection

is requested as the starting point (Lstart test 2) -

From both Fig. 2 (steps S3 and S4) and present claim 1
(feature (a)) it follows that the commercial
information is provided or transmitted as soon as a
call is made, whereas a connection request is made only
after a first predetermined time has lapsed (A-timeout;
hereinafter noted as Ata-timeout) . Hence, the second test
starts at tstart test 2 = Lstart test 1 + Ata-timeout. Further,

the first test expires at teng test 1 = Lstart test 1 T
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Atp-timeout, Whereas the second test expires Ata-timeout

later (at tend test 2) -

The appellant argued that the claim did not determine
specific starting points, but merely expressed these in
terms of their functional roles. In the board's view,
the claim indeed defines the method steps in functional
terms rather than constructional features of the
communication system. However, this, in itself, does
not imply that the above-cited features, see point 7.4,
do not define starting points for the second

predetermined time.

The board also considered the argument that the skilled
reader would interpret box S11 in Fig. 2 such that it
concisely represents both tests, in which the "No"
branch would be followed as long as it is determined at
step S11 that t < teng test 1 @and the "Yes" branch as soon
as it 1s determined that t 2 tend test 2. However, this
would have the consequence that, in the time period
between teng test 1 and tend test 2, step S6 in Fig. 2, in
which it is determined whether or not a connection
request is completed, i.e. the call is accepted, can
not be reached. Hence, during this time period, which
lasts as long as Atfa-timeout, LThe communication system
would remain in a non-responding state, during which
the commercial information cannot be stopped, even if,
in the meantime, the call is answered. This would
clearly serve no purpose and, in any case, be contrary
to the wording of claim 1 as filed ("transfer of a
commercial information to an originating telephone

till a receiving side is received"). The argument is

therefore not convincing.
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The board thus concludes that the application as filed
does not provide a basis for the subject-matter of
claim 1. Hence, claim 1 of auxiliary request 12
contains subject-matter which extends beyond the
content of the application as filed, thereby violating

Article 123(2) EPC.

Auxiliary request 12 is therefore not allowable.

Since the opposition ground pursuant to Article 100 (c)
prejudices the maintenance of the patent as granted and
since there is no amended set of claims on file which
meets the requirements of Articles 123(2) and (3) EPC
and on the basis of which a remittal to the department
of first instance for further prosecution could have
been considered, the board concludes that the appeal is

to be dismissed.

Reimbursement of the appeal fee

The appellant argued that the opposition division
committed a substantial procedural violation in that at
the oral proceedings before the opposition division the
proprietor was not given an opportunity to comment on
an objection under Article 100(c) EPC, which was raised
against auxiliary request 4 at the oral proceedings for
the first time. The objection concerned the wording

"during the connection request" in claim 1.

In the statement of grounds of appeal the appellant
submitted that, even though the opposition division
gave the proprietor one hour during lunch time to
consider the new objection, it did not have sufficient

time to consider the new issue, noting that it did not
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only require a review of the complete application, but
also an assessment of whether or not an adjournment of
the oral proceedings was necessary as well as a

preparation of new requests in order to try to overcome

the new objection.

The appellant further argued that the new objection
constituted a new "ground or evidence" within the
meaning of Article 113(1) EPC which should have been
raised earlier in writing. It submitted that, even if
the new objection under Article 100(c) EPC were to be
considered as an "argument", it should have been
disregarded by the EPO, since the opponent should have
submitted all objections under Article 123(2) EPC in
writing before the oral proceedings. It was contrary to
the requirement of a fair procedure that the opponent
was allowed to withhold its arguments concerning

Article 123 (2) EPC until at the oral proceedings.

The appellant therefore requested that it be
acknowledged that the opposition division had no
competence to examine the new objection under Article
123 (2) EPC and that, consequently, the sets of claims
be examined by the board without considering the new
objection or that, if the case were to be remitted to
the department of first instance, it be ordered that
the opposition division examine the sets of claims
without considering the new objection. Since the
opposition division had committed a substantial
procedural violation, the reimbursement of the appeal

fee was deemed equitable.

The board does not find these arguments convincing for

the following reasons:
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In accordance with Rule 103(1) (a) EPC, the appeal fee
is to be reimbursed if all of the following three

conditions are met:

(1) a substantial procedural violation has been
committed;
(ii) a reimbursement is equitable; and

(iii) the appeal is allowable.

Since, for the reasons given at points 1 to 8 above,
the appeal is not allowable and since, for the reasons
given below, the opposition division did not commit any
procedural violation, the conditions (i) and (iii) are

not met.

As to the alleged substantial procedural violation the
board notes that the new objection merely constituted a
further argument in support of the opposition ground
pursuant to Article 100 (c) EPC. It did not introduce a
new ground or new evidence in the sense of

Article 113 (1) EPC, since three of the oppositions were
based, Inter allia, on the opposition ground pursuant to
Article 100 (c) EPC and the examination of the objection
did not require anything but the application as filed
and the patent as granted.

The board agrees with the appellant that it is
desirable that an opponent presents all of its
arguments in writing well before the oral proceedings,
in order to enable the proprietor and the opposition

division to prepare for the oral proceedings in the
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best possible way. However, it cannot be excluded that,
given the course of events during the procedure, an
opponent presents a new argument at the oral
proceedings for the first time. As long as this does
not amount to an abuse of the procedure in that it was
evidently done deliberately at such a late stage for
tactical reasons, the new argument cannot be
disregarded. In the present case, in the absence of
evidence to the contrary, the board sees no reason to
conclude that there was an abuse of the procedure by
the opponent. Consequently, the admission into the
procedure by the opposition division of the new

argument did not give rise to a procedural violation.

The board further notes that the minutes do not mention
any request by the appellant for additional time after
it was given one hour to consider the new objection.
Nor did the appellant argue otherwise. Further,
according to the minutes, after the one hour
interruption, the new objection was discussed with the
parties and the appellant was given an opportunity to
file a further request taking into account the new
objection. The appellant made use of this opportunity
by filing auxiliary requests 4A and 7A, which were
subsequently discussed with the parties (see the
minutes, page 15, line 18, to page 20, line 17). In the
board's view, the right to be heard was therefore fully

respected (Article 113(1) EPC).

The board concludes that the opposition division did
not commit any procedural violation, let alone a

substantial procedural violation.
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9.5 Further, the board sees no exceptional circumstances
which, i1if at all, might have justified a reimbursement
of the appeal fee outside the scope of Rule 103(1) (a)
EPC for reasons of equity, see T 308/05 (point 5 of the
reasons), J 30/94, and J 38/97 (all not published in
0J) .

9.6 The request for reimbursement of the appeal fee must

therefore be rejected.

Order

For these reasons i1t i1s decided that:

1. The appeal is dismissed.

2. The request for reimbursement of the appeal fee is
rejected.

The Registrar: The Chairman:

D. Magliano A. S. Clelland

C3854.D



