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Summary of Facts and Subm ssi ons

C5915.D

The Appellant (Patent Proprietor) filed an appeal

on 21 Decenber 2007 agai nst the decision of the
Opposition Division dated 25 Cct ober 2007 revoking
Eur opean patent no. 1 444 217, and on 4 March 2008
filed a witten statenent setting out the grounds of

appeal .

In this decision the follow ng nunbering will be used
to refer to the docunents:

(1) WO 98/ 00414

OQpposition was filed requesting revocation of the
patent in suit inits entirety on the grounds of |ack
of novelty and inventive step (Article 100(a) EPC).

The deci sion under appeal was based on a nmain request
consisting of the clains as granted and first to third
auxiliary requests filed during oral proceedi ngs before

the Qpposition Division.

The Qpposition Division held that the subject-matter of
the main request was not novel in view of docunent (1),
and that the first to third auxiliary requests did not
conply with Article 123(2) EPC. In addition, the first

auxiliary request was considered to be unclear.

Wth the statenent of grounds of appeal the Appellant
filed a new main request and auxiliary requests |-V,
the main request being practically identical to the
second auxiliary request of the decision under appeal.

Al'l previous requests were w thdrawn.
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The main request consists of 17 clainms, independent

clains 1, 10 and 14 reading as foll ows:

"1. A process for producing an epoxi de conpri sing
reacting an ol efin, oxygen, and hydrogen in the
presence of a nodifier and a catal yst conprising

pal | adi um and titanium zeolite, wherein the nodifier is
(a) calciumcarbonate in the presence of carbon dioxide
or (b) amroni um bi carbonate. "

"10. A process conprising reacting propylene, hydrogen
and oxygen in a solvent in the presence of ammobni um
bi carbonate and a catal yst conprising palladiumand a

titaniumsilicalite."

"14. A process conprising reacting propylene, hydrogen
and oxygen in a solvent in the presence of a nodifier
and a catal yst conprising palladiumand a titani um
silicalite, wherein the nodifier is calciumcarbonate

in the presence of carbon dioxide."

Auxiliary request | differs fromthe main request in

t hat dependent clains 2-7 and 10 have been del et ed.

Auxiliary request Il differs fromthe nmain request in
that the respective anobunts of cal ci um carbonat e,
car bon di oxi de and ammoni um bi car bonat e have been

added to the independent cl ains.

Auxiliary request IIl is a combination of auxiliary
request | and auxiliary request I1; the dependent
claims 2-7 and 10 have been del eted and the respective

anmounts of cal ci um carbonate, carbon di oxi de and
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anmoni um bi car bonat e have been added to the independent

cl ai ms.

Auxiliary request IVis identical to clains 11 to 18 as

gr ant ed.

Auxiliary request V is based on auxiliary request 1V
with the addition of the respective anpbunts of anmoni um
bi car bonat e, cal ci um carbonate and carbon di oxide to

t he i ndependent cl ai ns.

Inits reply to the statenment of grounds of appeal, the
Respondent, referring to Article 12(2) of the Rul es of
Procedure of the Boards of Appeal (RPBA), contested the
adm ssibility of auxiliary requests |-V, because the
Appel I ant had provided argunents only in support of its

mai n request.

Both parties requested oral proceedings on an auxiliary

basi s.

Wth the summons to oral proceedings, the Board sent a
comuni cation pursuant to Article 15(1) RPBA
expressing its prelimnary view that auxiliary
requests |-V appeared to be adm ssible and that the
mai n request appeared to conply with Article 123(2) and
54 EPC. In particular, the Board indicated that
dependent clains 2-9 were identical to clains 2-4 and
6-10 as originally filed, which already disclosed the
conbi nati on of the general process using a noble netal
catalyst with particular features, and noted that

pal | adium was clearly defined as the preferred noble
netal on page 4, lines 3-6 of the description. The
conbi nation of original claiml as well as the
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conbi nation of each of the original dependent clains
with palladiumas the only added feature woul d,
therefore, not appear to extend the subject-matter
beyond the application as filed. Concerning novelty,

t he Board questi oned whet her docunment (1) clearly and
unanbi guously di scl osed the conpul sory presence of
pal | adium Furthernore, the Appellant was invited to
provide the basis for the amendnments in auxiliary
requests Il, 1l and V. The Board also indicated its
intention of remtting the case to the departnent of
first instance for further prosecution, if it were to
conme to the conclusion that at |east one of the
requests net the requirenments of Articles 123(2) and 54
EPC.

In reply to the sutmmons the Appellant's representative
with letter dated 9 February 2011 i nforned the Board

that he would not attend the oral proceedings.

Wth letter of 25 February 2011, the Respondent
informed the Board that with regard to the Appellant's
reply to the summons the "QOpponent sees no | onger a
reason to attend the Oral Proceedi ngs" and requested
that "a decision be nmade based on the witten

proceedi ngs".

The Appellant's witten argunents, to the extent that
they are relevant for this decision, can be sumari sed

as foll ows:

The main request, which is alnost identical to the

second auxiliary request of the decision under appeal,
met the requirenment of Article 123(2) EPC. The vari ous
conbi nati ons of preferences were inplicitly disclosed
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in the application as filed. The conbi nati on of

propyl ene and pal |l adium for exanple, was clearly
derivabl e, as propylene was nentioned as a preferred
olefin on page 6, lines 24-25 and palladiumas a
preferred noble netal on page 4, line 6 of the
application as filed, even if the corresponding
dependent clainms 5 and 7 were dependent only on
claim11. The objection nade by the Qpposition D vision
was contrary to EPO practice and not supported by any
specific case | aw.

The subject-matter of the main request was novel over
docunent (1) in view of the fact that document (1)
related to a catal yst conprising gold and not pall adi um
as the noble netal.

The Respondent's witten argunents, to the extent that
they are relevant for this decision, can be summari sed

as foll ows:

The Appellant's main request violated the requirenent
of Article 123(2) EPC in view of the fact that the
subject-matter of the dependent clains in conbination
with anended claim 1 represented a selection fromnore
than one list. The originally filed clains did not
support such an anendnent as they were not nultiple-
dependent. Nor were the conbinations supported by the
original description. Furthernore, according to claimi4
of the main request, the catal yst was conprised of
fromO0.01 to 10 wei ght percent palladium The paragraph
on page 4, lines 3-8 of the application as filed stated
"the catal yst enployed in the process of the invention
al so contains a noble netal" (enphasis added by the
Respondent). Pall adium was explicitly nentioned in that
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par agraph, but the word "contains" was nore restrictive

than the word "conprises”.

Claiml of the main request was not novel in view of

t he di scl osure of docunent (1), particularly in view of
t he conbi nati on of exanple 6¢, using the preferred
pronoter netal calcium wth the particularly preferred
enbodi nent nentioned on page 14, |ines 24-29 of
docunent (1) describing that the at | east one pronoter
nmetal preferably contained | ess than 0.01 wei ght
percent pall adi um

The Appellant requested in witing that the decision
under appeal be set aside and that the patent be
mai nt ai ned on the basis of the main request or,
alternatively, on the basis of one of auxiliary
requests | to V, all requests being filed with the
statenent of grounds of appeal dated 4 March 2008.

The Respondent requested in witing that the appeal be
di sm ssed, the patent be revoked in its entirety and

the auxiliary requests be considered i nadm ssi bl e.

At the end of the oral proceedi ngs, which took place as
schedul ed on 3 March 2011 in the absence of both

parties, the decision of the Board was announced.

Reasons for the Deci sion

1.

C5915.D

The appeal is adm ssible.
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Mai n request

2.2

2.2.1

C5915.D

Amrendnment s

The main request differs fromthe clains as granted in
that the catalyst in claim1, and consequently in
dependent claim4, has been limted to the obligatory
presence of a specific noble netal, nanely palladi um
This feature can be found in claim5 as originally
filed, which is identical to claim5 as granted, as
well as on page 4, lines 4-6 of the original
description, where palladiumis furthernore described
as particularly desirable.

| ndependent clainms 10 and 14 and their dependent
clainms 11-13 and 15-17 have not been nodified and are
identical to clains 11-18 as grant ed.

Wth the exception of the anendnent in dependent
claim4 bringing it intoline wwth claim1l, the
Appellant's main request is identical to the second
auxiliary request of the decision under appeal, which
the Qpposition Division considered to contravene
Article 123(2) EPC as far as dependent clainms 2-9 were

concer ned.

The Opposition Division noticed that each of dependent
clains 2-10 as granted was only dependent on claim1.
Foll ow ng the introduction of the feature of dependent
claim5 into claim1l, the Opposition Division was of

t he opinion that the subject-matter of each of
dependent clains 2-9 of the second auxiliary request
before it (identical to the clains 2-4 and 6-10 as
granted) led to new conbi nations, for exanple the
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conbi nation of a particular olefin, nanely propyl ene,
or particular solvents, nanely nethanol, ethanol,

i sopropanol or tert-butanol, with a specific noble
metal, nanely palladium In the Opposition Division's
opi ni on, these conbinati ons were not supported by the
application as filed.

The Respondent adopted the Qpposition Division's
position, arguing that the subject-matter of the
dependent clains 2-9 of the main request was the result

of a selection fromnore than one |i st.

The Board does not share this position. Al though the
original claimstructure nay not provide a basis for

t he conbination of palladiumw th the particul ar
features of dependent clains 2-9 of the main request
(which are still dependent only on claim1), these
conbi nations are nevertheless clearly and unanbi guously
derivable fromthe application as filed for the

foll ow ng reasons:

The Board notes that the subject-matter of a dependent
claimincludes all features of the independent clain(s)
on which it is dependent. A dependent claim therefore,
al ready discloses the conbination of all the features
of the independent claimwth the particular feature(s)
of the dependent claim Accordingly, in the present
case, each of dependent clains 2-4 and 6-10 as
originally filed already discloses the conbi nati on of

t he general process for the production of an epoxide
using a catal yst conprising a noble netal, titanium
zeolite and a specific nodifier with its particul ar
feature; for exanple the conbination of a noble neta
with titaniumsilicalite is disclosed in originally



2.4

2.5

C5915.D

- 9 - T 0056/ 08

filed claim2, the conbination of a noble netal with
propylene in originally filed claim7 and the

conbi nation of noble netal with specific solvents in
originally filed claim10. Thus, by introducing
palladiuminto claim1l of the main request the only

sel ection which has actually been nmade in clainms 2-9 of
the mai n request vis-a-vis dependent clains 2-4

and 6-10 as originally filed is that of a particular
nobl e nmetal, nanmely palladium fromanong all noble
netals. A list of possible noble netals, including the
explicitly nmentioned palladium is disclosed on page 4,
lines 4-6 of the application as filed. Since selection
fromonly one list is not to be objected to under
Article 123(2) EPC, the argunents of the Qpposition

D vision and the Respondent cannot succeed.

The Respondent also referred to various parts of the
description, in which the particular features of
dependent clains 2-9 of the main request were further
mentioned, arguing that none of these parts, including
t he wor ki ng exanpl es, supported a conbi nation of the
features of clains 2-9 with palladium Furthernore, the
Respondent argued that the term "contains" disclosed on
page 4, lines 3-8 of the application as filed in
connection with the noble netals, including palladium
was nore restrictive than the term"conprises”", wthout
however providing any explanation as to why that m ght

be the case.

In view of the finding that the subject-matter of
dependent clainms 2-9 is clearly supported by the
originally filed dependent clains in conbination with
page 4, line 6 of the original description (point 2.3
above), the Respondent's argunents that it cannot find
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support for the conbinations in particular parts of the
description are without nerit. Concerning the
Respondent's argunent that the verb "to contain" has a
nmore restrictive nmeaning than the verb "to conprise”

t he Board woul d point out that the general neaning of
the verb "to contain"” is "to have init", "to hold",

"to include", "to enconpass” or "to conprise".

Therefore, the Respondent's argunent cannot be accepted.

Since the anmendnents nmade to the clainms as granted are
supported by the application as originally filed, the
Board comes to the conclusion that the main request
neets the requirement of Article 123(2) EPC. The
amendnents lead to a restriction of the scope of the
clainms as granted. Therefore, Article 123(3) EPC is

I i kewi se conplied with.

Carity

The Respondent did not contest the clarity of the main
request. The Board sees no reason to take a different

Vi ew.

Novel ty

Claim1l of the main request is directed to an

epoxi dation process of olefins with oxygen and hydrogen
in the presence of a catal yst conprising palladi umand
titanium zeolite and a nodifier, the nodifier being

ei ther cal cium carbonate in the presence of carbon

di oxi de or anmmoni um bi car bonat e.

In the decision under appeal, the Opposition Division
decided that the process of claiml of the patent in
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suit as far as the alternative of a catal yst conprising
a noble netal, titanium zeolite and cal ci um carbonate
as nodifier was concerned | acked novelty in view of
exanpl e 6¢ of docunent (1). Since the Appellant has
limted claiml of its main request to a catal yst
conprising palladium it has to be established whet her
docunent (1) directly and unanbi guously discl oses an
epoxi dation process using the presently clained

catal yst conprising palladium titaniumzeolite and

cal cium carbonate as a nodifier.

Exanpl e 6¢c of docunent (1) describes the epoxidation
reacti on of propylene wth oxygen and hydrogen in the
presence of a catal yst prepared fromchl oroauric acid
and calciumnitrate (Ca(NQG)2-4 HO as pronoter neta

on TS-1, a titanium zeolite. Since the pronoter neta
conmpound is contacted in water with sodi um carbonate
during preparation, the Opposition Division cane to the
conclusion that the formation of cal cium carbonate was
i nherent during calcination of the catalyst. This
finding was not chall enged by the Appellant. The Board
t o0 sees no reason to question this conclusion of the
Qpposition Division. Exanple 6¢c is the only exanple in
docunent (1) using calciumas a pronoter netal. It does
not di sclose the presence of palladiumas a catalyst
(or a pronoter) conponent; in fact, none of the
exanpl es or conparative exanpl es does. Thus, exanple 6¢c
al one cannot anticipate the subject-matter of claiml

of the main request.

The Respondent based its objection of |ack of novelty
of claim1l1l of the main request on exanple 6¢ of
docunent (1) in conbination with page 14, |ines 24-29
of that docunent.
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In this context, the Board notes that, although in the
exam nation of novelty the teaching of a prior-art
docunent is not limted to the detailed information
given in the exanples but enconpasses the disclosure of
t hat docunment as a whole, in deciding what is clearly
and unanbi guously derivable froma docunent different
passages can be conbined only if the skilled person
woul d see a good reason for doing so (see unpublished
decision T 941/98, point 5.1 of the reasons; T 666/ 89,
Q) EPO 1993, 495; or unpublished decision T 892/07
point 4.4.3 of the reasons).

The passage on page 14, lines 24-29 of docunent (1)
referred to by the Respondent clearly states that the
pronoter netal, which includes nmetals of groups 1 to 12
of the Periodic Table as well as rare-earth | anthanides
and actinides, preferably excludes palladium and even
nmore preferably excludes a Goup VIII netal. The
meani ng of the expression "excludes" is explained as
the total concentration of the Goup VIII netal (s)

being I ess than 0.01 wei ght percent.

Thus, in view of the statenent that palladiumis
preferably excluded the skilled reader of docunent (1)
had no good reason to conbine it with exanple 6¢

al ready containing calciumas a pronoter netal. Such a
nodi fication of exanple 6¢c is the result of an ex post
facto interpretation of docunment (1) nmade with the
knowl edge of the invention and the purpose of
reconstructing the claimed nethod.

Nor can the aforenentioned passage be understood as a
cl ear and unanbi guous di scl osure of the inevitable
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presence of palladiumin the catal yst system of
docunent (1). The specific definition of the term
"excl udes"” on page 14 of that docunent (i.e. less than
0.01 weight percent) merely allows for the possibility
of small anounts of group VIII nmetals, not even
necessarily palladium being present, and includes
their total absence. This definition cannot be
construed as the obligatory presence of such pronoter
netal s. Furthernore, no evidence has been provided that
the pronoter netal in exanple 6¢, nanely cal ci um
nitrate, or chloroauric acid for that matter, includes
pal | adi um by definition.

Nei t her the Opposition Division nor the Respondent had
any objections regarding the novelty of the subject-
matter of independent clainms 10 and 14. The Board sees
no reason to take a different view

For the reasons set out above, the Board cones to the
conclusion that the subject-matter of the main request

is novel within the neaning of Article 54 EPC.

Rem tt al

In the decision under appeal the Opposition D vision
revoked the patent on the grounds of |ack of novelty
and non-conpliance with Articles 84 and 123(2) EPC. The
exam nation of inventive step has not yet been
concluded. In these circunstances, the Board considers
it appropriate to exercise the power conferred on it by
Article 111(1) EPC to remt the case to the Opposition

Division for further prosecution.
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Auxiliary requests |-V

Since the Board has cone to the conclusion that the
Appellant's main request is supported by the
application as originally filed and novel over the

di scl osure of docunment (1), and has decided to remt
the case to the departnent of first instance, there is
no need to decide on the adm ssibility of any of
auxiliary requests |-V.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

The Registrar: The Chai r man:

M Schal ow P. Rangui s

C5915.D



