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Summary of Facts and Submi ssi ons

VI .

C5753.D

The applicant (appellant) appeal ed agai nst the decision of
t he exam ning division refusing European application
No. 04 021 045.2

In the decision under appeal, the exam ning division held,
inter alia, that the subject-matter of claim1 resulted from
an obvi ous conbi nation of the teachings of the follow ng
docunent s:

D1: US-A-2002/0026430
D2: US-B-6 529 885.

Hence, the subject-matter of claim1l did not involve an
inventive step within the neaning of Article 56 EPC

In a comuni cation dated 28 Decenber 2010 acconpanying the
summons to oral proceedings, the Board introduced the
foll owi ng docunent into the appeal proceedings:

D4: US-B-6 415 265.

On 20 April 2011, oral proceedings were held before the
Boar d.

The appel |l ant requested that the decision under appeal be
set aside and that a patent be granted in the foll ow ng
ver si on:

Description: pages 1 to 3, 3a, 4, 5 5a, 6 to 16 received in
the oral proceedings,

d ai ns: no. 1 to 8 received in the oral proceedings,
Dr awi ngs: sheets 1/4 to 4/4 as originally filed.
Caiml of the appellant's request reads as foll ows:

"Apparatus for authorizing paynment upon delivery of an item
conpri sing:

neans for registering each one of a plurality of
receiving parties with a transacti on database (124);

means for registering each one of a plurality of
sending parties with the transacti on database (124); and

means for authorizing a debit froma selected receiving
party's account,

wherein the transaction database (124) is naintai ned by
athird party, and wherein the neans for authorizing a debit
operates in conjunction with the transaction database of the
third party

characterized by:

an open system postage neter accessible by an
i nformati on appliance of a sending party and operable to
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generate a postal indicia and an identifier with tracking
capability for affixation to an item

neans for associating the identifier with the
particul ar sending party and a particular item

neans for storing data relating to the identifier and
the particular sending party in the transacti on dat abase
(124);

nmeans for obtaining identifier data at a destination
| ocati on;

neans for correlating the identifier data for the
delivered itemto a sending party;

wherein the nmeans for authorizing a debit is arranged
to authorize the debit fromthe receiving party's account
when the tracking status indicates delivery of the itemto
the receiving party."

Clainms 2 to 4 are dependent on claim1l.
Caim5 reads as foll ows:

"A nethod, performed by an apparatus according to
claim1, of authorizing paynment upon delivery of an item
t he nethod conpri si ng:

regi stering each one of a plurality of receiving
parties with a transacti on database (204);

regi stering each one of a plurality of sending parties
with the transaction database (204); and

authorizing a debit froma selected receiving party's
account (230),

wherein the transaction database (124) is nmintained by
athird party, and wherein the neans for authorizing a debit
operates in conjunction with the transaction database of the
third party

characterized by:

generating by an open system postage neter a postal
indicia and an identifier with tracking capability for
affixation by a sending party to an item (208);

associating the identifier with a particular sending
party and a particular item (210);

storing data relating to the identifier and the
particul ar sending party in the transaction database (210);

obtaining identifier data at a destination |ocation;

correlating the identifier data for the delivered item
to a sending party;

wherein the debit fromthe receiving party's account is
aut hori sed when the tracking status indicates delivery of
the itemto the receiving party.”

Clainms 6 to 8 are dependent on claim1.

The appellant's argunents relevant to the present decision
may be summari zed as foll ows:

The present invention was concerned with the automatic
control of electronic paynents. D2 was considered by the
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exam ning division to be the closest prior art and the two-
part formof claim1l was based on D2.

D2 taught, inter alia, to store an el ectronic paynent draft
together with a nunber of contingencies that had to be
renoved before the electronic paynent defined by the draft
was made. As the people involved in the transaction had to
log on to a conputer site and renpve the contingenci es when
the required contingency conditions were fulfilled, D2
suffered fromthe problemof poor reliability and security.

The apparatus according to claiml relied on an open system
postage neter which was accessible by an information
appl i ance of a sending party and was operable to generate an
identifier with tracking capability to be affixed by the
sending party to an itemand to be stored in a transaction
dat abase which was nmaintained by a third party. By neans of
this identifier, the third party responsible for authorizing
the el ectronic paynent could identify the parties and the
iteminvolved in the transaction and the tracking status of
the itemso as to authorize the paynent when the contingency
concerning the itemdelivery was renoved. As the clained
system did not involve the manual input of a tracking nunber
generated at the tinme of shipping or a correlation between
different identifiers, i. e. one representative of the
transaction and one with tracking capability, it inproved
the reliability and security of prior art systens.

The postal indicia generated in DL of fered no tracking
capability and thus were not conparable with the indicia and
identifiers generated by the open system postage neter
specified in claiml1.

D4 nerely hinted at the possibility that payment was

coll ected by the sal es support server after confirnation
that an order had been delivered. However, the nore detailed
description presented in the enbodinents did not refer to
tracking the delivery of a product and collecting only after
confirmati on of successful delivery.

In any case, a significant difference between the systemin
D4 and the systemin the present application was that a
custoner in the systemof D4 nade a purchase fromthe sales
support server, with the sal es support server then being
responsi bl e for downl oadi ng or shipping the purchased goods
to the custonmer. The sal es support server of D4 coul d,
therefore, not address problens in systens such as that with
whi ch the present application was concerned, nanely a system
to assist buyers and sellers who were independent of the
server, with the seller (and not the server) having
responsibility for shipping the purchased goods to the
buyer.

In summary, the subject-matter of clains 1 and 5 of the
present application did not result froma conbination of the
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teachings of D2 and D4 or D1 and thus involved an inventive
step (Article 56 EPQC).

Reasons for the Decision

1. The appeal is admi ssible.

Article 123 (2) EPC

2.1 Caiml of the appellant's request relates to "an apparatus
for authorizing paynent upon delivery of an item conprising
the follow ng features:

(a) nmeans for registering each one of a plurality of
receiving parties with a transacti on dat abase,

(b) nmeans for registering each one of a plurality of
sending parties with the transacti on dat abase,

(c') nmeans for authorizing a debit froma sel ected receiving
party's account,

(c'') wherein the transaction database is naintained by a
third party, and

(c''") wherein the neans for authorizing a debit operates in
conjunction with the transaction database of the third

party,

(d) an open system postage neter accessible by an
i nformati on appliance of a sending party and operabl e
to generate a postal indicia and an identifier with
tracking capability for affixation to an item

(e) neans for associating the identifier with the
particul ar sending party and a particular item

(1) means for storing data relating to the identifier and
the particular sending party in the transaction
dat abase

(9) nmeans for obtaining identifier data at a destination
| ocati on;

(h) neans for correlating the identifier data for the
delivered itemto a sending party,

(i) wherein the nmeans for authorizing a debit is arranged
to authorize the debit fromthe receiving party's
account when the tracking status indicates delivery of
the itemto the receiving party.

2.2 Features (a) to (c¢') and (e) to (h) of claiml are recited
in claim14 of the application as originally fil ed.

C5753.D
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Feature (c'') is recited in claim1l7 as originally filed,
whereas feature (c''') is essentially disclosed in paragraph
[0073] of the original application.

Feature (d) corresponds to the disclosure in paragraphs
[ 0011], [0025], [0032] and [0067] of the original
appl i cati on.

Feature (i) finds support in paragraphs [0002], [0017],
[ 0054], [0064] and [0068] of the original application.

Caimb5 is directed to a nethod, perfornmed by the apparatus
according to claim11, and conprises the correspondi ng net hod
st eps.

The description has been brought into conformty with the
clainms of the appellant's request, in particular, by
del eting subject-matter no | onger covered by such clains.

Hence, the Board is satisfied that all anendnments nade to
the application docunents as originally filed are adni ssible
under Article 123 (2) EPC

54 EPC

3.1

3.2

Article

None of the prior art docunents on file discloses an
apparatus conprising all the features recited in claim1 of
the appellant's request, or a nmethod according to claimb.

Hence, the subject-matter of clains 1 and 5 is newwi thin
the meaning of Article 54 EPC

56 EPC

4.1

C5753.D

D2 relates to nmethods and systens for carrying out
directory-authenticated el ectronic transactions including
conti ngency- dependent paynents via secure el ectronic bank
drafts.

The nethod according to D2 (colum 4, line 51 to colum 5,
line 4) conprises the step of establishing a secure conputer
site controlled by a bank and accessible only to
authenticated parties to the transaction. This site is
configured "to provide a description of a contingency and to
i nclude an option to renove the contingency, the renoval of
t he contingency being a precondition to the bank rel easing
payrment on the draft to a payee of the draft". Hence,

payrment on the draft is released "only when a drawer of the
draft is successfully authenticated by the bank and when the
option to renpve the contingency is tinmely exercised by an
authenticated party that is authorized to renove the

conti ngency. "

Exanpl es of contingencies are given in the two exanples 1
and 2 which relate to online auctions and real estate
transactions, respectively. In the case of an online
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auction, a contingency has to be renoved by the buyer after
havi ng recei ved and accepted the item which constitutes the
obj ect of the transaction

Hence, D2 discloses an apparatus according to the preanbl e
of claim1 (see features (a), (b), (c'), (c'') and (c''")).

According to the appellant, the apparatus known from D2
suffered fromthe problemof poor reliability and security.
In fact, the electronic transaction would fail if the buyer
forgot (or deliberately did not) renpve the buyer

exam nation conti ngency.

The Board agrees with the appellant that the present

i nvention allows the buyer, whose paynent is handled by a
third party payment system to wthhold paynent to the
seller until the tracking status of the purchased goods
indicates their delivery to the buyer, but, at the sane tine
gives the seller assurance that this contingency will be
renoved wi thout the active participation of the buyer.

Hence, starting from D2, a problem addressed by the present
application could be seen in providing an apparatus and a
met hod which increase the reliability and security of the
transaction both for the buyer and for the seller.

The sol ution proposed in claim1 conbines the follow ng
el enments of the transaction

- an open system postage neter generates postal indicia
and an identifier with tracking capability for
affixation to an item

- the seller obtains the identifier for the package from
t he open system postage neter;

- the identifier, associated with the particul ar sending
party and corresponding item is stored in a
transacti on database maintained by a third party;

- the third party | ooks for a match between the stored
identifier and the received identifier data and
aut hori zes paynent when the tracking status indicates
delivery of the itemto the receiving party.

In other words, the identifier with tracking capability
generated by the open system postage neter is used by a
third party to identify the transaction (i.e. sending party,
receiving party and iten) and to track delivery to the buyer
wi t hout any active input of data on the part of the seller
or of the buyer.

D4 relates, inter alia, to a "server which can be attached
to an el ectronic conmputer network,.., and which accepts
purchase requests and paynent via the network directly from
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a custoner's conmputer and issues a shipping order to send a
physi cal product to the custoner ... . Wen the selected
product is physical, the Sal es Support Server issues a

shi pping order to a shipping and handling systemto transfer
the product " (colum 2, lines 10 to 27).

D4 points out that, as "with any sales systemthat uses a
bolt-on or an affiliate Shipping and Handling system
Custoner Tracking Information and Order Tracki ng nmust be
kept until the confirmation of the delivery is received.
After the confirmation of the delivery is received, the
paynment is collected .." (colum 2, lines 38 to 43, enphasis
added) .

Furthernore, when "a Shi pping and Handli ng System has (sic)
ininteractive relationship with the Sales Server, the Sal es
Server can query the Shipping and Handling systemdirectly
for the Order Tracking Information" (colum 2, lines 55 to
58).

Thus, it can be assuned that D4 discloses or necessarily
inmplies features (a), (c'), (c¢''), (c''') and (i) recited in
claim1l of the appellant's request. However, D4 does not
specify how the tracking identifier is generated and how
transaction data and identifier data may be correl ated prior
to aut horizing paynent. In particular, it does not disclose
the use of an open system postage neter for generating an
identifier with tracking capability which is accessible by
the seller and the third party.

Dl relates to a mail piece verification system and shows,
inter alia, postal indicia printed by a postage netering
system and suitable to be processed by the nail piece
verification system As pointed out by the appellant, D1 is
not concerned with providing a mail delivery system which
provi des tracking capability.

In summary, none of the prior art docunents on file teaches
usi ng an open system postage neter to generate an identifier
with tracking capability to be sent to a sending party and
to be stored in the database of a third party, so that the
third party may nonitor the tracking status of the itemto
be delivered to the buyer and authorize paynent to the
sell er upon delivery of the itemto the buyer w thout direct
i nvol venrent of the seller or the buyer.

In the light of the cited prior art, it was not obvious to a
person skilled in the art, starting fromD2 and wi shing to

i mprove the security of the known system to arrive at an
apparatus falling within the ternms of claim1l of the
appel l ant' s request.

Hence, the subject-matter of claim1 involves an inventive
step within the nmeaning of Article 56 EPC.
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The subject-matter of claim5 corresponds essentially to the
subject-matter of claiml expressed in terns of steps of a
met hod, perforned by the apparatus according to claim1. For
t he sanme reasons given above, the clainmed nethod al so

i nvol ves an inventive step.

Clainms 2to 4 and 6 to 8 are dependent on clains 1 and 5,
respectively.

In summary, the application docunents according to the
appel l ant's request satisfy the requirenents of the EPC and
thus provide a basis for granting a patent.

Hence, the Board finds that a patent can be granted
according to the appellant's request.

above reasons it is decided that:
The deci si on under appeal is set aside.

The case is renitted to the departnent of first instance
with the order to grant a patent in the follow ng version

Description: pages 1 to 3, 3a, 4, 5 5a, 6 to 16 received in
the oral proceedings of 20 April 2011

d ai ns: no. 1 to 8 received in the oral proceedi ngs
of 20 April 2011

Dr awi ngs: sheets 1/4 to 4/4 as originally filed.
strar: The Chair man
M Ruggi u



