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Summary of Facts and Submi ssi ons

C4767.D

This is an appeal of the applicant against the decision of
the exam ning division to refuse European patent application
No. 96 301 696.9.

The reasons given for the refusal were that the application
did not neet the requirenments of Article 123(2) EPC and that
the subject-matter of the clains did not neet the

requi rements of Article 56 EPC

The followi ng docunent of the state of the art has inter
alia been cited during the procedure before the first
i nstance:

D4: EP 0 400 917 A

In a conmmuni cation under Article 15(1) RPBA acconpanyi ng the
sumons to oral proceedings of 12 March 2010 the board

i ndicated that certain definitions in the independent clains
of each of the appellant's requests did not appear to have a
cl ear and unanbi guous basis in the application as originally
filed, as required by Article 123(2) EPC, that the

i ndependent clainms of both requests seenmed to lack clarity
and support in the description within the neaning of

Article 84 EPC, and that it tended to the conclusion that
the subject-matter of the independent clains of both
requests did not involve an inventive step within the
meani ng of Article 56 EPC.

Oral proceedings before the board took place on 17 Novenber
2010, at which, as he had previously inforned the board, the
appel l ant was not represented.

The appellant requested in witing that the decision under
appeal be set aside and that a patent be granted based
either on claine 1 to 3 filed with letter dated 6 May 2005
(main request), or on clains 1 to 3 filed with letter dated
10 April 2007 (auxiliary request). The board notes that in
paragraph X. of the decision under appeal (as referred to by
the appellant in his grounds of appeal) the clains are
stated as having been filed with letter of 6 May 2006,
whereas it is clear fromthe file that they were in fact
filed with letter of 6 May 2005, as is also apparent from
paragraph VI. of that decision.

Claim1l according to the appellant's main request reads as
foll ows:

"A nmethod of verifying postage charges used by a mail sender
agai nst postage purchased by the nail sender, conprising the
steps of:

storing a current transaction identity nunber at a renote
centre (47);

generating a new transaction identity number, as a current
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transaction identity nunber, at the renote centre (47) each
time a transaction to purchase postage is effected between
the renote centre (47) and a postage neter used by the mmai
sender ;

transnitting the generated current transaction identity
nunber to the postage neter;

generating at the postage nmeter a serial nunber for each
mai |l item (10) processed by the postage neter;

usi ng a key uniquely associated with the postage neter to
generate an encrypted code fromthe serial nunber and the
transnmitted current transaction identity nunber;

printing informati on on each mail item (10), the printed

i nformation including a franking inpression (16), the
encrypted code and a neter identification nunber identifying
t he postage neter;

and, at a postal authority mail handling centre (37),
conprising the steps of:

reading the printed information froma mail item (10)
received at the postal authority mail handling centre (37);
using the neter identification nunber read fromthe mil
item (10) to determ ne the unique key and the current
transaction identity nunber stored in respect of the postage
net er;

usi ng the determined key to decrypt the encrypted code to
yield a transaction identity nunber fromthe encrypted code;
and

conmparing the determined current transaction identity nunber
with the transaction identity nunber yielded fromthe
encrypted code printed in the printed information on the
mail item (10)."

Claim3 according to the appellant's main request reads as
foll ows:

"A system for verifying postage charges used by a nai
sender agai nst postage purchased by the mail sender
conpri si ng:

a renote centre (47) including:

nmenory means (50) storing a current transaction identity
nunber; and

means operative each tine a transaction to purchase postage
is effected between the renote centre (47) and the postage
meter |ocated at the nail sender to generate a new
transaction identity nunber, as a current transaction
identity nunber stored in the nmenory neans (50), and
transnit the generated current transaction identity nunber
to the postage neter;

t he postage neter including:

a mail itemcounter operative to generate a serial nunber
for each mail item (10) processed by the postage neter;
codi ng nmeans operative to use a key uniquely associated with
the postage nmeter to generate an encrypted code fromthe
serial nunmber and the transmitted current transaction

i dentity nunber;

printing nmeans (27) for printing informati on on each nai
item (10); and
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control neans operative to control the printing neans (27)
to print, on each mail item (10), printed information

i ncluding a franking inpression (16), the encrypted code and
a nmeter identification nunber identifying the postage neter;
and a postal authority mail handling centre (37) including:
readi ng neans (31) to read the printed informati on on each
mail item (10);

means responsive to the readi ng neans (31) and operative in
response to the neter identification nunber read froma nail
item (10) to determ ne the unique key and the current
transaction identity nunber stored in respect of the postage
net er;

decodi ng nmeans responsive to the determined key to decrypt
the encrypted code to yield a transaction identity numnber
and

conpari son nmeans to conpare the determ ned current
transaction identity nunber with the transaction identity
nunber yielded fromthe encrypted code printed in the
printed information on the mail item (10)."

The clains according to the appellant's auxiliary request
differ fromthose of his main request only in that in each
of claims 1 and 3 the expression "a key uni quely associ at ed
with the postage neter" is replaced by the expression "a
uni que key associated with the postage neter”.

The appellant's argunents in his grounds of appeal, to the
extent that they are relevant to the present decision, are
essentially as foll ows:

The definition of the unique association of the key with the
postage neter in the independent clainms of the main request
had a basis in clains 1 and 3 as originally filed, supported
by the disclosure of page 11, lines 20, 21 and 25 to 28 of
the application as filed.

The docunent D4 was concerned with the checki ng of batches
of mail, and therefore did not provide any suggestion of a
link between the codi ng/decoding of the printed infornation
in the franking inpressions and the identification of the
term nal which produced those franking inpressions.

The appellant did not file any substantive response to the
conmuni cation fromthe board of 12 March 2010.

for the Decision

The appeal is adnissible.

Amendnments (Article 123(2) EPQ

The application as filed does not directly and unanbi guously

di scl ose that the key used for the encryption process is
"uni quely associated with the postage neter", as defined in
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t he i ndependent clains 1 and 3 of the main request. The
appel l ant has argued that the references in original

claims 1 and 3 to the unique key and the two references to
the nmeter |licence nunber on page 11 of the origina
description provide a basis for this definition. The board
not es however that the original clains defined at nost that
the neter identification nunber could be used to determ ne

t he uni que key, which would not require a unique (i.e. one-
t 0o-one) associ ati on between the two, and that the cited
passage on page 11 has the sane neani ng, except that it uses
the term"meter |icense nunber" instead of "neter
identification nunber". Both of these passages are thus
equal ly consistent with the uni que key being associated with
a particular user or user account, which could cover a
plurality of individual postage neters, so that neither

di scl oses that the key is uniquely associated with the neter.

Furthernore, there is no clear and unanbi guous basis in the
application as filed for the feature of clains 1 and 3 of
both the main and the auxiliary request that the transaction
whi ch causes a transaction identity nunber to be generated
is a "transaction to purchase postage".

Therefore, the main request does not neet the requirenents
of Article 123(2) EPC for the first of these reasons, and
the auxiliary request does not neet those requirenents for
bot h of these reasons.

Carity and Support in the Description (Article 84 EPC)

The first two nmethod steps defined in claim1 of each
request conprise storing a current transaction identity
nunber, then generating a new transaction identity nunber
(which is subsequently transnmitted to the postage neter).
This is clearly in itself not |ogical, and is noreover not
consistent with the description of colum 7, lines 15 to 17
(of the published application), since the functioning of the
overall nethod clearly requires that the stored transaction
identity nunber should be the newy generated one, not the
previ ous one. The order of these two steps in the clained
nmethod is therefore both unclear and inconsistent with the
descripti on.

The third fromlast step of the nmethod of claim1l of each
request conprises "using the neter identification nunber
read fromthe mail iten to determ ne the unique key and the
current transaction identity nunber "stored in respect of

t he postage neter", but does not define how the neter
identification nunber can be used for this purpose. Fromthe
description of this enbodinment in colum 7 of the published
application it appears that this process requires that a

dat abase be established at the renpte centre in which not
only is the current transaction identity nunber stored (as
al ready defined in the clain), but also the neter

i dentification nunber of the postage nmeter to which that
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transaction identity nunber applies, and the uni que key
associ ated with that postage neter, neither of which is
defined in the claim (in particular since this section of
the cl ai mdoes not define where this step is carried out),
and that the "using" conprises consulting that database.
These clains therefore do not include all of the technical
features which according to the application are essenti al
for the clainmed invention, so do not clearly define the
invention. A sinmilar objection applies to the correspondi ng
definition in claim3 of both requests.

Thus for both of the above reasons the clainms of both
requests do not satisfy the requirements of Article 84 EPC
concerning clarity and support in the description

I nventive step (Article 56 EPC)

The document D4 describes (see e.g. colum 1, lines 1 to 6)

a nmethod of verifying postage charges used by a nail sender

agai nst postage purchased by the nmail sender. The nethod of

the mai n enbodi ment of that document conprises the follow ng
st eps:

(a) generating a new transaction identity nunber (referred
to there as a transaction confirmation nunber), which
functions as a current transaction identity nunber,
this being generated at a renote centre (conputer
system 18 at the Postal Authority conputer centre) when
a transaction to purchase postage is effected between
the renote centre and a postage neter used by the nail
sender (see D4, columm 3, line 38 to colum 4, line 7,
descri bing that the conputer system 18 generates a "set
of instructions”, which includes the transaction
confirmation nunmber, in response to a request for
postage fromthe termnal 10 at the mail sender's
office);

(b) storing the current transaction identity nunber at the
renote centre (this is not stated explicitly in D4, but
since the passage at colum 5, lines 30 to 35 describes
a cross-check between the term nal 23 at the nai
centre and the conputer system 18 relating to the data
stored in the conputer for the current nail batch, that
data nust be stored in that conputer system i.e. at
the renote centre);

(c) transnmitting the generated current transaction identity
nunber to the postage neter (see colum 4, lines 1
and 2);

(d) generating at the postage neter a serial nunber for
each mail item processed by the postage neter (i.e. the
i tem nunber described at colum 4, lines 9 and 10);

(e) printing informati on on each mail item the printed
information including the current transaction identity
nunber and the serial nunber (columm 4, lines 7 to 13);

and at the postal authority mail handling centre:

(1) reading the printed information froma mail item
received there (colum 5, lines 20 to 24); and
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(9) conparing the read data (indirectly via the conparison
of that data with the data on the batch | abel) with the
data stored at the renote centre (colum 5, |ines 27
to 35).

The nmethod of claim 1l of the appellant's nain request thus
differs fromwhat is explicit in the above disclosure of D4
in that:

i at the postage nmeter an encrypted code is generated
fromthe serial nunber and the current transaction
identity nunmber using a key uniquely associated with
that postage neter;

ii. the printed information includes:

a) also a franking inpression;

b) the current transaction identity nunber and the
serial nunber in the formof the encrypted code;
and

c) also the neter identification nunber;

iii.the neter identification nunber read at the mail
handling centre is used to retrieve the unique key and
the current transaction identity number (fromthe
renote centre);

iv. the retrieved unique key is then used to decrypt the
encrypted code to yield the transaction identity nunber;
and

V. the conparison includes conparing the decrypted
transaction identity nunber with that retrieved from
the renote centre.

However D4 al so describes fromcolum 5, line 50 to colum 6,
line 2 that the printed informati on (which from above

i ncludes the transaction identity nunber) can be "coded",
and that this can be done using pseudo-random nunber
generators, which inplies that the "coding" is actually
encryption. The pseudo-random nunbers generated can be

consi dered to be uni que keys within the meaning of the
present application, and are described as being generated
identically at both the postage neter (term nal 10) and the
postal authority (ternminal 23). Since this process is
described as being linked to a particular user's term nal,

t he obtaining of the correct key (pseudo-random nunber)
woul d require a cross-referenci ng between the neter
identification nunber and the key, and the subsequent
decoding of the printed information read fromthe nail item
using that key would yield the transaction identity nunber,
whi ch woul d then formpart of the conparison data. Moreover
this requirenment to cross-reference to the termnal (and
thus to the neter identification nunber) inplies that the
neter identification nunber nmust be printed on the nmail item
and/or on the associated batch | abel. Selecting at |east the
fornmer of these would represent a trivial choice for the
skill ed person. Thus by inplenenting this suggestion of D4
in an obvi ous manner, the skilled person would arrive at a
met hod i ncluding not only the steps listed in section 4.1
above, but also all of the features listed in section 4.2
above except feature ii. a), which is however conventiona
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in metered nmail systens, so would al so be obvious to the
skill ed person. Therefore the subject-matter of claim1l of
the appellant's main request does not involve an inventive
step within the nmeaning of Article 56 EPC.

4.4 In the context of the above argunent the board notes that in
his statenment of grounds of appeal the appellant states nore
than once that D4 provides no suggestion of the Iink between
t he codi ng/ decoding and the identification of the termna
whi ch produced the franking inpressions. However, the board
notes that the sentence spanning colums 5 and 6 of D4
suggests exactly such a link, since it indicates that the
pseudo-random nunber generators in the codi ng device (which
is in termnal 10, which corresponds to the postage neter of
the present application) and the decodi ng device (which is
in termnal 23 at the postal authority) "step on in
synchroni smfor each batch froma user's termnal”. Thus the
actions carried out by the decodi ng device at the postal
authority would have to be linked to a particul ar postage
nmeter (or at least to a particular user).

4.5 The board notes al so that the pseudo-random nunber of D4, as
di scussed in the previous paragraphs, can be seen as
corresponding to the uni que key according to the definition
in either of the appellant's requests, and that the two
requests are otherw se identical, so that the above
concl usi on concerning lack of inventive step applies also to
claiml of the appellant's auxiliary request. Moreover,
since in each request the independent claim3 defines nerely
a system conprising neans for carrying out the nethod steps
defined in the corresponding claim1l1, this conclusion al so
applies to both of those clains.

5. Since for the above reasons both requests contravene the
requirements of Articles 56, 84 and 123(2) EPC, neither
request is all owable.

Or der
For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

U. Bul t mann M Ruggi u
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