BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMI'S OFFI CE
Internal distribution code:
(A [ ] Publication in QJ
(B) [ ] To Chairmen and Menbers
(© [ ] To Chairmen
(D) [X] No distribution

Dat asheet

of 22

Case Nunber:

Appl i cation Number:
Publ i cati on Nunber:

| PC.

Language of the proceedings:

Title of invention:
Ret ai ner for

Pat ent ee:
JTEKT Cor poration

Opponent :
SKF GrbH

Headwor d:

Rel evant
EPC Art.

| egal
56

provi si ons:

Rel evant

| egal

Keywor d:
"I nventive step (yes)"

Deci sions cited:

Cat chword

EPA Form 3030 06.03
C2212.D

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

for the decision
Cct ober 2009

T 0476/ 07 - 3.2.08
94112515. 5

0638737

F16C 33/ 44

EN

rol | ing-contact bearing

provi si ons (EPC 1973):



Européisches
Patentamt

European

Patent Office des brevets

Beschwerdekammern Boards of Appeal

Case Nunber: T 0476/07 - 3.2.08
DECI SI ON
of the Technical Board of Appeal 3.2.08
of 22 Cct ober 2009
Appel | ant : SKF GrbH
( Opponent) G@unnar - West er- Strafle 12

Represent ati ve:

Respondent :

(Patent Proprietor)

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: T. Kriner
Menber s: M Al vazzi
E. Dufrasne

C2212.D

D-97421 Schweinfurt  (DE)

Hetterich, Wnfried

SKF GrbH

Gunnar - Wester-Strale 12
D- 97421 Schwei nfurt (DE)

JTEKT Cor por ation

5-8, M nani senba 3-chone
Chuo- ku,

Gsaka- shi

Osaka 542-8502  (JP)

Sajda, WIf E

Mei ssner, Bolte & Partner
W denmayer st raflle 48

D- 80538 Minchen (DE)

GbR

Interlocutory decision of the Qpposition

Di vi sion of the European Patent O fice posted
15 January 2007 concerni ng mai ntenance of the
Eur opean patent No. 0638737 in amended form

Del frate

Office européen

Chambres de recours



-1 - T 0476/ 07

Summary of Facts and Subm ssi ons

C2212.D

The appel | ant (opponent) | odged an appeal, received at
the EPO on 15 March 2007, against the interlocutory
deci sion of the opposition division posted on

15 January 2007 to mai ntain the European patent

No. 638737 in anended form The appeal fee was paid on
the sanme day and the statenent setting out the grounds

for appeal was filed on 3 May 2007.

The opposition division held that the fourth auxiliary
request then on file nmet the requirenents of the EPC

Oral proceedings were held on 22 Oct ober 2009.

The appel |l ant requests the revocation of the patent as
a whol e.

The respondent (patent proprietor) requests that the
appeal be di sm ssed.

Claiml of the fourth auxiliary request underlying the

deci sion of the opposition division reads as foll ows:

"Aretainer for a rolling contact bearing used in a

| ubricating oil, conposed of a resin conprising an

al i phatic polyamde resin matri x and a hydrocarbon

pol yner,

wherei n the hydrocarbon polynmer has no oil resistance
and good conpatibility with the aliphatic pol yam de
resin matrix and the hydrocarbon polyner is dispersed
in the aliphatic polyamde resin matrix,

the aliphatic polyam de resin being selected from Nyl on
6 and Nyl on 66,



V.

C2212.D

- 2 - T 0476/ 07

the proportion of the hydrocarbon polyner being in a
range of 5 to 25% by wei ght,

characterized in that the hydrocarbon polyner is an

ol efin polyner, selected from

a) et hyl ene-propyl ene-di ene rubber, ethyl ene-propyl ene
rubber, polypropyl ene and pol yet hyl ene;

b) a nodified olefin polyner nodified by copol yneri zi ng
it wwth any one selected from a, b-unsaturated
carboxylic acid, an ester thereof and a netal salt

t her eof ;

c) a nodified olefin polyner obtained by grafting it

wi th carboxylic acid or an acid anhydride thereof; and
d) a styrene polyner selected from styrene-

et hyl ene/ but ene-styrene bl ock copol yner, styrene-

but adi ene-styrene bl ock copol yner and styrene-i soprene-

styrene bl ock copol yner."

The followi ng docunents are relevant for the present

deci si on:

D6: DE- A-3617501, and
D7: US- A-4999394.

The appellant's argunents can be sunmari Sed as fol | ows.

D7, disclosing the features of the preanble of claiml
and dealing with oil resistance at high tenperatures,
coul d be seen as representing the nost rel evant prior
art. The subject-matter of claim1 differed fromthe

di sclosure of D7 in that the hydrocarbon polynmer is one
of the olefin polyners listed in claiml.

No effect was associated with this feature, since the
effect of providing good oil resistance at high
tenperature was al ready achi eved by the retai ner shown
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in D7, wherein the hydrocarbon pol yner was

pol ybut adi ene rubber. Therefore, the object to be

achi eved could be seen in the provision of an

al ternative conposition which al so exhibited good oi
resi stance at high tenperatures.

Since D7 (colum 1, |ines 40-41) descri bed
"pol ybut adi ene rubber and the Iike" as useful

el astoners, it would be obvious for the person skilled
in the art to achieve the given object by replacing the
pol ybut adi ene rubber with a simlar polynmer. The person
skilled in the art was aware that propyl ene, ethylene
rubbers or their m xtures exhibited structures and
properties simlar to pol ybutadi ene rubber, as

evi denced for exanple by D6 (page 4, |ines 64-67).
Accordingly, it was obvious for himto achieve said

obj ect by replacing the pol ybutadi ene rubber with said
ot her polyners, for instance with ethyl ene-propyl ene
rubber. Since ethyl ene-propyl ene rubber was one of the
polynmers listed in claiml of the patent in suit, the
subject-matter of said claimwas obvious in view of D7
in conjunction with the common general know edge of the

person skilled in the art, as evidenced by D6.

Alternatively, the subject-matter of claiml1 was al so
obvious in view of D7 and De6.

Since oil could be seen as a solvent, the person
skilled in the art, starting fromD7 and trying to

mai ntain a good oil resistance, woul d consider D6,
relating to the problemof thernoplastic m xtures
exhi bi ti ng good nechani cal properties and resistance to
solvents. To solve said problem D6 taught in particul ar
the use of the rubbers described on page 5, lines 4-6
and |ine 20-22, which were also anong those listed in
present claiml. Therefore, it was obvious for the
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person skilled in the art to achi eve the object
underlying the patent in suit by replacing the
pol ybut adi ene rubber disclosed in D7 with one of said

rubbers discl osed in D6.

The ot her |ines of argunmentation against the inventive
step of the subject-matter of claim1 presented during

the witten procedure were not maintained.

The respondent's argunents can be summarised as foll ows.

The subject-matter of claim1 was distinguished from
the retainer disclosed in D7 by the selection of a

hydr ocarbon polyner fromthe |ist conprised in claiml.
The cited prior art did not give any indication to
adopt one of the polyners listed in present claim1l
when starting fromD7. The wording "and the Ilike" did
not give any concrete indication to the reader of D7 as
to which other polyners should be considered as
alternative to pol ybutadi ene rubber. Therefore, the

subject-matter of claim1 involved an inventive step.

Reasons for the Deci sion

2.1

C2212.D

The appeal is adm ssible.

| nventive step

The nost relevant state of the art is undisputedly
represented by D7, which relates to a retainer for a
rolling contact bearing having a conposition simlar to
that of claiml (see abstract and claim1l) and deal s

with the issue of the nechanical properties after
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imrersion in a lubricating oil at high tenperature (see

Figure 3 and colum 4, |ine 34-48).

D7 discloses in nore detail a retainer for a rolling
contact bearing (see the abstract) used in a

| ubricating oil (see colum 3, line 1-6), conposed of a
resin conprising an aliphatic polyamde resin matrix
(see columm 1, line 34-38) and a hydrocarbon pol yner
(pol ybut adi ene el astoner), wherein the hydrocarbon

pol ymer has no oil resistance and good conpatibility
with the aliphatic polyam de resin matrix and the

hydr ocar bon polyner is dispersed in the aliphatic

pol yam de resin matrix (see colum 1, |ine 49-52,

"pol ymer m xture"), the aliphatic pol yam de resin being
Nyl on 66, the proportion of the hydrocarbon pol yner
being in a range of 5 to 25% by weight (see claim1,

10- 209 .

Since the retainer described in D7 already achieves
good oil resistance when used in lubricating oil at
hi gh tenperature (see D7, Figure 3 and col um 4,
line 34-48), the object underlying the clained

i nvention can be seen in providing an alternative to
the known retainer, while nmaintaining good oi

resi stance at high tenperature.

This object is achieved in that the hydrocarbon pol yner
is selected fromthe polyners listed in the

characterising portion of claim1l.

D6, in particular the passage cited by the appellant to
show t he conmon general know edge of the person skilled
in the art (page 4, lines 64-67), does not concern the
problemto provide the resin with oil resistance at
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hi gh tenperature and, therefore, does not nention any
hydr ocar bon pol yner suitable to that effect.

D7 (see colum 1, |ine 34-41) does not give any
indication to use the polynmers according to present
claim1l1 either, but nmerely states that pol ybutadi ene
rubber and other unspecified elastoners

(" pol ybut adi ene rubber and the |ike") may be useful for
achieving the desired properties, including the oi

resi stance at high tenperature.

Accordingly, it has not been shown that D7 in

conmbi nation with common general know edge woul d render
obvi ous repl aci ng pol ybut adi ene rubber with one of the
polymers listed in present claim1l to achieve the given
obj ect.

The line of argument against inventive step based on D7
in conjunction with D6 is not convincing either. The
object of D6 (see in particular page 2, |ine 45-48)
pertains to a generic resistance to solvents
("LOsungsm ttel bestandi gkeit") and not to the oi

resi stance at high tenperature, since there is nothing
to indicate that oil is nmeant as a solvent in the
context of D6. Therefore, there is no indication in D6
that the elastonmers used to attain its object can be
used to achi eve the object underlying the clained

i nvention too. Accordingly, the subject-nmatter of

claiml is also not obvious in view of D7 and D6.

Since none of the argunents presented by the appell ant
has convincingly shown that the clainmed invention was
obvi ous, the subject-matter of claim1l is regarded as

i nvol ving an inventive step.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

V. Conmmare T. Kriner

C2212.D



