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Summary of Facts and Submi ssi ons
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The present appeal lies fromthe decision of the Exani ning
Di vi si on posted on 9 August 2006 refusing the European
patent application N° 02 706 247.0 published under the

i nternational publication N° WD 02/066091

The Exanmining Division held that the anmended claim 1 of the
t hen pending main request did not conply with the
requirenents of Article 123 (2) EPC since it extended the

cl ai med subject-matter beyond the content of the application
as filed. Clains 1 to 13 of the then pending auxiliary
request fulfilled that requirenment and defined a clear and
novel subject-matter. However, the cl ai med endovascul ar
apparatus differed fromthat disclosed in docunent

(1) WO A 00/ 44306

only by the specific nolar ratio 90/10 of glycolic to L-
lactic acid copolyners in the bioconpatible and

bi oabsor babl e pol ymer included in the apparatus. Since no
surprising or advantageous effect was shown for this
specific ratio the problem solved by the invention was
nmerely to provide a further intralumnal inplant. The

cl ai med sol ution which was characterised by the specific
ratio of copolynmers was an arbitrary selection within the
teachi ng of docunent (1). For these reasons, the clained
apparatus did not involve an inventive step

At the oral proceedings which took place in front of the
Board on 1 Septenber 2009, the Appellant (Applicant)
replaced all previously filed sets of clains by one set of 7
clainms filed as sol e request.

Caiml of said request reads as foll ows:

"1. An endovascul ar apparatus for devel oping an infl ammatory
response in a body cavity with cellular nmani pul ati on, which
appar atus conprises a separable inplant conprised at |east
in part of at |east one bhioconpatible and bi oabsorbabl e

pol yner, and an endovascul ar pl acenent devi ce associ at ed
with the separable inplant adapted to dispose the inplant
into the body cavity, the bioconpatible and bi oabsorbabl e
pol yner being a pol yglycolic/poly-L-lactic acid copol yner
(PLGA) containing a 90/10 nolar ratio of glycolic to L-
lactic acid."

The Appell ant argued that the problem underlying the present
i nventi on when consi dering docunent (1) as representing the
cl osest prior art was to provide an endovascul ar appar at us

i mproving the healing of aneurysns without occlusion of the
bl ood vessels. This problemwas effectively solved by the

cl ai med apparatus conprising an inplant containing a

bi oabsor babl e polymer with a 90/10 nolar ratio of glycolic
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to L-lactic acid as shown by conparing the results described
in the followi ng docunents:

(5) Slides of a lecture presentation at VIIlI Congress of
WEI TN, Cctober 19-22, Venice, concerning the results
observed by the inventors of the clained device, F.
Vi nuel a and Y. Miurayama and co-wokers; and

(6) Y. Marayama et al., "Cellular Responses of
Bi oabsor babl e Pol ynmeric Material and Cuglielm
Det achabl e Coil in Experinmental Aneurysmns", Stroke,
April 2002, 1120 to 1128.

Since no prior art suggested that if the apparatus conprised
a polymer with the specific nolar ratio 90/10 of glycolic to
L-lactic acid, then the healing of aneurysmwas i nproved

wi t hout generating occlusions of the blood vessels, the

cl ai med subject-matter involved an inventive step

The Appell ant requested that the decision under appeal be
set aside and that a patent be granted on the basis of
claimse 1 to 7 filed at the oral proceedings on 1 Septenber
2009.

At the end of the oral proceedings, the decision of the
Board was announced.

for the Decision

The appeal is adnissible.

Amendnent s

G aim1l was anmended by specifying that the bioconpatible and
bi oabsor babl e polymer is a pol yglycolic/poly-L-lactic acid
copol ynmer (PLGA) containing a 90/10 nolar ratio of glycolic
to L-lactic acid as disclosed in claim34 as filed.
Dependent claim2 is based on claim4 as fil ed.

Dependent claim 3 is based on clains 35, 36 and 39 as fil ed.

Dependent claim4 is based on page 3, lines 4 and 5 of the
application as filed.

Dependent claim5 is based on page 3, lines 6 to 8 of the
application as filed.

Dependent claim6 is based on the three last lines of the
second paragraph of page 11 of the application as fil ed.

Dependent claim 7 is based on page 22, lines 21 and 22 of
the application as filed.
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Thus, the anended clains find a basis in the application as
filed (Articles 123(2) EPC).

Novel ty

It was acknow edged i n the decision under appeal that the
clainms of the then pending auxiliary request defined a novel
subject-matter since the specific nolar ratio 90/10 of
glycolic to L-lactic acid was not disclosed in docunent (1).
The Board sees no reason to chall enge these findings. Since
the present clains also define an apparatus characterised by
this specific nolar ratio, the clained subject-matter is
novel (Article 54 EPC).

I nventive step

The present application is directed to an endovascul ar
apparatus conprising a separable inplant conprised at | east
in part of a bioconpatible and bi oabsorbabl e

pol ygl ycolic/poly-L-lactic acid copol yner (PLGA).
Endovascul ar apparatuses contai ning an inplant conprising
al so PLGA polyners are disclosed in docunent (1), which was
consi dered in the decision under appeal as representing the
closest prior art. The Board considers, in agreenent with
the Appellant, that this docunent represents the cl osest
state of the art and, hence, takes it as the starting point
for assessing inventive step.

Docunent (1) discloses an endovascul ar apparat us which
conprises a separable coil conprised at least in part of at
| east one bioconpati bl e and bi oabsor babl e pol yner, and an
endovascul ar pl acenent device associated with the separabl e
coil adapted to dispose the inplant into a sel ected body
cavity (page 6, lines 9 to 13; claim1l). The bioconpatible
and bi oabsorbabl e polyner is selected froma group of

pol yners conprising, inter alia, a polyglycolic/poly-L-

| actic acid copolymer (PLGA) (page 7, line 1; claim®6). The
bi oconpati bl e and absorbabl e pol yner pronotes an intra-
aneurismal inflammatory response and the healing of
aneurisns (page 6, lines 13 to 15).

Having regard to this prior art, the Appellant subnmitted
that the technical problemunderlying the present
application was to provide an endovascul ar appar at us

i mproving the healing of aneurisns w thout causing occlusion
of the bl ood vessels.

As the solution to this problem the present application
proposes the endovascul ar apparatus according to claiml1
which is characterized in that the polyglycolic/poly-L-
lactic acid copolynmer (PLGA) contains a 90/10 nolar ratio of
glycolic to L-lactic acid.
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In order to denonstrate that the technical problem as
defined above has effectively been solved by the clai ned
apparatus the Appellant relied on the results observed when
treating aneurisns with three endovascul ar apparat us
differing in that the inplant conprised a polyglycolic/poly-
L-lactic acid copolymer (PLGA) containing respectively a

15/ 85, a 50/50 or the clained 90/10 nolar ratio of glycolic
to L-lactic acid. These results are described in docunents
(5) and (6). The conparative tests show that 14 days after
enbolization with an inplant containing a polyner with a
15/85 nolar ratio of glycolic to L-lactic acid remant of

t he aneuri sm was observed, whereas a 50/50 nolar ratio
heal ed the aneurism but induced a parent artery stenosis
(respectively figures 2E and 2D at page 1121 of docunent (6),
the 15/85 molar ratio of glycolic to L-lactic acid being
described as a 85/15 PLGA in docunent (6)). However, after
14 days, healing of the aneurismwas observed wi thout
arterial stenosis when treating the aneurismw th an inplant
containing a polymer with the clained 90/10 nolar ratio of
glycolic to L-lactic acid (docunent (5), slide 22 in the
section "Phase I1-B (results)"” with the title "Polysorb

i mpl anted aneurisns", "Polysorb" designating a commerci al
PLGA co-polymer with a 90/10 nolar ratio of glycolic to L-
lactic acid).

Thus, the cl ai med apparatus conprising an inplant with a

pol ygl ycolic/poly-L-lactic acid copolyner (PLG) in which
the nolar ratio of glycolic to L-lactic acid is 90/10

i mproves the healing of aneurisns without inducing occlusion
of bl ood vessels. The alleged i nprovenent over the cl osest
prior art is thus adequately supported by the conparative
experiments filed during the appeal proceedi ngs. The Board
is thus satisfied that the technical problemas defined
above is effectively solved by the claimed endovascul ar
appar at us.

It remains to be deci ded whether or not the proposed
solution to the objective technical problemas defined above
is obvious in view of the state of the art.

Wher eas docunent (1) generally describes that an
endovascul ar apparatus for treating aneurisms can conprise
an inplant made of a bi oconpati bl e and bi oabsor babl e

pol ygl ycolic/poly-L-lactic acid copolyner, it does not give
any information with regard to the nolar ratio of glycolic
to L-lactic acid in the polyner and thus, cannot teach that
the particular ratio of 90/10 characterizing the presently
cl ai med apparatus i nproves the healing of aneurisnms w thout
i nduci ng occl usi on of bl ood vessels.

The Examining Division did not rely on any further docunents
in the decision under appeal to chall enge obvi ousness. The
Board is not aware of any further rel evant docunent and is,
thus, satisfied that the state of the art addressed in the
proceedi ngs does not render the clained invention obvious.
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The Board concludes fromthe above that the subject-matter
of claim1 and, consequently that of dependent clains 2 to 7
of the sole request involves an inventive step within the
nmeani ng of Articles 52 (1) and 56 EPC.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnment of first instance
with the order to grant a patent on the basis of clains 1 to
7 received during the oral proceedings of 1 Septenber 2009
and a description yet to be adapted thereto.

The Registrar: The Chai r man

C. Rodriguez Rodriguez R Freinuth
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