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Summary of Facts and Submi ssi ons

C1610.D

Thi s appeal is against the decision of the exam ning

di vi si on dispatched 14 July 2006, refusing the European
patent application No. 04255619.1 for the reasons that

i ndependent clains 1 and 6 did not involve an inventive step
having regard to the discl osure of

D3: WO 01/ 31472 A and
D4: | ETF RFC 2131.

Duri ng the exam ning proceedi ngs the further docunents were
consi der ed:

D1: J. Rosenberg, "URl Leasing in the Session Initiation
Protocol (SIP) draft-rosenberg-sipping-Iease-00"
SIPPING Internet-Draft, 12 February 2003;

D2: J. Rosenberg, "Obtaining and Using G obally Routable
User Agent (UA) URIs (GRUU) in the Session Initiation
Protocol (SIP) draft-ietf-sip-gruu-02", SIP Internet-
Draft, 2 July 2004 and

D5: | ETF RFC 3261, pages 147 to 159.

Noti ce of appeal was filed on 12 Septenber 2006. Wth letter
of 13 Septenber 2006 the appellant specified that the notice
of appeal was intended to be against the decision inits
entirety. The appeal fee was paid on 14 Septenber 2006. The
statenent setting out the grounds of appeal was submitted on
14 Novenber 2006. The appel |l ant requested that the decision
under appeal be set aside and that the patent be granted
based on clains 1 to 10 filed with the statenent setting out
t he grounds of appeal. An auxiliary request for ora
proceedi ngs was made.

The Board issued an invitation to oral proceedings
acconpani ed by a communi cation. In the comunication the
board, making use of its conpetence under Articles 111(1)
and 114(1) EPC 1973, introduced docunent

D5': | ETF RFC 3261, pages 1 to 236,

which was cited in the description as incorporated by
reference, formally into the proceedings and referred to
docunments D3, D4 and D5'.

The board expressed the prelininary view that the
description failed to define the term"Session Initiation
Protocol I1D', and that for this and other reasons clains 1
and 6 did not conply with the provisions of Article 84 EPC
1973. Further the subject-matter of clains 1 and 6 did not
appear to involve an inventive step having regard to the

di scl osure of docunents D3 and D4 or, in the alternative,
D5' and D4.
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Wth its letter of 12 October 2009, in response to the
communi cation, the appellant filed clains 1 to 12, which
were said to overcone the objection under Article 84 EPC
1973, and comrented on the interpretation of "Session
Initiation Protocol ID' and on novelty and inventive step.

In its communi cation of 6 Novenber 2009 the board announced
that the adm ssibility of the anended cl ai ns, which changed
the focus of the clainmed subject-matter, into the
proceedi ngs under Article 13(1) and (3) RPBA would be an

i ssue at oral proceedings. If they were adnitted, Dl and D2
woul d be di scussed.

At the oral proceedi ngs which took place as schedul ed on

13 Novenber 2009 the appellant filed anended clainms 1 to 10,
corresponding to the set of clains filed with the statenent
setting out the grounds of appeal with in addition the
anmendnents made in the clains of 12 Cctober 2009 to overcone
the board's objections under Article 84 EPC 1973. On the
basis of these clains the case was discussed with the

appel lant. After deliberation the board announced its
deci si on.

Claim1l reads as foll ows:

"A met hod of enabling comunication on an Internet
Pr ot ocol based network which conpri ses:

receiving a request froma Session Initiation Protocol
user agent for a Session Initiation Protocol ID, said
request being received via a comruni cati ons connection
between a Session Initiation Protocol user agent and a
server via an Internet Protocol based network;

queryi ng a database associated with the server, the
dat abase containing data relating to free Session Initiation
Protocol ID s that are available to be allocated to the
Session Initiation Protocol user agent and data relating to
al l ocated Session Initiation Protocol ID s, for determning
a free Session Initiation Protocol ID that can be all ocated
to the Session Initiation Protocol user agent;

all ocating the determined free Session Initiation
Protocol ID for use by the Session Initiation Protocol user
agent ;

novi ng the determned free Session Initiation Protocol
IDto the data relating to allocated Session Initiation
Protocol ID s;

sending the allocated Session Initiation Protocol IDto
the Session Initiation Protocol user agent; and

after the Session Initiation Protocol user agent to
whi ch the Session Initiation Protocol ID was originally
al | ocated has conpl eted a conmuni cati ons session using S|P,
returning the Session Initiation Protocol IDto the data
relating to free Session Initiation Protocol IDs for use hy
anot her Session Initiation Protocol user agent."
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Caim6 is directed to a comunicati ons system conprising a
server that is operable for comunicating with a Session
Initiation Protocol user agent, wherein the server is
operative to execute a nethod according to claim1.

for the Decision
Adm ssibility

The appeal conplies with the provisions of Articles 106 to
108 EPC 1973, which are applicable according to J 0010/07,
point 1 (see Facts and Submi ssions, point Il above). Thus,
it is adm ssible.

Late fil ed amendnents

According to Article 13(1) RPBA, it is in the discretion of
the board to admit any anendnents to a party's case after it
has filed its grounds of appeal.

The appellant filed an anended set of clains at the ora
proceedings. As clains 1 to 10 nerely correspond to the set
of clainms filed with the statenent setting out the grounds
of appeal with anendnments nmade to overcone the objections
under Article 84 EPC 1973 presented in the comuni cati on of
t he board, the board could deal with the anended cl ai ns

wi t hout adj ournnent of the hearing and admtted the set of
clainms into the proceedings, (Article 13(3) RPBA).

Interpretation

The board interprets the term"Session Initiation Protocol
ID'" as "SIP identity", called SIP URI, in accordance with
D5', page 11.

I nventive Step

As acknow edged in the application, the SIP architecture

i ncl udes user agents to which unique Session Initiation
Protocol IDs (SIPIDs) are allocated. The SIP ID s are
stored in a SIP registrar server which contains the

| ocations of all user agents within a donain. For SIP-
enabling of a device, a server nust contain an entry that
associates to the SIP ID a unique identifier for the device.
According to the application this mapping usually is
manual 'y entered. On the device, a user nust also know its
own SIP ID, which typically is nanually entered before any
registration occurs with the SIP registrar server. See

par agraphs [0005] to [0007] of the application as published.

The probl em underlying the claimed subject-matter is to
provi de a nethod of enabling comrunication on an Internet
Pr ot ocol based network according to SIP which avoids the
requirenment for manually entering SIP ID s on a SIP server
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and the requirenment for a user agent to knowits own SIP ID
in order to communi cate using SIP and which all ows
allocation of alimted nunber of SIPID s to a | arger group
of user agents, which are not always connected. See [0011]
to [0013] of the application as published.

This problemis solved inter alia by allocating an SIP ID
froma database by a server on request fromthe SIP user
agent, the database containing data relating to free SIP
IDs that are available to be allocated to the SIP user
agent and data relating to allocated SIP ID s.

D3 di scl oses a net hod of enabling conmunication with a
roami ng nobile station in a SIP-conpliant network. The SIP
registrar is equi pped with DHCP functions. The SIP REG STER
met hod is nodified such that, if required by the nobile
station, the SIP registrar shall request an | P address for
the nobile station under DHCP and subsequently assign it to
the nobile station, (see D3, page 25, line 8 to page 26,
line 9).

D4 is the standardi zati on docunent specifying DHCP. D4

di scl oses that DHCP defines nechani sms through which clients
can be assigned a network address for a finite |ease,
allowing for serial reassignnent of network addresses due to
exhaustion of avail able addresses, (see page 8, third

par agraph and page 12, |ast paragraph). Thus, D4 addresses a
problemsimlar to the one underlying claiml. The skilled
person woul d therefore consult D4.

The appellant argued that SIP and DHCP were different
protocols and the skilled person working on SIP was not
awar e of DHCP. Consequently, the skilled person woul d not
conbi ne the disclosure of D3 and D4. Al though D4 had been
publ i shed seven years prior to the filing date of the
present application, a solution as clainmed had not been
suggest ed. The conbi nati on of SIP and DHCP assuned in the
board's argunentati on was therefore nmade by hindsight. This
argunment does not convince the board, since SIP is used in

I nternet Protocol communi cations systens as al so

acknowl edged in the present application (see paragraph [0001]
of the application as published), and the skilled person
working on SIP has to be aware of basic features of the

I nternet protocol, such as dynamic allocation of addresses
under DHCP. In fact, as nentioned above, the nethod

di scl osed in D3 nakes use of DHCP for assigning | P addresses
to a nmobile station roamng in an SIP-conpliant network.
Even if D3 discloses a different application of DHCP than
claimed, it shows that the skilled person working on SIP was
awar e of DHCP.

Starting froma nethod of conmunication in an SIP-conpliant
network as disclosed e.g. in D3, the skilled person would
t hus apply the nethod disclosed in D4 to replace the manual
entering of the SIP ID s by an allocation of free SIPID s
on request froman SIP user agent. This inplies that the
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server receives the request and sends the allocated SIP ID
to the SIP user agent.

D4, page 22, second to |ast paragraph discloses that the
DHCP server may have a bl ock of network addresses from which
it can satisfy requests for new addresses. Each server al so
mai ntai ns a dat abase of allocated addresses and | eases in

| ocal permanent storage. This inplies a database containing
data relating to free SIPID s that are available to be
allocated to the SIP user agent and data relating to
allocated SIP ID s and querying the database associated with
the server for deternining a free SIP ID that can be

all ocated to SIP user agent.

If the client no | onger requires use of its assigned network
address, the client sends a DHCPRELEASE nessage to the
server, (see D4, page 41, |ast paragraph). Upon receipt of

t he DHCPRELEASE nessage the server narks the network address
as not allocated, (see page 33, third paragraph). Applying
this teaching to SIP user agents inplies that after the SIP
user agent to which the SIP ID was allocated has conpleted a
comuni cati ons session using SIP, the SIPIDis returned to
the data relating to free SIP ID s available for use by a
different client.

Thus, the subject-matter of claim1 does not involve an
inventive step (Article 56 EPC 1973).

Simlar argunents apply to the systemclaim®6 correspondi ng
to claim1.

Thus, the clainmed subject-matter does not conply with the
provi sions of Article 52(1) EPC.

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

E. GOrgmaier D. H Rees
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