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Summary of Facts and Submissions

IT.

ITT.

0085.D

v‘European patent No. 0 554 291, based on European

'application No. 91 918 144.6, was granted on the basis

of 5 claims.
Independent claim 1 as granted read as ﬁOllows:

"l. The use of an anti—inflammatory’agent, being a

- salicylic acid derivative, in the manufacture of a

medicine for use in the treatment of non-inflammatory

bowel disorders."

Opposition was filed against the batent under
Article 100(a) EPC for lack Of'novelty and inventive
step and under Article 100(c) EPC (added sﬁbject—

matter) .’

The following documents inter alia were cited during

thé proceedings before the Opposition Division and the

;

Board of Appeal:"

(2) H. Siebner et al, Ther. d. Gegnw. 114 (1975), 982-

992

(3) GB-A-2 021 409

By its decision pronounced on 27 June 2006, the

Opposition Division revoked the patent.

On article 123(2) EPC, the Examining Division was of

the opinion that the term "anti-inflammatory agent",

“which replaced the wording "antibiotic agent" in the

claims during the. examination proceedings, was not

disclosed in the application as originally filed.



In its view, since the group of salycilic acid
'derivatiyes having anti-inflammatory activity and the
one. having antibiotic actiyity were ndt identical, the
amendment resulted in a'different gron which extended
the subject-matter of the patent beyoqd that of the

application as originally filed.

éNovelty was acknowledged by thevOpposition Division
‘vis—afvis documents (é) and (3).
| - |

The - opponent ‘based the novelty objection on the _-
.disclosure in document-(2) and argued that this
document, which disclosed the treatment of the
inflammatory disease diverticulitis Wth sulfasalazin
(i.e. a salyCilic acid derivative) anticipated the
subject matter of the claims because non- inflammatory
diverticular disease, which was the primary disease

was treated at the same time.

The Oppos1tion DiViSion did not share this view. It |was
of the opinion that document (2) clearly indicated that’

the patients treated were_suffering from diverticulitis

'(page 983, second paragraph and table), ie an
inflammatory disease, and that there was nothing'to
confirme the opponent S statement that the non-
inflammatory diverticular disease was still present
when diverticulitis had developed and/or that this non-

inflammatory condition was also treated.

" The opponent based its novelty objecticn also on .

document (3) and submitted that this doc ument disclosed

that aminosalicylic acids (ASAs) could 'be used in the -
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treatment of non-inflammatory irritable bowel syndrome

(IBS) (page 1, lines .27 to 39; pageﬂ3, lines 54 to 59).

Again, the'OppositiQﬁ Division did not agree. In its

viéw, and as argued by-fhe patent proprietor, as the

cbmposition containing ASA comprised sodium

cromoglyéate, which was known to treat IBS conditions,

"~ the skilled person had no incentive to believe that

ASA, which was a well-known anti-inflammatory
pharmaceutical, was the active subsﬁance‘involved in
tﬁe treatment of this non—inflammatory andition; The
mére SO because.the aim of document (3) was bnly to
dimihish thevnegative side—effécts of ASA and not at
ail-an attempt to find new indications for AsA (page:l,

lines 18 to 24).

,With respect to_inventive‘Step, the only objéétioﬂ'

réisedfby the opponent was based on the assumption that
it was not shown in-Ehe'pateht in suit that all anti-

iqflammatory derivatives of salicylic acid could be

used for all non—inflammétory bowei disorders.

Id that respect, it'referred to the disclosure in the

patent in ‘suit which indicates that only amino ASA
compounds could be used for the treatment of IBS.

'
t

As to inventive step, the Opposition Division was of

thé Qpinion that, .as none of the available prior art
do%uments dealt With.non—inflammatofylbowel disorders
infreiation with ASA,_thejclaiméd use céuld not be
de?uced from the prior art and was therefore inventive
as!fér_asrASA derivatiVeé were concerned.

i
b
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iThe.appellant (patent proprietor) lodged an appeal

- follows:

,the accordinle‘restricted and renumbered claims 2, |4

- attend or be represented at the oral proceedings

‘claims' were now speCifically restricted to a single

-4 - R T 1636/06 -

It however expressed the view that derivatives
different from ASA would not solve the problem of
treating IBS in the light of the disclosure in the

patent in suit quoted by the opponent.

againstpthe said decision.

It filed a new set of claims with its [letter dated B

June 2008.

Ul

Independent claim 1 of this set of 4 claims reads a:

"l. The use of 5-aminosalicylic acid in the'mangfacture
of a medicine for use in the treatment|of non-

1nflammatory bowel disorders

.Dependent claims 2, 3 and 4'correspond respectively to

and'5 as granted.

In a letter dated 4 August 2008, the.respondent
informed the appellant and the Board that it would not =

scheduled for 12 September 2008.

By a fax dated 11 September 2008 the'oral proceedings

were cancelled.
In its written submissions, the appellant held that the

compound, namely S-aminosalicylic acid (5-ASA), which .

was specifically disclosed in. the application as
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originally filed. Thus the requirements of

Article 123(2) EPC were fulfilled.

It further added that the removal of the term "anti-
inflammatory agent" did not extend the scope of the
claim, as it was known when the specification was filed

that 5-aminoslicylic acid was an anti- inflammatory '

drug. Thus the requirements of Article 123(3) EPC were
also fulfllled

It moreover poihted out that the Opposition Division

had already held in its decision that the use of

»amlnosallcyllc compounds such as 5- amlnosallcyllc ac1d

v(S—ASA) ‘to treat non- 1nflammatory bowel dlsorders was

inventive.

In its briefvreply to the grounds of appeal the

respondent made only the general comment that the

-suppre551on of a feature contravened Article 123 (3) EPC.

In its letter dated 13 October 2008, the respondent-
asked for information about the continuation of the

procedure.

With its communication»dated 13 November 2008, the
BoardvinfOrmed the respondent that, as it was clear
from the circumstanoes of the present case, the. »
procedure will be terminated by a written decision

based.on the facts on file as -they stood at the day of

the cancelation of the'oral proceedings.

The appellant requested in writing that the decision of

the Opposition Division be set aside and. that the-



Reasons for the decision

1.

0085.D

- The appeal is edmissible.

. : ) . T
"This set of claims corresponds to the set of. claims
"1rr1table bowel syndrome" in-claim 4.
- and as they have been submitted_over three months
' prooeedings. S ;
' In that respect, the Board notes also that the
" respondent did not contest they admission before the

Article 100c) EPC

ASA) . A basis for this preferred compound can be fOL
. on page 4, lines 13 to l6 and in clalms 12 and 13 of

.the_applicatlon as originally filed.

patent be granted on the basis of the|set of claimg

‘filed with the letter dated 5 June 2008. |

\
The respondent requested-in writing that the appeaI

dismissed. S C 3 ' l

Admissibility of the set of claims filed 5 June 2008

|

filed with the grounds of appeal wheregn dependents‘

claims 2 and 3 were deleted as well as the terms

{

be

As'these simple amendments do not delay the proceedings

before the déte of the cancelled oral broceedings, o
_ b

Board decides to admit this set of.-claims into the
_ <

date of.the canicelled oral proceedings; N

Claim 1 is now limited to 5—aminosalicy1ic acid (5-

he

nd
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Claim 1 as amended therefore does not contravene

Article 123(2) EPC.

Moredver, the suppression of the redundant functional
feature "anti-inflammatory" in relation with the
chemical structure 5-ASA does not contravene

Article 123(3) EPC.

The respondent's general comment therefore does not

apply in this case, as the fuhctional feature merely
recites a welifknowh property of the chemical structure
(see appellant's grounds of appeal, page 1, paragraph
6). | a |

Accordingly the Opposition Division's decision does not

hold good for this set of claims and must be set aside.

Novelty and inventive step

The Board agrees with the analysis and the faVourable

conclusions of the Opposition Division in respect of
novelty and inventive step. That applies of course also

in full to the present restricted subject-matter (see

“details above under'III, and the Opposition Division'é

decision, point III and IV).

Moreover, as the respoﬁdent'has neither said why the

Opposition Division's decision was incorrect as regards

its favourable,concldsions”and analysis with respect to

novelty and inventive step, nor submitted any new

'elements in that respect, the Board-has nothing to add

to the Opposition's Division's decision.
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In addition, as the festficted claims| do not cover
derivatives different from ASA, the Oppoéition

Division's view that derivatives diffgrent from ASA
would not solve the problém 6f‘longer treating IBS |is

no relevant.

Orde:

For these reasons it is decided that:

1. The decision under:appeal is set asidé.

2. The case is remitted to the department of first
instance with the order to maintain the patent in

amended form on the basis of claims 1 |to 4 filed with

' letter of 5 June 2008 and-a\descriptién to be.adapted.

. The Registrar - B S N The Chairman

N. Maslin o S o U. Oswald




