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Summary of Facts and Submissions
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This appeal lies against the decision of the Opposition

Division to revoke European patent no. 1 342 886. The

patent in suit was granted on European patent

application no. 03076805.5 filed as a divisional of the

earlier European patent application no. 97307691.2.

Independent claims 1 and 8 of the patent as granted

read as follows (emphasis added by the board):

1.

"8.

An emission control system for internal combustion
engines which emit carbonaceous soot particles,
comprising a first catalyst effective to oxidise
NO to NO, and a second catalyst, effective at least
to oxidise hydrocarbons, carbon monoxide and
volatile organic fractions, each catalyst being
supported on a honeycomb flow-through monolith
comprising a plurality of cells, each defined by a
cell wall, whereby soot particles trapped on or
within said second catalyst monolith are combusted
in the NO,-containing gas from said first catalyst,
and wherein the first catalyst is supported on a
flexible metal monolith whereby flexing and/or
vibration of the honeycomb cell walls serves to
minimise the collection of soot particles
thereon.™

A process for the purification of exhaust gases
from an internal combustion engine which emits
carbonaceous soot particles which process
comprising the steps of passing said gases over a
first catalyst effective to oxidise NO to NO, and
subsequently passing the gas enriched with NO, over
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a second catalyst effective at least to oxidise HC,
CO and VOF in order to cause combustion of soot
particles trapped on or within said oxidation
catalyst, which first and second catalysts each
being supported on a honeycomb flow-through
monolith comprising a plurality of cells, each
defined by a cell wall characterised in that the
first catalyst i1s supported on a flexible metal
monolith whereby flexing and/or vibration of the
honeycomb cell walls serves to minimise the

collection of soot particles thereon."

The opposition division found that the claim feature
"flexible metal monolith™ did not introduce subject
matter extending beyond the content of the earlier
application as filed (Article 100(c) EPC). However, it
decided to revoke the patent for lack of novelty having
regard to D6: DE 30 12 182 A.

In its statement of grounds of appeal, the appellant
(patent proprietor) only addressed the issue of novelty
having regard to D6.

Respondent 2 (opponent 02) maintained in its reply an
objection under Article 100(c) EPC already raised in
opposition proceedings, namely that a "flexible metal
monolith” was not disclosed in the earlier application.

In 1ts reply, respondent 1 (opponent 01) did not
address the opposition division®s finding concerning
the requirements of Article 100(c) EPC.
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In an Annex to a summons for oral proceedings pursuant
to Article 15(1) RPBA the board raised inter alia
objections under Article 100(c) EPC against claims 1
and 8, insofar as they comprised the expression
"flexible metal monolith™ which did not appear to be
disclosed in the earlier application as fTiled.

The appellant confirmed in a telefax dated 2 March 2009
that it had not requested oral proceedings. It informed
the board that it requested the cancellation of the

oral proceedings and the issuance of a written decision.
Should oral proceedings be maintained, the appellant

would not attend.

According to the appellant®s main argument, document D6
did not disclose a first catalyst monolith designed to
be flexible.

The arguments of respondent 2, insofar as they are

relevant for the present decision, were:

The claim feature relating to the "flexible metal
monolith” was not based on the description which only
disclosed flexing of the honeycomb cell walls. It
referred to arguments already put forward under

point 8.1 of its notice of opposition, where i1t found
it 1nadmissible to base the claimed feature of a
flexible monolith on a disclosure of flexible cell
walls of the monolith. On the contrary, the honeycomb
cell structure would render the monolith i1tself
inflexible.
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X1 . Requests

The appellant requests that the decision under appeal
be set aside and the patent be upheld as granted.

Respondent 1 requests that the appeal be dismissed.

Respondent 2 requests that the appeal be dismissed.

Reasons for the Decision

1. Allowability of claims 1 and 8 - Article 100(c) EPC

1.1 The expression "flexible metal monolith™ in granted
claims 1 and 8 has no literal or other unambiguous
explicit basis in the parent application as originally
filed. The only passage of the parent application as
filed which actually refers to flexibility of the
materials described is on page 22, lines 19 to 23, of
the description, where it is said that the "monolithic
support used for the first catalyst is preferably a
metal monolith which desirably provides flexing and/or
vibration of the honeycomb cell walls for the purpose
of displacing any soot particles captured within the
monolith. The monolith may be consciously designed to
encourage such flexing and/or vibration, possibly using
the natural vibration modes of the diesel engine."

1.2 However, a metal monolithic honeycomb structure which
is flexible is not necessarily to be equated with a
metal monolith honeycomb which provides flexing and/or
vibration of i1ts cell walls. Whereas the former case
implies that the whole body of the metal monolith be

C0700.D
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Tlexible i1tself, iIn the latter case only the cell walls
of the honeycomb need to be flexible. This was not
disputed by the appellant who did not submit arguments
on this point. Hence there is also no direct and
unambiguous implicit disclosure of a "flexible metal

monolith”™ In the parent application as originally filed.

1.3 Consequently, claims 1 and 8 as granted contain
subject-matter which extends beyond the content of the
earlier application as filed. Claims 1 and 8 are
therefore objectionable under Article 100(c), second

sentence, EPC.

2. The appellant™s sole request thus cannot be allowed.

Order

For these reasons i1t is decided that:

The appeal is dismissed.

The Registrar The Chairman

C. Vodz B. Czech
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