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Headnot e:

| . The applicant's approval of the text proposed for grant by
the Examning Division is an essential and crucial elenent in
the grant procedure and its existence or non-exi stence needs
to be formally ascertained (point 3 of the reasons for the
deci si on).

1. The applicant nust be given the opportunity to express his
di sapproval of the text proposed for grant by the Exam ning
Division with a comruni cati on under Rule 51(4) EPC and to

obt ai n an appeal abl e decision refusing his requests. If he has
been deprived of this possibility a substantial procedural

vi ol ation has occurred in the proceedings (point 3 of the
reasons for the decision).
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Summary of Facts and Subm ssi ons

0092.D

Eur opean application No. 99 201 344.1 was filed on

28 April 1999. During the proceedi ngs before the
Exami ning Division two auxiliary requests were fil ed.
None of the applicant's requests was w t hdrawn during
t he exam nation procedure.

On 5 April 2004, the Exam ning Division issued a
"Conmuni cati on under Rule 51(4) EPC' on EPO Form 2004
07.02CSX inform ng the applicant that it intended to
grant a European patent according to the second

auxi liary request and requesting the applicant to pay
the fee for grant and the printing fee and to file a
set of translations of the clainms in the other two

of ficial |anguages of the EPO within four nonths of the
notification of the communi cation. The applicant was
informed inter alia that failure to do so would have

t he consequence that the application would be deened to
be withdrawn. Further instructions about the paynent
and the filing of the translations were also given. In
this communication the applicant's attention was al so
drawn to "coments on encl osed Form 2906". Under the
headi ng " Communi cati ons/ M nutes (Annex)" on this Form

t he Exam ning Divi sion gave the reasons why the main
and first auxiliary requests did not neet the

requi renents of the EPC.

No ot her instruction or information concerning these

hi gher ranking requests was given to the applicant.

On 9 June 2004, the applicant (appellant) filed an
appeal against this communication stating "W hereby
file a Notice of Appeal on behalf of the Patentee
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agai nst the decision of the Exam ning D vision dated
April 5, 2004 refusing the main request and the first
auxiliary request”. He requested that "the decision be
set aside in its entirety and the patent be granted
according to the main request or the first auxiliary
request or any further auxiliary request possibly
submtted by the Patentee during the appeal procedure”.

Reasons for the Deci sion

0092.D

According to Article 106(1) EPC, an appeal nust lie
from decisions of inter alia the Exam ning D vision.
According to Article 106(3) EPC, a decision which does
not term nate proceedi ngs as regards one of the parties
can only be appeal ed together with the final decision,
unl ess the decision allows a separate appeal .

In the present case, the appeal lies froma docunent
with the title "Comruni cati on under Rule 51(4) EPC
t hat was issued by the Exam ning Division.

Rul e 51 EPC i npl enments the exam nation procedure
established in Articles 96 and 97 EPC. In particular,
Rul e 51(4) EPC stipul ates that the Exam ning Division
has to conmunicate to the applicant the text in which
it intends to grant the patent and invite himto pay
the fees and file the translation. According to the

| ast sentence of this provision, the paynment of the
fees and the filing of the translation is considered to
be inplicit approval of the text proposed by the

Exam ni ng Di vi si on.
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The function of a conmunication under Rule 51(4) EPC is
therefore to establish whether the applicant approves

t he proposed text of the patent as foreseen in

Article 97(2)(a) and Article 113(2) EPC

| f, after receiving the conmunication under Rule 51(4)
EPC, the applicant approves the version of the patent
proposed by the Exam ning Division and fulfils the
formal requirements for grant, the Exam ning D vision
will issue a decision to grant according to

Article 97(2) EPC. If he does not approve, the
application is refused according to Article 97(1) EPC,
since the EPC does not provide any other sanction in

t his case.

The way in which Rule 51(4) and Article 97(1) and (2)
EPC operate indicates that a commrunication under

Rule 51(4) EPC is not intended to termnate the

exam nation procedure but is rather a preparatory
action and is therefore not appeal able. An appeal
agai nst a comuni cati on under Rule 51(4) EPC woul d
therefore normally be considered i nadm ssi bl e.

It is however possible to reach a different concl usion
if the appellant can successfully argue, by reference
to the objective content of the conmunication as he
could understand it, that the docunent sent to hi mwas,
despite its title, not a normal conmunication under
Rul e 51(4) EPC but rather a decision which term nated
t he procedure.

According to the jurisprudence of the boards of appeal,
the principle of the protection of legitimte
expectation governs the procedure between the EPO and
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applicants. This principle requires that applicants
must not suffer a disadvantage as a result of having
relied on a m sl eading communication (J 3/87, QJ EPO
1989, 3). If the action of a party was based on a

m sl eadi ng communi cation, it is to be treated as if the
party had satisfied the legal requirenents (J 1/89, QJ
EPO 1992, 17).

From an objective point of view the comunication sent
to the appellant under Rule 51(4) EPC was conposed of
four pieces of information:

(i) the version in which the patent was intended to be
gr ant ed;

(ii) the reasons why the main and the first auxiliary
requests were held not to be all owable according to the
Exam ni ng Di vi si on;

(iii) instructions concerning the further procedure,
i.e. an invitation to pay the grant and printing fees
and to file a translation within four nonths of
notification of the conmuni cation, and practi cal
instructions for paying the fees and filing the
transl ati on;

(iv) notice that failure to do so would result in the
application being deemed to be w thdrawn according to
Rul e 51(8) EPC.

No further information was given about other possible
actions to be taken by the appellant.

In particular, no instruction was given about the
action the appellant should take if he did not agree
with the version proposed by the Exam ning D vision and
wi shed to maintain the refused requests.
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From the point of view of the appellant, the
conmuni cation as drafted in this case put himin the
foll ow ng position:

If he paid the fees and filed the translation within

t he period indicated, he would have been deened to have
approved the text intended for grant according to

Rul e 51(4) EPC, | ast sentence;

If he failed to do so, his application would have been
deened to be withdrawn according to Rule 51(8) EPC. Hi s
main and first auxiliary requests were refused w thout
any instructions as to howto act if he did not approve
t he versi on proposed by the Exam ning D vision and
wanted to maintain the higher ranking requests.

Even if the appellant had decided to voice his

di sagreenent with the rejection of the main and first
auxiliary requests, he could not have been sure what
the effect of such a disagreenment woul d have been in
conbination with either of the two possibilities given
to him pursuant to the conmuni cation

(a) If he declared his disagreenent and did not pay the
fees and file the translation, would the di sagreenent
prevail over the inplied w thdrawal of his application?

(b) If he declared his disagreenent, paid the fees and
filed the translation, would the disagreenent prevail
over the inplied approval of the proposed text of the
pat ent ?

The possibility of filing amendnents provided for by
Rul e 51(5) EPC applies only in situations where such
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anmendnents are to be incorporated into the text of the
application proposed for grant. Mreover, according to
a notice fromthe EPO this possibility should only
concern m nor anmendnents to the proposed text (see
Notice dated 9 January 2002 concerni ng anendnent of

Rul es 25(1), 29(2) and 51 EPC (QJ EPO 2002, 112)), and
does not change the fact that with the paynent of the
relevant fees and the filing of the translation the
appel I ant coul d be considered to have approved the
versi on proposed by the Exam ning Division, so that his
ot her requests could be considered to be abandoned.

Thus, the present conmunication under Rule 51(4) EPC
gave the appellant the inpression that no possibility
was available to himother than to pay and accept the
proposed text or not to pay and | ose the application.
This inpression was even stronger because reasons for
turni ng down the higher ranking requests were al so
contained in the docunment and no indication was given
as to how to proceed if the appellant w shed to

mai ntai n t hese hi gher ranking requests.

The confusion caused to the appellant is due to the
fact that in the comunication i ssued on EPO Form 2004
07.02CSX various procedural phases (Rule 51(4) on the
one hand and, on the other, Rule 51(8) EPC which only
applies if the approval has been previously given) were
conbined with the effect that one of the paths that
shoul d have been open to the appellant, nanmely the
possibility of expressing his disapproval and
subsequent |y obtai ning an appeal abl e deci sion giving a
reasoned refusal of higher ranking requests, was

om tted.
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The way in which the comunication sent to the
appel lant was witten and put together deprived him of
the right to disapprove the proposed text.

Rul e 51 EPC was anmended by the Adm nistrative Counci
with effect from1 July 2002. The "Notice dated

9 January 2002 concerni ng anendnent of Rules 25(1),
29(2) and 51 EPC (QJ EPO 2002, 112)"(hereinafter called
Notice), which explained inter alia the new Rule 51 EPC
to the public, could not help the appellant to find a
way out, because the Notice also only foresees the
possibility of accepting the version proposed by the
Exam ning Division, and if necessary proposing m nor
amendnents to that version, or |losing the application.
In the Notice it is explicitly stated that express

di sapproval is "no longer foreseen". No procedure is
therefore provided to allow the applicant to di sapprove
t he text proposed.

The appel l ant, taking into account the objective
content of the comunication and the Notice, could

t heref ore reasonably consi der that

(a) all issues pending before the departnent of first

i nstance were resol ved,

(b) the docunent was an act that was binding on himand
on the Exam ning Division,

(c) a reasoned choice between |egally viable
alternatives had been nade,

(d) the substantive procedural situation was final,
since the further procedure depended exclusively on the
choi ce made by the applicant.

Al'l these considerations are conditions for the
exi stence of an appeal abl e decision (see for exanple
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T 934/91, QJ EPO 1994, 184 and T 560/90, not published
in QI EPO.

In the Board's view, the appellant could therefore
reasonably think that the docunent sent to himwas an
appeal abl e decision and that he had to appeal in order
to avoid a |l oss of rights.

Under the particular circunstances of this case, the
appeal is therefore considered to be adm ssible in
order to protect the appellant's legitimte
expectations, which are even nore understandable as no
perti nent decisions of the boards of appeal exist that
coul d have served as guidance in this situation.

The communi cation sent to the applicant reflects an EPO
practice that does not provide for a procedure to be
followed in the event that the applicant does not agree
with the version proposed by the Exam ning D vision.
The Notice of 9 January 2002 explicitly states that
"Express di sapproval is no |onger foreseen". This
practice is not justified by the EPC for the reasons
set out bel ow.

In Article 97(2)(a) EPCit is stated that the Exam ning
Di vi sion shoul d establish whether the applicant
approves the text in which the patent is to be granted
and that a procedure with this aimshould be provided
for in the Inplenmenting Regul ations. The | egal neaning
of the word "establish", "feststellen", "établir" is
that a formal decision is taken about the existence or
non- exi stence of a certain fact. A formal decision can
only be taken at the end of a formal procedure. Such a
formal procedure only exists if specific procedural
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steps are laid down by law, eg the Inplenenting
Regul ati ons.

This nmeans that the applicant nust have the possibility
of having the existence or non-existence of the

approval ascertained in a formal way.

The reason for the provision that the existence of the
applicant's approval nust be established w thout any
doubt in the context of an appropriate procedure is
that, on the one hand, such approval is a prerequisite
for the grant of the patent as laid down in

Articles 97(2) and 113(2) EPC. A patent cannot be
granted without the applicant's approval. The approval
is therefore an essential and crucial elenent in the

grant procedure.

On the other hand, where approval is not given, this
al so has a | egal consequence, nanely the refusal of the
application in accordance with Article 97(1) EPC.

The | egal consequence of the non-existence of the
applicant's approval is not the sane as that foreseen
for the failure to pay the fees or to file the
translation. In the former case the application is
refused, whereas in the latter it is deenmed to be

wi t hdr awn.

This is a fundanental difference made cl ear by the
different legal renmedies that a party can use: in the
case of a decision refusing the application due to

di sapproval of the text, the legal renmedy is an appeal;
in the case where the application is deened to be
withdrawn for failure to pay the fee or file
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transl ations, the only possible renedies are re-
establishment of rights according to Article 122 EPC,
if the conditions are nmet, or further prosecution in
accordance with Article 121 EPC. Neither of these two
|atter renedies allows a new exam nation of the
appl i cation, whereas an appeal does.

The fact that an applicant's disapproval of the text
proposed for grant has special |egal consequences nakes
it necessary to ensure also that disapproval is clearly
est abl i shed by the Exam ning Division.

The concept of requiring an express positive approval
was contained in the version of Rule 51(4) EPC valid
prior to 1 July 2002, in which it was foreseen that
approval should be given explicitly within a period of
time set by the Examning Division. It was of course

al so possible to give explicit disapproval during this
time. In order to have a clear legal situation

Rul e 51(5), first sentence, EPC as valid prior to

1 July 2002 established that in the event of failure to
give explicit approval the patent application wuld be
refused. This neant that silence was interpreted as an
inmplicit disapproval. These two provisions represented
the formal procedure necessary to establish in every
possi bl e case (explicit declaration or silence) whether
the applicant agreed with the text proposed by the
Exam ning Division or not and took into account the
fact that disapproval has its own | egal consequence,
i.e. refusal of the application.

Rule 51(8) EPC as valid prior to 1 July 2002 related to
a |later phase of the procedure and provided the |egal
consequence (application deened to be w thdrawn) for
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not paying the fees or filing the translation after
havi ng given explicit approval of the text intended for
grant.

The conmuni cation under the old version of Rule 51(4)
EPC therefore contained an invitation to the applicant
to express his approval and a notice about the | egal

consequence of his silence.

According to Rule 51(4) EPC in the version that entered
into force on 1 July 2002, the approval can be
expressed inplicitly by paying the fees and filing the

transl ati ons.

The sentence in the old version of Rule 51(5) EPC
stipulating that failure to give explicit approval
woul d | ead to the refusal of the application has been
del et ed.

Present Rule 51 EPC does not provide any way to express
di sapproval . But this does not nean that the applicant
can be deprived of the possibility of expressing his

di sapproval .

Rul e 51(8) EPC has remai ned unchanged and still
provides that if the fees are not paid and the
translation is not filed within the time limt set by
the Exam ning Division the application will be deened
to be withdrawn. However, this | egal consequence can
only concern cases in which the applicant approved the
t ext proposed by the Exam ning Division and failed to
pay the fees and/or to file the translation. Rule 51(8)
EPC cannot be applied to applicants who did not approve
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t he text proposed for grant, otherw se they woul d be
deprived of the possibility of disapproving.

This is however what happened in the communication sent
to the appellant. The fact that in this comunication
several procedural steps which belong to different
phases of the procedure were placed together has
created a situation in which disapproval can no | onger
be expressed and a step is m ssing because the non-
paynent of the fees and the failure to file the
translation imedi ately |l eads to the | egal consequence
that the application is deenmed to be w t hdrawn.

To avoid this situation, instructions should have been
given to the appellant that if he did not agree he
coul d express his disapproval and, in that case, the

| egal consequence of Rule 51(8) EPC would not apply,
and the application would be refused.

Wth its comunication, the EPO took away fromthe
appel l ant the possibility of influencing the procedure
and obtaining a decision on the refusal of his higher
ranki ng requests and of filing an appeal against it.
The only possibility he had was to accept the proposed
version or to lose his application. In fact, the
renmedi es of Articles 122 and 121 EPC do not give him
the possibility of obtaining a re-exam nation of his
case. In addition, the refusal of the application under
Rul e 51(6) EPC because of non-acceptance by the
Exam ni ng Division of anmendnents proposed by the
applicant under Rule 51(5) EPC does not allow the re-

i ntroduction of requests which have been abandoned.
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For the reasons set out above this practice is against
the requirenents of Article 97(2)(a) and 113(2) EPC,
whi ch have to prevail.

The rel ease of a comunication follow ng this practice
is therefore a substantial procedural violation which
justifies the rei mbursenent of the appeal fee under

Rule 67 EPC and remttal to the departnent of first

i nstance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

3. The appeal fee is reinbursed.
The Regi strar: The Chai r man:
G Rauh P. Krasa
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