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Summary of Facts and Subm ssi ons

l. Eur opean Patent No. 0 909 607, granted on application
No. 98830514.0, was revoked by the opposition division
by decision posted on 6 May 2004. It based the
revocation on the finding that the subject-nmatter of
claim1l of the main request and of the first auxiliary
request was not novel (Article 54 EPC) and the subject-
matter of claiml of the second and third auxiliary
request did not involve an inventive step (Article 56
EPC) when conpared with the prior art disclosed in

D4 DE- U-296 22 739.

. The appel lant (patentee) filed a notice of appeal
agai nst this decision on 17 June 2004 and
si mul t aneously paid the appeal fee. Wth letter of
16 August 2004 the statenent of grounds of appeal was
filed, acconpani ed by a new set of clains.

[11. Wth a comuni cation dated 4 Novenber 2005,
acconpanyi ng the summons to oral proceedi ngs, the Board
i ndicated that D4 was considered to formthe cl osest
state of the art and that the discussion about
i nventive step should first address the problemto be

sol ved by the clained subject-matter.

V. Oral proceedings were held on 9 May 2006. The appel | ant
requested that the decision under appeal be set aside
and the patent be maintained in anended formas filed
during the oral proceedings. The respondents (opponents)
A, Al and AOIll requested that the appeal be dism ssed.
AV had been duly summoned but neither replied nor

attended the oral proceedings.
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Claim1l according to the sole request reads as foll ows:

"Device for locating and | ocking in position conponents
of pressed sheet netal (2,3) to be subjected to a
wel di ng operation, conprising:

- afirst elenment (5) for supporting the sheet netal

el ements (2,3) in the proper welding position, said
first element (5) being rigidly connected to a fixed
support structure (7), and

- a second elenent (6) for clanping the sheet netal

el enents to be welded (2,3), said second el enment (6)
bei ng rotatably nounted on a body (12) carried by said
fixed supporting structure (7) for rotation between an
i noperative position, spaced fromthe first supporting
el ement (5), and an operative position, in which it is
adj acent to the first supporting el enent (5) and
cooperates therewith so that said sheet netal
conponents (2,3) are clanped in the proper welding
position between said first and second el enents (5, 6),
- acylinder (16) carried by said body (12) for
rotating said second novabl e clanp el enent (6),

- wherein said body (12) carrying the novabl e clanp

el ement (6) is supported by said fixed supporting
structure (7) by neans of said first supporting

el emrent (5), to which said body (12) carrying the
nmovabl e clanp elenent (6) is directly connected by
screws (17), and

- wherein said first supporting el enent conprises a
plate (5) connected to a wall (7a) of the fixed
supporting structure (7) by screws (19) engaged within
hol es of said plate having enl arged di aneters,
characterized in that:

1488. D
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- said plate (5) is a vertical plate arranged with its
pl ane orthogonal relative to the axis of rotation (11)
of said second elenent (6) and has an upper edge (5a)
havi ng when viewed in the direction of the rotational
axis (11) of the second el enent (6) a shaped profile
including a cavity with a bottomand two sides, for
shape contact with a correspondi ngly shaped sheet netal
el enent (3) of the structure to be clanped, so as to
define a reference for the position of the structure to
be cl anped, along a horizontal direction orthogonal to
said rotational axis (11),

- said wall (7a) of the fixed support structure (7) to
whi ch said vertical plate (5) is secured is a vertica
wal | which is also arranged with its plane orthogonal
to the axis of rotation (11) of said second elenent (6),
- said screws (19) which connect said plate (5) to the
wal | (7a) of the fixed supporting structure (7) are
arranged parallel to the axis of rotation (11) of said
second el enent (6),

so that said vertical plate (5 can be registered in
position over said vertical wall (7a) of the fixed
supporting structure (7) simultaneously along two
mutual Iy orthogonal directions, in a plane orthogonal
to the axis of rotation (11) of said second el enent (6)
and orthogonally to said screws (19) which engage the
hol es of enlarged di aneters, upon | oosening of these

screws (19)."

In support of its request the appellant essentially

relied upon the foll owi ng subm ssi ons:

Figures 2 to 4 were the basis for the amendnents
introduced in order to distinguish the subject-matter
of claiml1l fromthe disclosure of D4. The shape of the
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support plate was defined so as to take account of the
| ocating function of the upper edge of the plate
illustrated in these figures. Furthernore, it was
specified that the plate (5 was secured to the wall
(7a) of the fixed support structure (7) and how t hese
parts were arranged relative to the axis of rotation
(11) of the clanping nenber. Due to this arrangenent
the registering operation of the support plate could be
performed by | oosening of the screws (19) and shifting
the plate in its plane.

D4 related to a simlar clanping device for |ocating
nmet al conponents to be wel ded. However, adjustnent was
nore conpl ex because of the use of shins and no
suggestion was derivable to change the specific shape
of the supporting structure (8) for the netal
conponents to becone a plate, leading to a sinple

adj ust nent procedure when arranged in the cl ai ned
position. Furthernore, D4 disclosed gui dance noses and
slots for guided vertical novenent which did not allow
a sinultaneous registering operation in two directions
and, since the upper surface of the known support was
flat it did not suggest the clained inprovenent
concerni ng the shape of the upper edge of the structure
(8). Furthernore, none of the other prior art docunents

di scl osed or suggested such specific details.

The subm ssions of the respondents can be sunmari zed as

foll ows:

Consi dering the requirenents of Article 123 (2) EPC,
the subject-matter of claim1 of the main request
represented an unal | owabl e generalisation of the single
enbodi ment disclosed in the patent in suit. Further
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features had to be specified in the claim particularly
those features representing the connection of the
plate (5) to the body (12) via the bracket (18) and

screws (17).

The characterizing portion was not correctly delimted
because in D4 also a plate was shown as a first el enent.
Furthernore, in claim1l the reference nuneral (5) has
been used for the first elenent as well as for the

pl ate constituting the first elenment. According to the
preanble the first el enent conprised the plate and
according to the characterising portion only the plate
was further defined. Thus it was not clear whether the
first elenment could conprise further elenents.

In any case, the clainmed subject-matter | acked an
inventive step (Article 56 EPC) in view of the prior
art according to D4 and

D5 US- A-4 691 905.

When starting from D4 the technical problens to be

sol ved were related, on the one hand to a sinplified
regi stering operation and, on the other, to the shape
of the upper edge of the plate supporting the work

pi ece. These problens were not related to each ot her
and shoul d be treated separately. D4 disclosed the

adj ustnent of the support structure in a vertical plane
orthogonally to the axis of rotation of second clanp
el ement and it would not need inventive ingenuity to
replace this structure by a plate essentially |eading
to the sanme adjustnent possibility. The further
features concerning the shape of the upper edge of the
pl ate were thensel ves known fromFigure 5(A) of D5, a
docunent in the sane technical field.
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Reasons for the Deci sion

1.

1488. D

The appeal is adm ssible.

Amrendnment s

Claim1 includes the conbi nati on of features of

clainms 1 and 2 as originally filed.

The preanbl e additionally specifies that the body (12)
carrying the novable clanmp elenment (6) is directly
connected by screws (17) to the fixed supporting
structure (7). Support for this feature is to be found
in the paragraph bridging pages 5 and 6 of the
application as filed. The respondents contended that in
this paragraph as well as in Figures 2 to 4 brackets
(18) were specified and shown as being part of this
connection. Therefore, the brackets (18) should al so
have been incorporated into the claim

In accordance with the jurisprudence of the Boards of
Appeal it is normally not adm ssi bl e under

Article 123(2) EPC to extract isolated features froma
set of features which had originally been disclosed in
conbi nation for that enbodi nent. An anmendnent of this
nature is only justified in the absence of any clearly
recogni zabl e functional or structural relationship
anong said features (see (T 1067/97). As regards the
bracket (18) a skilled person would i mediately
recognize that it is a nmere internedi ate piece to
facilitate nounting of the body (12) to the fixed
supporting structure (7) and that in fact only the

screwed connection between the body and support is
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essential for carrying out the invention. Therefore,
the anendnment omtting the brackets does not give rise
to objections under Article 123 (2) EPC

Article 84 EPC

Wth respect to the "first elenment (5)" the appellant
raised a lack of clarity objection. In particular, the
use of the reference nunber (5) in claiml1 for both the
first elenment itself and for the plate conprised by the

first elenment was confusing.

It is to be noted that the features of the pre-
characterising portion of claim1l are based on the
device known fromD4 (in which the "first elenment” is
not a plate but only conprises a plate-like elenent for
support of the pressed sheet netal conponents). The
characterizing portion specifies the plate for support
of the pressed sheet netal conponent further in a way
which itself does not lead to any clarity problens.
Whet her the "first elenent” consists of a plate or
conprises further parts is left open, but this does not
| ead to objections under Article 84 EPC either.

Novel ty

It was undi sputed that D4 represents the cl osest prior
art and that only the features of the preanble were
known from D4. Novelty was not in dispute during the
appeal proceedings and the Board sees no reason to
guestion it.
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| nventive step

D4 discloses a clanp device for holding sheet netal

el ements having a specific geonetry (page 1, lines 1-4).
This clanp device conprises a structure (8) for
supporting the sheet netal to be welded. This structure
(8) corresponds to the first supporting elenment (5) in
the patent in suit wherein this elenent is specified as
a plate. The structure (8) of D4 has three arns, one
arm (8a) for connecting the structure (8) to the fixed
supporting part (6), one arm (8c) for connecting the
structure (8) to the "head" of the clanp device (T) and
one arm (8b) for the support of the sheet netal el enent
to be clanped. Arm (8a) conprises guiding noses

(Figure 3) for cooperation with the guiding surfaces on
t he supporting beam (6) allow ng vertical guided
nmovenent. The screws in the holes (9) are arranged in a
pl ane parallel to the axis of rotation of the clanping
devi ce and connect the structure (8) to the supporting
beam (6). The supporting beam (6) having a
corresponding part in the patent in suit in the
supporting structure (7) with a vertical wall (7a) is
di scl osed as having a rectangul ar box formprofile.

Hori zontal adjustnent of the three arnmed structure (8)
is possible by addi ng or taking out adjustnent plates

(shinms) | ocated between arm (8a) and beam (6).

As regards the argunent of the respondents that the
plate (5) specified in claim1 had an equivalent in the
structure (8) of D4 and therefore, the features of the
characterising part were partly known from D4 and
shoul d be transferred to the preanble, the Board is of
the opinion that functionally the structure (8)
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corresponds in part to the plate (5), but it clearly

does not represent a plate.

The structure (8) in D4 is neither flat nor thin nor

pl ane but is disclosed as a three-dinensional structure
having three arnms. Such a three-dinensional structure
does not fall under the term"plate".

A definition of the term"plate" in the specification
is not necessary since thisis atermused in a
techni cal context where it has a meaning which is clear
to the skilled person. The skilled person understands
the term"plate"” as relating to a structure with two
flat surfaces and the thickness of the structure being
mnor in relation to the length and width. A plate is
thus usually defined as being a flat, thin, plane
structure. This definition is applicable to the

plate (5) as illustrated in Figures 2, 3 and 4 of the

patent in suit and not to the support structure of D4.

The features referred to in claiml with respect to the
plate (5) are therefore correctly placed in the
characterising portion and accordingly the features of
the characterising portion distinguish the subject-
matter of claiml fromthe subject-matter disclosed in
D4.

One problem addressed in D4 is to provide a clanp

devi ce which allows an adjustnent of the clanp with
respect to the support beam during use (page 2,

lines 19,20). Adjustrment in the horizontal and vertical
directions in a plane perpendicular to the axes of
rotation of the novable part of the clanp can be
carried out by undoing the screws (9, 9'), noving the
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structure (8) up and down (in a vertical direction) by
means of the screw (10), taking out or adding

adj ustnent plates (in horizontal direction, shins (11))
and, after the structure (8 with the correspondi ng
sheet nmetal to be welded is in its desired position, by
fastening the screws (9, 9') again.

Starting fromthis state of the art, the object of the
invention is to provide a device which can be adjusted
to the sheet netal structure to be welded in a
sinplified manner.

The above defined technical problemis solved by the
device defined in claim1, which allows
- changi ng the position of the plate (5)

si mul taneously in two orthogonal directions;

- providing reliable support and registering
novenent of the structure to be welded both in the
hori zontal and vertical direction by a shaped
profile of the upper edge of the plate (5).

D4 | acks any pointer to such nodifications in
particular in view of the independent adjustnent by
screw (10) and shi ns.

As regards the argunent of the respondents that the

di stinguishing features (plane of the plate/screws and
mat chi ng position of the sheet netal el enent/upper edge
of supporting plate) solved two i ndependent problens
and thus, that a separate probl en sol ution approach
shoul d be applied to each correspondi ngly, the Board
considers that there is indeed a functional

relati onshi p between these features. Considering the

wor k- pi ece support in D4, it is to be noted that the
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support area (8d) is generally flat so that adjustnent
in the horizontal direction by neans of the shins is
only necessary to define certain limts related to the
hori zontal position of the workpiece. However, in
accordance with the device clainmed in claim1, the
upper edge of the workpiece supporting plate is shaped
so as to ensure shape-fitting contact between the

wor kpi ece and the plate and when adjusting the sane
accurate and sinultaneous positioning of the workpiece
is achieved with respect to the support structure, both
hori zontally and vertically. Accurate |ocation of the
wor kpi ece in the horizontal and vertical directions is
t heref ore nade possi ble by the shape-fitting contact of
wor kpi ece and support plate.

As regards the argunent that a hol ding device was known
wi th an upper edge shape including a cavity with a
bottom and two sides fromthe enbodi nent shown in
Figure 5(A) of D5, respondent Il failed to explain why
the skilled person would conbi ne this hol ding device
with a clanping device of D4. D5 relates to a cl anping
device but, as far as adjustnent of the workpiece
supporting plate is concerned, it relies on a conpl ex
control systemintended to vary the shape of the

wor kpi ece supporting surface. Adjustnent of the support
plate itself is not envisaged at all, |let alone the

adj ustnment specified in claim1 under consideration.
Respondent 1l further relied on Figure 2 in which two
circles indicated a screwed connection of plate 17 to
support structure 15. However, in accordance with the
jurisprudence of the Boards of Appeal, the Board

consi ders the argunent specul ative because no cl ear

di scl osure what soever of the connection between plate
(17) and support (18) is derivable from D5 and by neans
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of the circles other connections such as wel ds or
rivets could have been neant. Even if it was considered
that a screwed connection was shown in D5, the use of

t he shaped plate instead of the support structure of D4
can only be based on hindsi ght because such repl acenent
is not at all straight forward, because it requires
ignoring of certain details, such as the verti cal
gui di ng nmechani sm of D4, which is functionally
essential in that docunent.

Consequently the cl anpi ng device according to claim1

i nvol ves an inventive step (Article 56 EPC). Therefore,
this claimas well as its dependent clains 2 and 3 can
formthe basis for maintenance of the patent. Thus
taking into account the amendnents made by the

appel lant, the patent and the invention to which it

rel ates neet the requirenments of the EPC and the patent
as anmended is to be maintained in this form

(Article 102(3) EPCQ).
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to nmaintain the patent with the

foll ow ng docunents:

- Clains 1 to 3 and columms 1 and 2 of the
description as submtted during the oral
proceedi ngs before the Board,

- Colums 3 and 4 as granted,

- Figures 1 to 5 as filed with letter of 16 August

2004.

The Registrar: The Chai r man:

M Patin P. Alting van Ceusau
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