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Summary of Facts and Subm ssi ons

2670.D

The appel l ants (applicants) have | odged an appeal
agai nst the decision of the examning division to
refuse European patent application No. 97912612.5
(based on the International application No.

PCT/ SE97/ 01846 published as W08/ 26321).

In the decision under appeal the exam ning division
held that claim1 then on file did not define new
subject-matter (Articles 52(1) and 54 EPC) with regard
to the prior art cited in the decision, and in
particular with regard to docunent

D7 : US-A-4 516 157.

The appel l ants requested that the decision under appeal
be set aside and that "the case be remtted back to the
first instance for a decision on novelty (Article 54
EPC)" on the basis of claim1l as anended according to a
mai n request and first to fourth auxiliary requests
filed with the statenent setting out the grounds of
appeal .

The appel l ants al so requested oral proceedings "in case
none of the above requests is prelimnary granted".

Claim 1 according to the main request reads as foll ows:

"An instrument for real-tinme observation of
di stant objects, characterised in that it is provided
with a menory function to freeze the i mage bei ng vi ewed
by the user."
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Claim 1 according to the first auxiliary request reads
as follows:

"A hand-hel d tel escopic real-tinme observation
instrunment for distant objects, conprising at |east one
I i ne-of-sight, each |ine-of-sight being provided with a
set of optical lenses, having a first zoomstate, and
having electronic retina neans registering a presented
real -ti me observation, and an el ectronic display screen
showi ng an i mage of said presented real-tine
observation, characterised in that said display screen
is having two display nodes: a real-tine display node,
and a still-imge display node, said display screen
bei ng adapted to exclusively show only one display nobde
at atime at the choice of a user of said instrunment by
control nmeans, wherein said display screen in said
still-image display node is being adapted to freeze
said presented real-time observation and said
instrunment is assum ng a second zoomstate in order to

further magnify said frozen i mage."

The wording of claim1 according to the second to
fourth of the auxiliary requests is not relevant to the
present deci sion.

In a comuni cation under Article 110(2) EPC the Board
expressed the prelimnary view that the subject-matter
of claim1l according to the main request did not appear
to be novel with regard to docunent D7, and that in any
case if the claimwere to be construed according to the
appel  ants' subm ssions, then the claimwould not
appear to define new subject-matter with regard to the
di scl osure of docunent
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D8 : US-A-5 026 158

cited fromthe Board's own know edge. The Board al so
noted that consideration of the first to fourth
auxiliary requests would require the remttal of the
case to the first-instance departnent, and that in view
of the fornmulation of the appellants' subsidiary
request for oral proceedings, oral proceedi ngs were not
consi dered necessary.

In reply to the Board' s conmuni cation, the applicants
expressed their agreenent with the Board's finding that
there was no need for oral proceedings and decl ared
that they did not have any further coments on the
content of the comunication.

The argunents of the appellants in support of their
requests are essentially the follow ng:

The exam ning division failed to interpret the clained
subj ect-matter as prescribed by Article 69(1) EPC.
Claim 1 anended according to the main request recites a
tel escopic instrunent such as a tel escope or binoculars
ainmed for real-tinme observation of objects. Furthernore,
the claimrefers to "distant objects”, i.e. objects

t hat appear small against a | arge background and are at
a distance greater than the overall length of the
instrument. In addition, the clainmed instrunment is
designed so that the user can freeze, within the
viewng field of the instrunment, the nagnified i nage of
t he object being viewed by the user. The invention

t herefore solves the problemof instability inherent to
hand- hel d i nstrunents operating at a high nagnification



- 4 - T 0592/ 04

and none of the docunents considered by the exam ning
di vision discloses all these features.

Reasons for the Deci sion

2.1

2670.D

The appeal conplies with the requirenments nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Mai n request

Docunent D7 di scloses an instrument conprising a pair
of spectacles for real-tine observation of objects
(abstract and Figures 1 to 7 together with the
correspondi ng description). The instrunment includes a
vi deo recording device (colum 1, lines 47 to 59) or an
electronic still canmera provided with a buffer nenory
(colum 5, lines 20 to 25), the nmenory function of the
vi deo device and of the still camera being arranged to
freeze the image being viewed by the user through a
frame nounted on one of the | enses of the spectacles
(colum 2, lines 52 to 58, colum 3, lines 27 to 33,
and colum 5, lines 46 to 55) so that the image is
recorded as a still picture as in an electronic still
canera (abstract and colum 6, lines 6 to 8). In
addition, the instrunent disclosed in docunment D7 is
al so suitable for observing distant objects and for
recording an i nmage of the distant objects by neans of
the zoomfacility of the instrument (colum 4, lines 5
to 23).
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Therefore, the instrunment disclosed in docunent D7
anticipates all the structural and functional features
of the instrunent defined in claim1l of the main
request.

The appell ants have referred to Article 69(1) EPC and
essentially submtted that the claimrecites a

tel escopic instrunent, that by "distant objects" is
meant objects that appear snmall against a | arge
background and are at a di stance greater than the
overall length of the instrument, and that the clai ned
instrunment is designed to freeze within the view ng
field of the instrunent the magnified i mage bei ng

vi ewed by the user.

However, none of the structural and functional features
defined in claim1 - and which features determ ne the
matter for which protection is sought, see Article 84
EPC, first sentence together with Rule 29(1) EPC -
reflect the features all eged by the appellants and

t herefore the appellants' construction of the clained
subject-matter is not supported by the actual wording
of the claim Consequently, the Board does not find
persuasi ve the argunments submtted by the appell ant.

In addition, even if the clainmed subject-matter were to
be construed as submitted by the appellants, i.e. as
inmplicitly including the further features nmentioned,
then claim1 of the main request would not define new
subject-matter with regard to the tel escopic sighting

i nstrunment disclosed in docunent D8 (abstract and
Figures 1 to 8 together with the correspondi ng
description). This instrunent 10 is designed to observe
inreal-time objects 74 | ocated at a di stance greater
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than the overall length of the instrunment (Figures 7A
and 7B) and is provided wth nmenory nmeans arranged to
freeze the image being viewed by the user in a screen
of the display 31 of the instrunment in such a way that
the user sees in the screen a frozen magnified i mage of
t he object (colum 5, lines 40 to 59, and colum 8,
lines 2 to 8).

In view of the foregoing, claim1l according to the main
request and corresponding in essence with claim1 on
whi ch t he deci sion was based does not define patentable
subject-matter within the meaning of Articles 52(1) and
54 EPC.

First to fourth auxiliary requests - Further

prosecution

Claim 1 according to the first auxiliary request (see
point Il above) as well as claim 1l according to the
remai ni ng second to fourth auxiliary requests result
from substantial amendnents nmade to the claim1 on

whi ch the contested decision was based. These
amendnent s invol ve, anong others, the provision of an
el ectronic display screen operating in two display
nodes as well as the operation of the instrunment in two
different zoom states and are such that they
substantially change the factual franmework of the case
under appeal conpared with that upon which the decision
was based, thus resulting in the Board being presented
with a fresh case. In addition, it is current practice
t hat any assessnent of a new case should normally be
carried out by the first-instance departnment so that

t he appellants are not deprived of the possibility of a

subsequent review.



2670.D

- 7 - T 0592/ 04

In view of the above, the Board considers it
appropriate in the circunstances of the case to make
use of its discretionary powers under Article 111(1)
EPC and to remt the case to the exam ning division for
further prosecution on the basis of the anended cl ai ns
according to the first to fourth auxiliary requests. In
addressing the remtted case, the exam ning division
wi Il have to consider whether to admt the anended
auxiliary requests in the exercise of its discretion
under Rule 86(3) EPC, |ast sentence (see decision

T 63/86, QJ EPO 1988, 224, point 2 of the reasons) and,
if such a discretion is favourably exerci sed, exam ne
whet her the anended cl ai ned subject-matter according to
the auxiliary requests conply with both the formal (see
in particular Article 123(2) and 84 EPC) and the
substantive (Articles 52(1), 54 and 56 EPC)

requi renents of the EPC.

Request for oral proceedings

Since the appeal is not being dismssed and the

remttal of the case for further prosecution conforns,

at least as far as the auxiliary requests are concerned,
to the requests fornulated by the appellants (point |1
above), there is no need to appoint oral proceedings as
confirmed by the appellants in their reply to the
Board's conmuni cation (point |1V above).
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

P. Muartorana A G Klein
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