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Summary of Facts and Subm ssi ons

2280.D

The appel | ant (opponent) | odged an appeal, received on
20 March 2004, against the decision of the Opposition
Di vi sion, dispatched on 26 January 2004 rejecting the
opposition as inadm ssible. The statenent setting out

t he grounds of appeal was received on 20 March 2004 and
the fee for appeal was paid on the sanme date.

The Opposition Division held that it was not proven
that the docunents submitted by the opponent had been
made available to the public.

On 29 May 2003, the Qpposition Division had sent a
conmuni cation to the parties requesting further

evi dence supporting the allegation that the docunents
referred to by the opponent had been nmade available to
t he public.

The opponent did not answer to the comruni cation within
the tine limt.

After the tinme |imt had | apsed, the Opposition
Di vi sion decided on the case.

Oral proceedi ngs before the Board were held on
30 Sept enber 2004.

The appel | ant requested that the decision under appeal
be set aside, the case remtted to the departnent of
first instance for further prosecution, and the appeal
fee rei nmbursed.

The respondent requested that the appeal be dism ssed.
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The appel | ant argued as foll ows:

He had never received the conmuni cation of the
Qpposition Division so that he was not aware of the
fact that the Qpposition Division had held that the
filed evidence was not sufficient and had not therefore
been able to provide further evidence.

The Opposition Division had thus decided on reasons on
whi ch the appell ant had not had an opportunity to
present his comments. This was a violation of his right
to be heard and as such, a procedural violation which
justified setting aside the decision and remtting the
case back to the departnent of first instance. Since
this procedural violation was an inportant one, the

rei nbursenent of the appeal was also justified.

The respondent argued as foll ows:

The deci si on under appeal rejecting the opposition
shoul d be confirnmed because the opposition was

i nadm ssi ble and no violation of the right to be heard
had occurred during the opposition procedure.

The opposition was inadm ssible because it did not
contain sufficient evidence in support of the
opponent's allegation that the state of the art
submtted by the opponent had been nmade available to
the public. The respondent anal ysed the details of the
subm tted docunments and gave reasons why in its opinion
their availability to the public was not sufficiently
proved.
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The respondent further submtted that a violation of
the right to be heard had not occurred for the

fol |l ow ng reasons:

(a) The Opposition Division is not required to issue
at | east one comunication before taking its
deci sion. Not issuing at |east one comunication
cannot in itself substantiate an allegation of
infringement of the right to be heard.

(b) The opponent had not requested oral proceedings
before the Opposition Division and had thus
relinquished his right to be heard.

(c) The appellant was aware of the objections against
hi s opposition through the response of the patent
proprietor in which doubts were expressed as to
the sufficiency of the filed evidence.

(d) The Opposition Division is not required to request
evi dence before taking a decision. It is a
requi renment for the adm ssibility of an opposition
t hat evi dence supporting the alleged availability
to the public of a docunment be provided. The
Qpposition Division was therefore entitled to
reach a deci sion wthout any further

conmuni cati on

(e) The issue of a comrunication would be a violation
of the principle of equal treatnment of the parties
since it would support the opponent against the
pat ent proprietor.
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The respondent further submtted that the principle of
fair treatnent of the parties would be violated if the
Board remtted the case to the departnent of first

i nstance because the opponent would get a second
possibility to change the factual framework of the
opposi tion.

Reasons for the Decision

2280.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rule 65 EPC and is therefore
adm ssi bl e.

According to the EPQ, the communicati on was sent out by
registered letter. Rule 78(2) EPC states that a

communi cation sent by registered letter is deened to be
delivered to the addressee on the tenth day foll ow ng
its posting, unless the letter has failed to reach the
addressee. In the event of any dispute, it shall be

i ncunbent on the EPO to establish that the letter has
reached its destination.

Through the subm ssion of the appellant, a dispute
about the delivery of the comrunication has arisen. The
EPO is unable to prove that the communi cation has
reached its destination.

The Board therefore holds that the comrunication did
not reach the appellant. This finding is supported by
the respondent’'s statenent that he al so did not receive

t he conmuni cati on
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The fact that the conmunication did not reach the
appel l ant constitutes a procedural violation, if in
this case it was necessary to send a conmunication in
order to give the party the possibility to present
comments on the reasons for the decision, i.e. if the
conmuni cation was a neans to give the party the
possibility to be heard on a decisive

issue(Article 113(1) EPC).

In the present case, the comunication was sent in
order to informthe opponent that the Opposition

Di vision was not satisfied wth the evidence submtted
to it.

The decision of the Opposition division is based on

m ssi ng evi dence which could have been provided if the
comuni cation had reached the appellant and he had had
the possibility to react to it. This point was

t her ef ore deci si ve.

Wt hout the comunication, the party could not be aware
t hat the decision would be based on this issue. The
fact that the patent proprietor contested the
availability to the public of the cited state of the
art does not inply necessarily that the Qpposition

Di vi sion considered that the evidence submtted was not
sufficient. It was therefore necessary to informthe
party of this opinion of the Cpposition Division in
order to provide the possibility to react to it.

Al though it is true, as submtted by the respondent,
that not issuing at |east one conmuni cation before
taking a decision cannot in itself infringe the right
to be heard, such an infringenent can nevert hel ess
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ari se where the Opposition Division considers that
further information is necessary and bases its decision
on the fact that this information was not provided by
the party which could have done so. To conmunicate to
the party the necessity of further evidence does not
favour a party but is one way to performthe

exam nation ex officio.

The fact that the opponent had not requested oral
proceedi ngs cannot be interpreted as a renunciation of
the right to be heard, since the EPC does not require
that the right to be heard take a particular form

The necessity of sending a conmunicati on cannot be
considered in a different way where probl ens concerning
the adm ssibility of the opposition arise. Even in
cases where the opposition should be rejected as

i nadm ssible the party still has the right to present
its coments.

In any event, in the present case, the comunication
concerned a problem of evidence which is a matter for
substantial exam nation. A distinction has to be drawn
between the terns "evidence" and "substantiation". The
time at which sonmething could be said to have been nade
avail able to the public is substantiated by indicating
a date or a particular period of time and by indicating
the neans by which the time clained is established. The
pur pose of evidence is to verify whether the assertion
made is in fact correct. Substantiation does not extend
to evidence, even if it is possible for both to

coi nci de when using witten docunentation as a neans of
proof (see also T 543/95).
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In its opposition, the appellant subm tted docunents
whi ch, according to its argunentation, represented the
state of the art. As recognised by the respondent this
state of the art was not only a prior use but also a
witten state of the art represented by docunent DL.

The docunents subnmtted were dated.

It was therefore possible for the respondent and the
Qpposition Division to know that a docunent existed at
a particular point in time. Thus, the opposition was
substantiated to this extent.

The patent proprietor questioned the subm ssions of the
opponent. The decision on this question relates to the
eval uati on of evidence. The eval uation of evidence is a
matter for the substantial exam nation of the
opposition and not an adm ssibility requirenent.

For the reasons set out above, the Board concl udes that
t he Opposition Division based its decision on grounds
on which the appellant had no opportunity to present
its coments.

This is a violation of Article 113(1) EPC.

This violation is so serious that the decision of the
departnment of first instance has to be set aside and
the case remtted to it for further prosecution
(Article 111(1) EPC) and the appeal fee reinbursed
according to Rule 67 EPC.

The remttal to the departnent of first instance does
not give the opponent the right to change the franmework
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of the opposition and cannot be considered an unfair
treatnment of the parties.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

3. The rei nbursenment of the appeal fee is ordered.
The Regi strar: The Chai r man:
V. Conmmar e T. K H Kriner
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