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Summary of Facts and Subm ssi ons
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The nention of the grant of European patent

No. O 867 256 in respect of European patent application
No. 97 940 355.7 claimng a JP-priority from

13 Septenber 1996 was published on 19 Decenber 2001

Claim1l reads as foll ows:

"A conposite wire type welding material for use in
wel di ng stainless steels, conposed of a steel shell and
a filler material envel oped by the said steel shell and
not containing slag form ng agent, wherein:

said welding material, as a whole of the steel shel

and filler material envel oped therein, consist of not
nore than 0.03 % C, not nore than 1.0 % Si, not nore
than 1.5 % Mn, not nore than 0.04 % P, not nore than
0.01 %S, not nore than 0.5 %A, 8.0 to 10.0 %N,
22.0t0 26.0 %Cr, 2.0 to 5.0 %M, 0.12 to 0.24 %N
not nore than 3.0 % Co, not nore than 5.0 %W not nore
than 2.0 % Cu, not nore than 1.50 % V and the bal ance
being Fe and incidental inpurities;

pitting resistance equi val ent PREWof the said wel ding
material is not smaller than 42.0 and ferrite vol une

i ndex Ph of the said welding material is 0.12 to 0. 25,
in which PREWand Ph are defined by the follow ng

formula (1) and formula (2) respectively:

PREW = O + 3.3 (M + 0.5W + 16 N (1)

Ph = Ni + 30(C+N - 0.6 (Cr +1.5S + M+ 0.4W +5.6 (2)
C +1.5S + M+ 0.4 W- 6

wherei n each synbol of an el enent indicates the content

(weight %9 of the elenent.”
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Noti ce of opposition was filed on 19 Septenber 2002 by
the Appel l ant (Opponent) on the grounds of Article
100(a) EPC.

By deci sion of the opposition division posted on

22 Decenber 2003 the opposition was rejected. The
opposi tion division was of the opinion that the
subject-matter of claiml1 conplied with the

requi renents of the EPC. In particular, the subject-
matter of claiml1l was novel and inventive when conpared
with the prior art disclosed by the docunents:

D1 US- A-4 816 085

D2 US- A-5 298 093

D3 EP-A-0 727 503

D4 "Effect of welding techniques on the properties of
super duplex stainless steels", J.J. K Stekly
et al., Duplex Stainless Steels, Vol. 1, 1991,
p. 431 - 439.

On 20 February 2004 notice of appeal was filed agai nst
this decision by the appellant (opponent) together with
a paynent order for the appeal fee. The statenent of
the grounds of appeal was filed on 25 March 2004. The
obj ections under Article 100(a) EPC were nmai ntai ned and

two new docunments

D5 JP- A- 62- 286676 and
D6 JP- A- 62- 286677

were submtted, both in the formof the Japanese
docunents together with an English abstract.
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In a comuni cation pursuant to Article 11(1) of the

Rul es of Procedure of the Boards of Appeal dated

21 April 2005 and sent together with the sunmons to
oral proceedings, the Board pointed to the fact that in
D1 which was cited with respect to |ack of novelty, no
conposite welding wire material was clearly and

unanbi guously di scl osed and that in respect of
inventive step, inter alia the suitability of the

wel ding material for TIG and M G wel di ng processes
shoul d be consi der ed.

Oral proceedings were held on 8 Novenber 2005.

The appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.

The Respondent (patentee) requested that the appeal be

di sm ssed and that the patent be maintai ned as granted.

I n support of his request the appellant essentially

relied upon the foll ow ng subm ssi ons:

D1 disclosed the subject-matter defined in claiml1. In
particular it disclosed a duplex stainless steel wire
for welding purposes. In colum 2, lines 14 to 18 it
referred to alloys in the formof welding filler
materials and to wires, bars, plates, tubes, pipes,
billets and forgings. Also conposite wire type wel ding
material as clained in the patent in suit was inplied
by this list. Tables 1 and 2 of D1 di scl osed vari ous
ranges for the conposition of the alloys which allowed
that the conposition of an individual alloy could be
chosen such as to fall within the ranges as clained in
the patent in suit. These chosen conpositions
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accordingly led inplicitly to the clained val ues for
the PREW and Ph, as shown by the calculations filed
wth the witten subm ssions. Therefore, the subject-

matter of claim 1l | acked novelty.

D5 and D6 should be adm tted since the conpositions

di scl osed therein for the alloy were closer to the
conpositions clainmed than the conpositions disclosed in
JP- A-8260101. This applied particularly with respect to
the ranges disclosed for Ni and N which were
particularly relevant for the calculation of the Ph and
PREW val ues.

Consi dering inventive step, the closest prior art was
represented either by JP-A-8260101 which was referenced
as such in the patent in suit (paragraph 0007) or by DS5.

Starting from JP-A-8260101, both the definition and

rel evance of the PREWand the Ph val ue was al ready
indicated. Wth respect to the conposition, the Ni and
N content had to be changed in the direction shown in
D5/ D6. However, no surprising effect for the changed N
and N content has been denonstrated. Therefore, no

i nventive activity should be conceded.

Starting from D5, which disclosed a wel ding nethod for
t wo- phase stainless steel products using a welding core
wre with a general conposition with in particular Ni
and N contents very near to the clainmed conposition

The skilled person was aware that this welding filler
material could be used for inproving pitting resistance
of the weld zone of two-phase stainless steel products.
In addition, D1 also referred to an all oy conposition
of duplex stainless steel and the applicability of
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welding filler materials in the gas tungsten arc
wel di ng process and indicated their corrosion

resi stance. The skilled person woul d conbi ne the

di scl osure of these two docunents in order to inprove
pitting resistance further. The definitions of PREW and
Ph were well-known to the skilled person as
denonstrated by JP-A-8260101. Also in this case no

inventive activity was present.

Wth respect to the feature that the wel ding materi al
was conposed of a filler material envel oped by a steel
shell, this feature represented a usual and wel | -known
formalso in viewof its sinplicity of manufacturing.
This feature being i ndependent fromthe conposition
could not, therefore, support inventive step.

The respondent essentially relied upon the foll ow ng
subm ssi ons:

The subject-matter of claim1l was novel over D1 already
for the reason that it |acked a disclosure of a
conposite welding wire. Furthernore, the conposition of
the alloy of DI was different with respect to a broader
range in respect of N, and nodified ranges in respect
of & and N and narrower ranges in respect of Mo and W
PREW and Ph val ues and the basis for their cal cul ation

were not nentioned at all.

Late filed D5 and D6 should not be admtted for |ack of
rel evance since D5 and D6 di scl osed circunstances of
use which were not related to the use in both the MG
as well as the TIG processes.
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In any event, the subject-matter of claim1l involved an
i nventive step over the conbination of the teachings of
ei ther JP-A-8260101 with D5 (or D6) or the conbination

of the teachings of D5 with D1.

The technical problemwas the selection of a suitable
wel di ng conposition for super duplex stainless steel in
M G and TI G processes in order to avoid pitting
corrosion, and allow an easy manufacturing of the

wel ding material. None of the avail able docunents
pointed to this problemor provided a solution
suggesting the conbination of features of claim1 of
the patent in suit. Hence, the skilled person was not
led to choose a welding material with such
characteristics.

Reasons for the Deci sion

2641.D

The appeal is adm ssible.

Late filed docunents D5 and D6

D5 and D6 are Japanese docunents which were submtted
together with an English abstract. Not having provided
a translation, the appellant relied upon the content of
the abstract only, which therefore forns the basis of

the foll owi ng considerations.

The English abstracts refer to wel ding nethods for two-
phase stainless steel products. A welding core wwre and
its conposition is disclosed and a figure shows the

wel di ng process using an electrode 5 and a core wire 4.

Two formulas different fromthe fornul as for PREW and
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Ph values as clained are indicated but no expl anati ons
Wth respect to these fornulas or their use are given.
The conposition of the core wwre 4 is simlar to the
one clained in the patent in suit. Mreover, both D5
and D6 disclose a conposition of the core wire
conprising 6 to 12 % N and 0,08 to 0.3 % N (D5)
respectively 0.13 - 0.3 %N (D6) which is closer to the
ranges clainmed than the ranges given for these el enents
in JP-A-8260101 as acknow edged in paragraph (0007) of
the patent in suit.

In view of the ranges disclosed for Ni and N - both

el ements strongly influencing pitting corrosion and

bl owhol e formation in welding - these docunents are
consi dered of sufficient relevance for consideration in
respect of inventive step of the clainmed subject-mtter
Therefore, they are admtted into the proceedings.

Novel ty

The appel |l ant argued that D1 at least inplicitly
di sclosed a welding wire conprising a steel shell and a
filler material envel oped by the steel shell having the
conposition as clained and | eading to PREW and Ph

values falling within the clained ranges.

In colum 2, lines 14 to 18 of the description, D1
refers to an all oy having a conposition as described in
table 1. This alloy nmay be produced in various forns.
One formmentioned refers to welding filler material.

O her fornms nentioned refer to wire, bar, plate, tube,
pi pe etc.. This disclosure cannot be construed to nean,
as contended by the appellant, that the welding filler
mat eri al nay be produced in any of the forns of the
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ot her commerci al products of the alloy. Therefore, even
if it may be true that conposite welding wire is a

wel | -known formof welding filler material, no clear
and unanbi guous di sclosure of this form of welding
filler material is derivable fromDl. Therefore, the
opposi tion division's conclusion that no conposite
welding wire is clearly and unanbi guously disclosed in
Dl is well-founded.

Furthernore, as was al so pointed out by the opposition
di vision, D1 discloses in table 1 only alloy
conpositions in accordance with a broad range of

el ements, a narrow range and one typical alloy. Since
the typical alloy, while conprising elenments falling
within the ranges cl ai red does not neet the requirenent
of a PREWval ue of 42 or higher, any selection from
either the broad or narrow range to neet this

requi renment anounts to a purposive sel ecti on not
disclosed in D1. Also for this reason the subject-

matter of claim1 is novel over that disclosed in D1.

Since D5 or D6 at |east |ack any disclosure of an all oy
havi ng a conposition leading to the PREWand Ph val ues
clai med, JP-A-8260101 cited in the description of the
patent in suit requires different Ph val ues and none of
t he ot her docunents cones closer, the subject-matter of

claim1l of the patent in suit is novel.

| nventive step

The opposition division considered JP-A-8260101 to
represent the closest prior art. This docunent referred
toin the patent in suit (paragraph 0007) is concerned
with the wel ding of super duplex stainless steel and
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wWth inproving the pitting corrosion resistance and

t oughness of the weld netal section. The abstract of

JP- A-8260101 cited in the patent in suit refers to

wel ding materials of a specified conposition with a
PREW of « 42 and a Ph of 0.25 to 0.35 and to the TIG
wel di ng of duplex stainless steel (Figure 1). Therefore,
having regard to the conposition and the identical
formulas for the PREWand Ph val ues, also the Board

consi ders that JP-A-8260101 fornms the closest state of
the art.

The subject-matter of claim1 of the patent in suit
differs fromwhat is known fromthe abstract of

JP- A- 8260101 essentially in the conposition of the
wel ding material with respect to

- N (8.0to 10.0 %instead of 2.0 - 8.0 9%,
- N((0.12 to 0.24 %instead of 0.24 to 0.35 %
- the Ph value (0.12 to 0.25 instead of 0.25 to 0.35)

and in that the welding material is in the formof a
steel shell and a filler material envel oped by said
steel shell. Furthernore, the ranges or val ues,
respectively chosen in the conposition of the alloy for
S C, M, A and Co are different.

The problemto be solved starting from JP-A-8260101 as
indicated in the patent in suit (see paragraphs 0008 to
0010 and 0016) relates to providing a welding nmateri al
whi ch shoul d be applicable to both nethods, TIG
(tungsten inert gas welding) as well as to MG (netal
inert gas welding). Furthernore, the properties of
corrosion resistance, tensile strength and toughness

shoul d be inproved and an easy manufacturing nethod
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shoul d be possible. These objectives are achi eved by

the clai ned conposite wire type welding nmateri al

In none of the cited docunents could the skilled person
facing these problens find a pointer to a possible
solution, as already correctly held by the opposition
division starting fromJP-A-8260101 in respect of the
di scl osure of D1 to DA4.

As regards the appellant's argunents

that a filler material with a steel shell was the usua
formin which welding materials are used and that the
manuf acturing of a sheath with a powder core was cheap
to produce and, therefore, evidently advantageous,

that the solution as claimed was obvi ous when starting
fromthe disclosure of JP-A-8260101 and conbining it

w th know edge derivable fromeither docunent D5 or D6,

and that the solution was al so obvi ous when starting
fromthe disclosure of D5 and conbining it with that of
D1,

t he Board observers the foll ow ng:

Al t hough stating that the welding material was conposed
usual ly of a steel shell and a filler materi al

envel oped by the steel shell, the appellant failed to
provi de any evidence for such allegation. JP-A-8260101
di scloses a solid wire and the appellant admtted that
also D5 and D6 did not explicitly disclose such form of
a welding material .
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Referring to the argunent that the solution was obvi ous
ei ther when starting fromthe discl osure of

JP- A- 8260101 and conmbining it with teaching derivable
from docunent D5/ D6 or when starting fromthe

di scl osure of D5 and conmbining it with the teaching of
docunent D1, there is no indication to be found in any
of these cited docunents that the skilled person would
try to optimze the material conposition and its form
in order to allow for application in TIGas well as in
M G wel di ng.

Furthernore, there is no indication to be found in any
of these docunents that the skilled person woul d change
the Ph val ue as suggested in JP-A-8260101 (Ph of 0.25
to 0.35). Neither D5/D6 nor D1 suggest any val ue or
range for Ph. Therefore, a |low range of Ph of 0.12 to
0.25 as clained in the patent in suit is not rendered
obvi ous. According to the patent in suit, col. 4, |. 50
- 53, the reduction of the pitting corrosion resistance
in the austenitic phase, due to the restriction of the
nitrogen content, is conpensated by setting the ferrite
vol une index Ph at a | ower |evel than usual. Therefore,
the range of Ph has to be considered in conbination
with the nitrogen content. The range for N disclosed in
JP-A-8260101 (0.24 to 0.35 % is above the cl ai ned
range (0.12 - 0.24 %9 and in D1 and D5/ D6 it extends
beyond it (up to 0.30 %9. In this context, the

all egation of the appellant that the choice of the
range for N and Ni would not result in any effect is
not convincing since Nand Ni are conbined with the
ferrite volunme index in a range conpletely different
from what was known before.
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Wth respect to the NN content it is enphasized that
for calculating the ferrite volune index Ph, said
content also plays a major role. The range for N

di scl osed in JP-A-8260101 (2,0 to 8.0 % is below the
clainmed range (8.0 to 10.0 % and in D1 and D5/D6 it
extends beyond it (up to 13.0 % respectively 12.0 9.
No reason is derivable fromany cited docunent why the
skilled person should limt the range in the way as

cl ai nmed.

Sunmmi ng up, in whichever way all these docunents are
conbi ned, the skilled person did not get a suggestion
to | ower the range of Ph, to adapt the ranges and

val ues to this purpose and, thus, would not have
arrived at the subject-matter clained and achi eved the
desired result of applicability in both, MG and TIG
processes together with a particular formof the

wel ding materi al .

Therefore, the subject-matter of claim11 involves an
inventive step within the neaning of Article 56 EPC.
The sanme is true in respect of the subject-matter of
dependent clains 2 to 5. In conclusion, the grounds of
opposition under Article 100(a) EPC do not prejudice

t he mai nt enance of the patent as granted.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r man:

M Patin P. Alting van Ceusau

2641.D



