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Summary of Facts and Subm ssi ons

1029.D

Eur opean patent application No. 94 912 949. 8 published
as international publication No. WO A-94/23382 cl ai ned
a priority date from 1993 for an invention related to
the estimation of sales activities at non-reporting
sal es outl ets.

The search report published with the international
publication cited as relevant prior art, anong others,
docunent US-A-4 972 504 published in 1990 (cited as
docunent D1 in the exam nation proceedi ngs before the
EPO) .

The exam ning division refused the application for the
reason that the clained subject matter was excl uded
frompatentability under Article 52(2)(c) and (3) EPC
The grounds of the decision given in witing were
posted on 1 Septenber 2003.

The appel |l ant (applicant) | odged an appeal against the
decision, filing the notice of appeal and a debit order
in respect of the appeal fee on 17 October 2003, and on
12 January 2004, the witten statement setting out the
grounds of appeal.

On 12 January 2004 and on 1 Novenber 2006, the
appel lant filed anmended sets of clains, the independent
clainms thereof reading as follows:

Caim1l1l of the main Request filed on 12 January 2004:

"1l. A nethod for estimating sales activity of a product
at sales outlets (U1, U2) conprising:
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receiving sales data for said product froma plurality
of first sales outlets (S1-S5);

provi ding a dat abase (205) of sales outlets, said

dat abase i ncl udi ng geographi c data and characteri zi ng
data fromsaid first sales outlets (S1-S5) and at |east
one ot her sales outlet (UL, U2);

determ ning the distance ds, between said other sales
outlet (UL, U2) and each of a selected plurality of said
first sales outlets (S1-S5) using said geographic data;
formul ating a weighting factor for each of said
selected plurality of said first sales outlets and said
ot her sales outlet, said weighting factor being a
function of said distance and said characterizing data;
and

estimating the sales of said other sales outlet (U1, U2)
using said sales data for said selected first sales
outlets (S1-S5) and said weighting factors."

Claim1l1l of the first auxiliary request filed on
12 January 2004:

"1l. A nmethod for estimating sales activity of a product
at sales outlets using a data processing system (U1, U2)
conpri si ng:

receiving sales data for said product froma plurality
of first sales outlets (S1-S5);

provi ding a dat abase (205) of sales outlets, said
dat abase i ncl udi ng geographi c data and characteri zi ng
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data fromsaid first sales outlets (S1-S5) and at |east
one ot her sales outlet (UL, U2);

operating a processor to determ ne the distance ds,
bet ween said other sales outlet (Ul, U2) and each of a
selected plurality of said first sales outlets (S1-S5)
usi ng sai d geographi c dat a;

operating said processor to formulate a wei ghting
factor for each of said selected plurality of said
first sales outlets and said other sales outlet, said
wei ghting factor being a function of said distance and
said characterizing data; and

operating said processor to estimate the sales of said
ot her sales outlet (Ul,U2) using said sales data for
said selected first sales outlets (S1-S5) and said

wei ghting factors."

Claims 7 of the main and first auxiliary request filed
on 12 January 2004:

"7. A systemfor estimating sales activity of a product
at sales outlets, conprising:

a data receiver (201) for receiving sales data from
each of a plurality of first sales outlets (S1-S5);

a nmenory (205) storing a database of said first sales
outlets (S1-S5) and at | east one other sales outlet

(UL, U2), said database including geographic data and
characterizing data for each of said sales outlets; and
a processor (215) coupled to said data receiver (201)
and said nenory (205) and including a program for
causi ng sai d processor (215) to determ ne the distance
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dsy between said other sales outlet and each of a
selected plurality of said first sales outlets using
sai d geographic data; to fornmulate a weighting factor
for each of said selected plurality of said first sales
outlets and said other sales outlet, said weighting
factor being dependent on said distance and said
characterizing data; and to estimte sales of said

ot her sales outlet using said sales data fromsaid

sel ected sales outlets and said weighting factors."

Claim1 of the second auxiliary request filed on
1 Novenber 2006

"1. A systemfor estimating froma central station
product distribution of a product at a plurality of
sal es outlets, conprising;

a plurality of first sales outlets (S1-S5) each
generating product distribution;

at | east one other sales outlet (Ul, U2) not generating
product distribution;

a data receiver (201) for receiving the product

di stribution fromeach of the plurality of the first
sales outlets (S1-S5) but not fromthe at | east one
other sales outlet (U1, W2);

a menory (205) storing a database includi ng geographic
data and characterizing data for the first sales
outlets (S1-S5) and the at |east one other sales outlet
(U1, U2), and
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a central processor (215) coupled to said data receiver
(201) and said nenory (205) and including a program for:
causi ng sai d processor (215) to determ ne the distance
dsy between said at |east one other sales outlet and one
or nore selected first sales outlets using said
geographi c data; using said distance and said
characterizing data to fornulate a weighting factor for
each of said one or nore selected first sales outlets;
and estimating product distribution of said at |east
one other sales outlet using said product distribution
fromsaid one or nore selected first sales outlets and
said weighting factors."

Claim1l1l of the third auxiliary request filed on
1 Novenber 2006

"1l. A systemfor estimating froma central station
sales activity of a product at a plurality of sales
outlets, conprising;

a plurality of first sales outlets (S1-S5) coupled to a

central station

anot her sales outlet (Ul, U2) not coupled to the

central station

a data receiver (201) for receiving data fromeach of a
plurality of the first sales outlets (Sl-S5);

a nmenory (205) storing a database of said plurality of
first sales outlets (S1-S5) and the other sales outlet
(UL, U2), said database including geographic data and
characterizing data for each of said sales outlets; and
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the central processor conprises a processor (215)
coupled to said data receiver (201) and said nenory
(205) and including a programfor causing said
processor (215) to determ ne the distance ds, between
said other sales outlet and each of a selected
plurality of said first sales outlets using said
geographic data; to fornulate a weighting factor for
each of said selected first sales outlets and said

ot her sales outlet, said weighting factor being
dependent on said distance and said characterizing data;
and to estimate sales volunme of said other sales outlet
using said data fromsaid selected first sales outlets
and said weighting factors.™

Claim1l1 of the fourth auxiliary request filed on
1 Novenber 2006

"1. Apparatus for maintaining inventory based on sal es
activity of a product at outlets (UL, U2) conprising:
a central station (120) for receiving first data for
said product froma plurality of first outlets (Sl1-S5);

the central station having a database (205) of outlets,
sai d dat abase i ncl udi ng geographi c data and
characterising data fromsaid first outlets (S1-S5) and
at | east one other outlet (UL, U2);

the central station for determ ning the distance ds,
bet ween said other outlet (Ul, U2) and each of a
selected plurality of said first outlets (S1-S5) using
sai d geographi c dat a;

the central station for formulating a weighting factor
for each of said selected plurality of said first

1029.D
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outlets and said other outlet, said weighting factor
being a function of said distance and said
characterising data; and

wherein the central station is arranged for estimating
second data for said product at said other outlet (Ul
U2) using said first data for said selected first
outlets (S1-S5) and said weighting factors, and to use
t he second data for estimating inventor [sic!] at said
ot her outlet.”

Claim1l1l of the fifth auxiliary request filed on
1 Novenber 2006

"1. Apparatus for maintaining inventory based on sal es
activity of a product at outlets, conprising:

a data receiver (201) for receiving first data from
each of a plurality of first outlets (S1-S5);

a nmenory (205) storing a database of said fist outlets
(S1-S5) and at |east one other outlet (UL, U2), said
dat abase i ncl udi ng geographi c data and characteri sing
data for each of said outlets; and

a processor (215) coupled to said data receiver (201)
and said nenory (205) and including a program for
causi ng sai d processor (215) to determ ne the distance
dsy between said other outlet and each of a sel ected
plurality of said first outlets using said geographic
data; to fornulate a weighting factor for each of said
selected plurality of said first outlets and said other
outlet, said weighting factor being dependent on said
di stance and said characterising data; to estimate
second data for said product at said other outlet using
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said first data fromsaid selected outlets and said
wei ghting factors, and to use the second data to
estimate inventory at said other outlet.”

V. Oral proceedi ngs before the Board took place on
15 Novenber 2006. At the oral proceedings, the
appel l ant subm tted questions for referral to the
Enl arged Board of Appeal, which read as foll ows:
"(1) What is the correct approach to adopt in
determ ni ng whether an invention relates to subject
matter that is excluded under Article 52?

(2) How should those elements of a claimthat relate to
excl uded subject matter be treated when assessing

whet her an invention is novel and inventive under
Articles 54 and 567?

(3) And specifically:

3(a) Is an operative conputer program | oaded onto a
medi um such as a chip or hard drive of a conputer
excluded by Article 52(2) unless it produces a
technical effect, if so what is nmeant by "techni cal
effect"?

3(b) What are the key characteristics of the nethod of

doi ng busi ness excl usi on?

(4) I's a systemfor estimating product distribution for
non-reporting outlets based on weighing factors that
are a function of the distance between the non-
reporting outlets and sanple reporting outlets and the
characterization, e.g. size, of the non-reporting and
reporting outlets of a technical nature?

1029.D
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5(a) Are the exclusions of Article 52 to be treated
differently fromeach other in the way that obvi ousness
IS assessed?

5(b) Are inventions alleged to be within Article 52 to
have a different test for obviousness than other
inventions not alleged to be within Article 52?"

Questions 1, 2, 3(a), and 3(b) were explicitly taken
fromthe questions proposed for referral to the

Enl arged Board of Appeal in the "Aerotel/Mcrossan”

j udgenent of the Engl and and Wal es Court of Appeal (see
t he Judgenent in the matters of Aerotel Ltd v Telco
Hol di ngs Ltd (and ot hers) and Macrossan' s Patent
Application [2006] EWCA Civ 1371 at paragraph No. 76).

At the oral proceedings before the Board, the appellant
requested that the decision under appeal be set aside
and that a patent be granted on the basis of clains 1
to 12 of the main request, or alternatively on the
basis of the sets of clains in accordance with
auxiliary requests 1 to 5. It was further alternatively
requested to refer questions 1 to 5 to the Enlarged
Board of Appeal submtted at the oral proceedings, or
toremt the case back to the departnent of first

i nstance for further prosecution.

The appellant's subm ssions may be summari sed as
fol |l ows:

The invention provided a systemand a nethod suitable
for estimating sales or product distribution at a non-
reporting sales outlet, based on sanple sales data from
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reporting outlets, nore accurately than achi eved by
previ ous systens and net hods.

General ly, the technical contribution nmade by an

i nvention was the advance over that which was al ready
known before the priority date. The criterion whether

t hat advance was "technical" was whether it fell wthin
or outside the exclusions as specified in Article 52(2),
(3), and (4) EPC according to decision T 953/94 (not
published in Q) EPO, Reasons No. 3.1. The excl usions
wer e separate provisions and shoul d be consi dered
separately.

The present invention was independent of any business
activity, in the sense that it could be used for the
furtherance of business, but was not in itself a nethod
of doi ng busi ness. The advance was a better estimation
of total sales activity, which was technical. The
invention provided a better processing of data, which
represented physical entities.

Provi ding a database for sales outlets and the step of
determ ning di stances were technical processes. The
data processed were related to the sales activity of a
product at sales outlets; a product was clearly a
physical entity. Processing data which represented a
physical entity (sales activity of a product) and which
could affect the efficiency of a process (product

di stribution) could be said to be a further technical
effect wthin the neaning of decision T 1173/97 -
Conmput er program product/ | BM (QJ EPO 1999, 609).

Det erm ni ng di stances was a technical feature. The
mechani sm by whi ch such di stances were determ ned was
essentially irrelevant. Even if such distances could be
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derived fromthe ZI P code centroids avail able from post
office data, this should not have any bearing on

whet her or not the subject matter was regarded as

t echni cal

Formul ati ng a weighting factor, and making an estimate
using the sales data and the weighting factors were, by
any standards, steps which clearly involved technical
consi derations, and thus satisfied the requirenent for
techni cal character according to decision T 769/92 -
CGener al - pur pose managenent system SCHEI (QJ EPO 1995,
525). The systemof claim7 was an apparatus within the
meani ng of decision T 931/95 - Controlling pension
benefits systenl PBS Partnership (QJ EPO 2001, 441) and
shoul d thus be regarded as having technical character.

The present invention provided a useful tool for
operating a supply chain over a geographically

di spersed region and for controlling its inventory. The
fact that the new tool could be used in conjunction

wi th comrercial procedures did not detract fromthe
fact that it was a technical tool

The technical problemto be solved was to find a nore
accurate technique for estimating sales activity at a
gi ven outlet using a data-processing systemto process
data representing sales activity at further outlets
even al though sales activity was a di sconti nuous

function of | ocation.

Docunent D1, the closest prior art, only disclosed that
each store had an in-store device which detected,

interpreted, processed, and stored data on a real-tine
basis. The technical solution of the present invention



1029.D

- 12 - T 0154/ 04

was to neasure the distances between the various sales
outlets, to fornulate the weighting factor using that

di stance information for each of the plurality of sales
outl ets under consideration and the characteristics of
the sales outlet and then to process this data to
produce the desired estimate. There was no nention in
the prior art, of using sales data at one store to
estimate sales data at another non-reporting store on
the basis of the geographic distances between the
stores. The invention, therefore, was clearly novel and

inventive over the prior art.

The request for referral to the Enlarged Board of

Appeal was justified since the appellant expressly

di sagreed with the "COWI K approach” applied by the
Board for assessing inventive step in decision T 641/00
- Two identities/COWIK (QJ EPO 2003, 352) and in the
Pensi on Benefits decision T 931/95 (supra). This
approach introduced a legal fiction in relation to the
requi renent for an inventive step that was sinply not
intellectually honest; deem ng sonmething part of the
prior art when it was not was a perverse situation.
Assumi ng, for exanple, that the notional skilled person
had knowl edge of the mathematical nethod and conputer
program as such in decisions VICOM (T 208/ 84 -
Conputer-rel ated i nvention/VICOM QJ EPO 1987, 14) or
AT&T (T 212/ 94, not published in Q3 EPO), the renaining
i npl ementation of the invention outlined therein sinply
i nvol ved the conventional steps of programmng a
conputer and running it. The applicant would be denied

the protection for a new useful and technical invention.

The COWI K approach was clearly defective because it
used hindsight to determne the state of the art. The
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state of the art was defined as what was truly
avai l able to the public, but the obviousness assessnent
in COWIK started froma hidden, secret, position which
was logically flawed. It was sinply not right to say
that an invention was obvious froma secret starting

poi nt ..

The skilled person was the routine practitioner. He did
not know things that had not been made public. This
applied to non-technical disclosures or alleged

di scl osures just as much as to technical disclosures.
The "H TACHI approach"” used in H TACH (T 258/03 -
Auction nmet hod/ H TACH , QJ EPO 2004, 575) and Pensi on
Benefits (T 931/95 supra) was wong in that it started
an obvi ousness assessnent by giving secret, hitherto
unknown desires for the function to be achieved, to the
skilled man and pretended that that desired function

was known. |t was not.

A cl ear exanple of why the H TACH approach was w ong
in sone cases was the entire pharmaceutical industry.
The di scovery (prohibited from being patented) that
chem cal XXX cured disease YYY was the key to the

devel opment of a new drug. Once that know edge was
known, the rest of the process of devel opi ng a new drug
was routine and non-inventive. Under the H TACH
approach, therefore, all pharmaceutical patents would
be invalid.

The correct approach was that endorsed by the Enl arged
Board of Appeal in Opinion G 1/04 - D agnostic nethods
(A EPO 2006, 334), taking a narrow view on what was
excl uded, and placing enphasis on the legislature's
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del i berate use of the words "as such" in the exclusions
of Article 52 EPC.

The claimed invention should be treated as a whol e when
assessing patentability, as the conbination could be
technical even if features taken individually had to be
consi dered non-technical. The COWI K approach was in
conflict with this statenent since it considered a

cl ai m pi eceneal, with the secret, non-technical
features being extracted fromthe claimand given to

t he notional skilled man.

VIIl. The Board announced the decision on the appeal at the
end of the oral proceedings.

Reasons for the Decision

1. The appeal, although adm ssible, is not allowable.

The invention clainmed according to the main request and
auxiliary requests 1 to 3 does not neet the

requi renments of patentability and the clains of
auxiliary requests 4 and 5 include inadm ssible

amendnents for the reasons given bel ow.

The auxiliary request for remtting the case back to
the departnent of first instance for further
prosecution is to be refused since it would be to no
purpose to order further exam nation on the basis of
clainms which are not allowable on the nerits.

The further auxiliary request for a decision of the

Enl arged Board of Appeal under Article 112(1)(a) EPCis
refused. Since the reasons for this are relevant to

1029.D
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deci ding on the precedi ng appeal requests, the request
for referral will be considered first.

Referral to the Enl arged Board of Appeal

1029.D

According to Article 112(1)(a) EPC, a referral of
questions to the Enlarged Board of Appeal is only

adm ssible if a decision is required in order to ensure
uni form application of the law or if an inportant point
of law arises. The answer to the referred question
should not be nerely of theoretical or general interest,
but has to be essential to reach a decision on the

appeal in question (see, for exanple, G 3/98 - Sixth-
nmont h period/ University Patents (QJ EPO 2001, 62),
Reasons No. 1.2.3).

Under Article 16 RPBA, a question will be referred to
t he Enl arged Board of Appeal if the referring board
considers it necessary to deviate from an
interpretation or explanation of the Convention
contained in an earlier opinion or decision of the

Enl ar ged Board of Appeal

A deci sion deviating froman opinion given in another
deci sion of a board of appeal, a diverging opinion
expressed in decisions of different boards, or a
deviation from sone national jurisprudence -- for
exanple, fromthe UK case | aw of the Court of Appeal to
whi ch the appellant referred in support of its case --
are not per se valid reasons for referral (see also
Article 15 RBPA). Hence, the legal system of the

Eur opean Patent Convention gives roomfor evol ution of
the jurisprudence (which is thus not "case |law' in the
strict Angl o-Saxon neaning of the term and | eaves it
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to the discretion of the boards whether to give reasons
in any decision deviating fromother decisions or to
refer a point of lawto the Enlarged Board. The
President of the European Patent O fice may intervene
under Article 112(1)(b) EPC, in particular if the |egal
situation becomes unclear for first instance

pr oceedi ngs.

In the interest of the harnonisation of national and
international rules of |law, the boards of appeal wll
take into consideration decisions and opinions given by
national courts in interpreting the |aw (see G 5/83 -
Second nedi cal indication/ElISAl (QJ EPO 1985, 64),
Reasons No. 6). Nevertheless, in the proceedi ngs before
t he European Patent O fice, such considerations do not
exonerate a board of appeal fromits duty as an

i ndependent judicial body to interpret and apply the
Eur opean Patent Convention and to decide in |ast
instance in patent granting matters. In addition,
despite harnoni sed | egal regulations it is not self-
evident that their interpretation is also harnonised
anong different national courts, |let alone courts of
different contracting states, so that the boards of
appeal would be at a loss as to which interpretation to
follow if they did not exercise their own independent

j udgenent .

In the light of the above criteria, the request for
referral nust be refused:

Question 3(a) concerns the patentability of conputer
prograns | oaded onto a nedium which is not the subject
matter of any one of the clains requested. Hence,

al t hough possi bly of general interest, this question is
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plainly irrelevant in deciding the present appeal on
its merits.

Question 4 relates to a very specific subject matter,
namely the patentability of a systemfor estimating

product distribution for non-reporting outlets. This
i ssue neither addresses an inportant point of |aw nor
requi res any answer fromthe Enlarged Board of Appeal

to ensure the uniform application of |aw

Questions 1, 2, 3(b), and 5(a) and (b), although
concerning inportant points of law relevant to the
present appeal, do not warrant a referral to the

Enl arged Board of Appeal either since the Board has no
doubts how to answer the questions on the basis of the
Convention, follow ng the established case | aw on
patentability of inventions.

Case law rel ated to patentability of inventions

1029.D

Consi dering questions 1, 2, 3(b), and 5(a) and (b) in
nore detail, the issue raised boils down to the
application of Articles 52, 54, and 56 EPC in the
context of subject matter and activities excluded from
patentability under Article 52(2) EPC.

The constant jurisprudence of the boards of appeal as
far as it is relevant to the present case may be
sunmari sed succinctly in the follow ng principles:

(A) Article 52(1) EPC sets out four requirenents to be
fulfilled by a patentable invention: there nust be

an invention, and if there is an invention, it mnust
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satisfy the requirenents of novelty, inventive step,
and industrial applicability.

(B) Having technical character is an inmplicit requisite
of an "invention" within the neaning of Article 52(1)
EPC (requirenment of "technicality").

(© Article 52(2) EPC does not exclude from
patentability any subject matter or activity having
techni cal character, even if it is related to the
itens listed in this provision since these itens are
only excluded "as such" (Article 52(3) EPC)

(D) The four requirenents invention, novelty, inventive
step, and susceptibility of industrial application
are essentially separate and i ndependent criteria of
patentability, which may give rise to concurrent
obj ections. Novelty, in particular, is not a
requi site of an invention within the neani ng of
Article 52(1) EPC, but a separate requirenent of
patentability.

(E) For exam ning patentability of an invention in
respect of a claim the claimnust be construed to
determ ne the technical features of the invention,
i.e. the features which contribute to the technical

character of the invention.

(F) It is legitimite to have a mx of technical and
"non-technical" features appearing in a claim in
whi ch the non-technical features may even forma
dom nating part of the clained subject matter.
Novelty and inventive step, however, can be based
only on technical features, which thus have to be

1029.D
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clearly defined in the claim Non-technical features,
to the extent that they do not interact with the
techni cal subject matter of the claimfor solving a
technical problem i.e. non-technical features "as
such"”, do not provide a technical contribution to
the prior art and are thus ignored in assessing

novelty and inventive step.

(G For the purpose of the problem and-sol ution
approach, the problem nmust be a technical problem
whi ch the skilled person in the particular technical
field mght be asked to solve at the rel evant
priority date. The technical problem may be
formul ated using an aimto be achieved in a non-
technical field, and which is thus not part of the
techni cal contribution provided by the invention to
the prior art. This may be done in particular to
define a constraint that has to be nmet (even if the
aimstens froman a posteriori know edge of the

i nvention).

These principles have indeed a clear and consi stent
basis in the Convention and in the case | aw of the
boards of appeal and the Enl arged Board of Appeal, in
particul ar.

The fundanmental provision of the EPC which governs the
patentability of inventions is Article 52(1) EPC, which
reads:

"European patents shall be granted for any
i nventions which are susceptible of industrial
application, which are new and whi ch invol ve an

i nventive step."
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The wordi ng of the anended provision in the revised
Convention EPC 2000 is:

"European patents shall be granted for any
inventions, in all fields of technol ogy, provided
that they are new, involve an inventive step and

are susceptible of industrial application.”

Article 52(1) EPC expresses the fundanental maxi m of

t he general entitlenent to patent protection for any
inventions in all technical fields (see G 5/83 (supra),
Reasons No. 21; G 1/98 - Transgeni c plant/NOVARTI S ||
(Q3 EPO 2000, 111), Reasons No. 3.9; G 1/03 -

Di scl ai ner/ PPG (QJ EPO 2004, 413), Reasons No. 2.2.2,
G 1/04 (supra), Reasons No. 6). Any limtation to the
general entitlenment to patent protection is thus not a
matter of judicial discretion, but nust have a clear

| egal basis in the European Patent Conventi on.

The application of Article 52(1) EPC presents a problem
of construction as there was no | egal or commonly
accepted definition of the term"invention" at the tine
of conclusion of the Convention in 1973. Mreover, the
EPO has not devel oped any such explicit definition ever
since, for good reasons. The second paragraph of
Article 52 EPC is nerely a negative, non-exhaustive
list of what should not be regarded as an invention
within the neaning of Article 52(1) EPC. It was the
clear intention of the contracting states that this
list of "excluded" subject matter should not be given a
too broad scope of application, as follows fromthe

| egislative history of Article 52 (2) EPC, then
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Article 50, anended on initiative of the Gernman
del egation with the reasoning:

"This could lead to the erroneous concl usion that
a broad interpretation should be given to itens
not limted in this way in paragraph 2."

(see the Historical Documentation (Travaux
préparatoires) relating to the European Patent
Convention, Munich 1999, docunent M 11 of March 1973,
Vol . 35E, No. 21 and docunent M PRI, Vol. 42E, No. 42).

Par agraph 3 of the present Article 52 EPC was
introduced as a bar to such a broad interpretation of
Article 52(2) EPC. By referring explicitly to the
"patentability of the subject-matter or activities",
paragraph 3 actually enshrined the entitlenment to
patent protection for the non-inventions enunerated in
paragraph 2 -- albeit restricting the entitlenent by
excluding patentability "to the extent to which the
Eur opean patent application or European patent rel ates
to such subject matter or activities as such”

7. The intention of Article 52(3) EPC was clearly to
ensure that anything which was a patentable invention
bef ore under conventional patentability criteria should
remai n patentabl e under the European Patent Conventi on.
That no paradigmshift was intended may al so be seen
fromthe fact that e.g. Switzerland as a contracting
state has considered it unnecessary ("uberfllssig") to
include the contents of Article 52(2) and (3) EPC in
t he national regul ati ons when harnonising themwth the
EPC (see "Botschaft des Bundesrates an die
Bundesver sanm ung Uber drei Patent iberei nkommen und di e
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Anderung des Patentgesetzes", 76.021, 24 March 1976
page 67).

As expressed in the VICOM decision T 208/ 84 (supra),
Reasons No. 16, "decisive [for the invention to be
patentable] is what technical contribution the
invention as defined in the clai mwhen considered as a
whol e makes to the known art". This principle is
referring to the patentable invention, i.e. an
invention neeting all the patentability criteria of the
Convention. VICOMthus does not postulate that the
technical contribution to the prior art is the actual
criterion to be applied for deciding on the requirenent

of invention.

Taki ng into account object and purpose of the
patentability requirenments and the | egal practice in
the contracting states of the EPO the boards of appeal
consi dered the technical character of the invention to
be the general criterion enbodied in paragraphs 2 and 3
of Article 52 EPC (see, for exanple, decisions T 22/85
- Docunent abstracting and retrieving/|1BM (QJ EPO 1990,
12), Reasons No. 3, Pension Benefits T 931/95 (supra),
Reasons No. 2, and nore recently decisions T 619/02 -
Qdour sel ection/ QUEST | NTERNATI ONAL (QJ EPO 2007, 63),
Reasons No. 2.2 and T 930/05 - Modellieren eines
Prozessnet zwer kes/ XPERT (not published in QJ EPO),
Reasons No. 2). By having technical character, any
product, nethod etc., even if formally relating to the
list enunerated in paragraph 2, is not excluded from
patentability under paragraphs 2 and 3 of Article 52
EPC.
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It was indeed al ways common ground that creations in
engi neering and technol ogy were entitled to patent
protection under the European Patent Convention. As the
Board judged in T 930/05 (supra), Reasons No. 2,

this criterion is reflected by the internal |ogic of
Article 52(1) and (2) EPC. The nere fact that the
Article 52(2) list of itens not to be regarded as

i nventions is non-exhaustive ("in particular") is

i ndi cative of the existence of an exclusion criterion
common to all those itens and allowing for additions to
the list that were thought possible. The enuneration of
typical non-inventions in Article 52(2) EPC covers

subj ects whose common feature is a substantial |ack of
techni cal character. The fornulation of the | aw
ultimately derives fromthe classical notion of

i nvention adopted, which distinguishes between
practical scientific applications and intell ectual

achi evenments in general. The connection of the notions
of invention and technical character of the invention
arises imredi ately, because the list of exclusions in
Article 52(2) EPC, with its reference to Article 52(1)
EPC, nust be viewed as a negative definition of the
notion of invention. This connection is also inherent
in other provisions of the EPC, such as Articles 18 and
56 and Rules 27(1) and 29(1) EPC, which clearly express
this underlying principle of patent |aw.

The technical character as a | egal requirenent of

i nvention was expressly confirnmed by the Conference of
the Contracting States to Revise the European Patent
Convention of 20 to 29 Novenber 2000. Revised

Article 52(1) EPC was approved by the contracting
states on the basis of the Basic Proposal for the
Revi si on of the European Patent Conventi on,
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docunent MR/ 2/00, which is hence -- as part of a
subsequent agreenent between the contracting states
concerning the EPC -- a valid instrument for construing
t he Convention according to the traditional rules of
interpretation (see decision G 5/83 (supra), Reasons
No. 5, rule (4), and the corresponding Article 31 of

t he Vi enna Convention on the Law of Treaties of 1969).

The Basic Proposal clearly confirnms that patent
protection should be available to technical inventions
of all kinds (MR 2/00e, page 43, No. 1) and that the
techni cal character is a mandatory requirenment for any
pat ent abl e i nventi on. Paragraph No. 4 is very explicit
on this point; it says:

"4. Neverthel ess, the point nust be nade that
patent protection is reserved for creations in the
technical field. This is now clearly expressed in
the new wording of Article 52(1) EPC. In order to
be patentable, the subject-matter clai ned nust

t herefore have a "technical character” or to be
nore precise - involve a "technical teaching", ie
an instruction addressed to a skilled person as to
how to solve a particular technical problem using
particular technical nmeans. It is on this
understanding of the term"invention" that the
patent granting practice of the EPO and the
jurisprudence of the Boards of Appeal are based.
The sane considerations apply to the assessnent of
conmput er prograns.

Thus, it wll remain incunbent on Ofice practice
and case |law to determ ne whet her subject-matter

clainmed as an invention has a technical character
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and to further devel op the concept of invention in
an appropriate manner, in light of technical

devel opments and the state of know edge at the
time."

The presence of technical character in an invention (as
well as for the industrial applicability) is an

absol ute requirement that does not inply any new
contribution to the prior art. Naturally, however, a
pat entabl e invention, i.e. an invention neeting al
criteria of patentability, nust provide a novel and

inventive technical contribution to the prior art.

Fromthe wording of Article 52(1) EPC and the use of
the term"invention"” in the context of the
patentability criteria, it is clear that the

requi renents of invention, novelty, inventive step, and
susceptibility of industrial application are separate
and i ndependent criteria, which may give rise to

concurrent objections under any of these requirenents.

This construction of Article 52(1) EPC has a clear
basis in the case | aw of the Enl arged Board of Appeal.

| nvoki ng the exanpl e of a discovery having no novel
techni cal features, the Enlarged Board of Appeal stated
in G2/88 - Friction reducing additive/ Mbile QI 111
(QJ EPO 1990, 93), Reasons Nos. 7.2, 7.3, and 8:

"7.2 [...] the claimcontains no novel technical
feature and is invalid under Article 54 (1) and (2)
EPC (because the only technical features in the

claimare known).
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7.3 Inrelation to such a cl ai mhaving no novel
technical feature, there is of course no need to
consi der whether the clained invention is in
respect of a discovery [...] or is otherw se
excluded frompatentability by virtue of

Article 52(2) EPC

8. [...] In a particular case, it is possible that
there may be concurrent objections under

Article 54 (1) and (2) EPC and under Article 52 (2)
and (3) EPC. They are distinct objections,

however . "

In decision G 1/95 - Fresh G ounds for Opposition/DE LA
RUE (QJ EPO 1996, 615), Reasons Nos. 4 ff., it is said:

"4.3 [...], Article 100(a) EPC sinply refers,
apart fromthe general definition of patentable

i nventions according to Article 52(1) EPC, and the
exceptions to patentability according to

Article 53 EPC, to a nunber of definitions
according to Articles 52(2) to (4) and 54 to 57
EPC, which specify "invention", "novelty",
"inventive step" and "industrial application”

whi ch, when used together with Article 52(1) EPC,
define specific requirenents and therefore form
separate grounds for opposition in the sense of
separate | egal objections or bases for

opposi tion.™

In decision T 1002/92 - Queuei ng system PETTERSSON ( QJ
EPO 1995, 605), the appellant argued that the clained
subj ect-matter did not involve any contribution to the
in a field not excluded frompatentability since
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the only claimfeature not disclosed in the prior art
was not a technical feature, giving rise to the
foll ow ng consideration (Reasons No. 1):

"I'n the board's view, these subm ssions result
froma msinterpretation of the relationship
between Articles 52 and 56 EPC. In a case such as
the present, a first question to be considered is
whet her the appellant is correct in his contention
that the subject-matter of claim1 does not
constitute an "invention" wthin the nmeaning of
Article 52(1) EPC. If, contrary to the appellant's
contention, such subject- matter is not excluded
from bei ng patentable under Article 52 EPC, a
further and separate question, also raised by the
appel lant, is whether the clainmed subject-matter

i nvol ves an inventive step."

The exam nation whether there is an invention within
the neaning of Article 52(1) to (3) EPC should hence be
strictly separated fromand not m xed up with the other
three patentability requirements referred to in

Article 52(1) EPC. This distinction abstracts the
concept of "invention" as a general and absolute

requi renent of patentability fromthe relative criteria
novelty and inventive step, which in an ordinary
popul ar sense are understood to be the attributes of
any invention, as well as fromthe requirenent of
industrial applicability. Decisive for the presence of
a (potentially patentable) invention is the inherent
character of the clained subject-matter.

The di stinction between the absol ute requirenent of

invention and the relative requirenents of novelty and
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inventive step is not unknown in the national
jurisprudence. For exanple, Lord Justice Mustill of the
Engl and and Wal es Court of Appeal observed in the
judgenent in re CGenentech Inc.'s Patent [1989] R P.C.
147, pages 262 f.:

"This suggestion of a need to identify the
invention leads ne to a part of the case which
have found nost perpl exing. Mdst of the argunents
have been concentrated on the three conditions
precedent to the grant of a patent set out in

par agraphs (a) to (c) of section 1(1) -- and
under st andably so, given the shape of the old | aw
But this approach tends to nmask a nore fundanent al
requi rement which nust be satisfied before a
patent can be properly be granted, nanmely that the
appl i cant has made an "invention". [...]

[...] To ny mnd this shows that the question
whet her the cl ai mdiscl oses anything which can be
descri bed as an invention nust be answered in the
affirmati ve before conpliance wi th paragraphs (a)
to (d) becones relevant: and the wordi ng of
Article 52 in all three | anguages is even nore
plainly to the same effect. [...]

[...] It mght, at first sight, seemthat this
adds a whol |y unnecessary conplication, where

par agraphs (a) to (c) do all that is necessary to
define the perm ssible subject matter of the
nmonopoly, and that it is absurd to speak of an

i nvention which does not involve an inventive step
--- as one nust be ready to do, if the
interpretation just suggested is sound [...].
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Thus, al though the objection to a patent on the
ground that it nonopolises sonmething which is not
an invention will very often overlap another
potential objection --- and such an el enent of
overlapping is nothing newin patent law --- it is
none the | ess a separate el enment which, in the
appropriate case, ought to be separately

i nvestigated."

The German Federal Court of Justice (Suprene Court) has
adopted a sim |l ar broad concept of "invention"; for
exanple in decision X ZB 20/ 03 - El ektroni scher

Zahl ungsver kehr [El ectronic banking] of 24 May 2004
(see Reasons Nos. Il 3. b) (1) and Il 4.), it stated

t hat :

"(1) [...] The degree to which [the subject-matter]
is known, however, is an aspect relating to the
patenting requirenents of novelty and inventive
step, not to the question of exclusion from
patentability (Sections 3 and 4 Gernman Patent Law).
As the Senate has already stated in connection
with the requirenent of having a technical nature
(BGHzZ 143, 255, 263 - Logic verification), even in
t he case of conputer-related teachings or those
usi ng data processing, the results of the
eval uation as to whether a concrete technical
probl em exi sts and has been solved or whether, in
t he absence thereof, a |egal exclusion from
patentability applies under Section 1 paragraph 2
No. 3 and paragraph 3 German Patent Law cannot
depend on whether the proposal to be assessed is

new and i nventive."



1029.D

- 30 - T 0154/ 04

"4, The CGerman Federal Patent Court will therefore
have to subject the application to a further
substanti ve exam nati on, whereby the exam nation
as to the legal patenting requirenments and
exclusions frompatentability does not have to be
performed in any particular order. [...]"

(Translation from

"(1) [...] Dessen Bekanntheit hingegen ist ein
Gesi cht spunkt, den nicht die Frage eines

Pat ent i erungsausschl usses, sondern di e nach den
Pat ent i erungsvor ausset zungen der Neuheit und der
erfinderischen Tatigkeit (88 3, 4 PatG beruhrt.
We der Senat bereits hinsichtlich des
Erforderni sses der Techni zitat ausgefihrt hat
(BGHz 143, 255, 263 - Logi kverifikation), darf
auch bei conmput er bezogenen oder Datenverarbeitung
nut zenden Lehren die Wertung, ob ein konkretes

t echni sches Probl em besteht und gel 6st wi rd oder
ob mangel s ei nes sol chen ein gesetzlicher

Pat enti erungsausschluss nach 8 1 Abs. 2 Nr. 3,
Abs. 3 PatG greift, imErgebnis nicht davon
abhé&ngen, ob der zu beurteil ende Vorschlag neu und
erfinderisch ist.”

"4. Das Bundespatentgericht wird deshalb die
Annel dung ei ner erneuten sachlichen Prifung
unt er zi ehen missen, wobei hinsichtlich der
geset zl i chen Patentierungsvoraussetzungen und
Pat ent i erungsausschl tisse kei ne bestimte

Pr uf ungsr ei henf ol ge ei ngehal ten werden nuss.

[...1")
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These views are entirely consistent with the | egal
concept of "invention" applied by the Board in the
context of Article 52(1) to (3) EPC, which should not
be m xed up with the [ayman's ordi nary understandi ng of
invention as a novel, and often also inventive
contribution to the known art. Using these two very

di fferent concepts of invention in one breath would be
a legal fallacy.

The "technical effect approach” endorsed by Lord
Justice Jacob in the Aerotel/Mcrossan judgenent (see
par agr aphs Nos. 26(2) and 38) seens to be rooted in
this second ordinary neaning of the terminvention, a
practice which m ght be understandable "given the shape
of the old law' (Lord Justice Mustill, loc.cit.), but
which is not consistent with a good-faith
interpretation of the European Patent Convention in
accordance with Article 31 of the Vienna Convention on
the Law of Treaties of 1969.

Actual ly, any reference to the prior art in the context
of Article 52(2) and (3) EPC would lead to
insurnountable difficulties; the prior art, the "state
of the art” in the term nology of the Convention, is a
conpl ex concept finely tuned by a conbination of
provisions, Articles 54 to 56 EPC, and dependi ng on the
filing and priority dates of the application or patent
as well as on the patentability requirenent invol ved.
There is, however, no rul e whatsoever defining the
prior art which should be applied in the context of
Article 52(2) EPC. It is sinply inconceivable that the
contracting states m ssed such an inportant point in

t he concl usi on of the Convention. Hence, there are
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convi nci ng reasons why the "contribution” or "techni cal
effect" approach shoul d be abandoned, which the boards
did sone ten years ago.

The "technical effect approach (with the rider)"
applied in the Aerotel/Macrossan judgenent is
irreconcilable with the European Patent Convention al so
for the further reason that it presupposes that "novel
and inventive purely excluded matter does not count as
a 'technical contribution'" (Aerotel/Mcrossan, e.dg.

par agraph No. 26(2)). This has no basis in the
Convention and contravenes conventional patentability
criteria; referring e.g. to mathenatical nethods and to
di scoveries, the Enlarged Board of Appeal said in
decision G 2/88 (supra), Reasons No. 8:

"[...], as was recognised in Decision T 208/ 84
[...] (dealing there with a mat hematical nethod
rat her than a discovery, but the sanme principle
applies), the fact that the idea or concept
underlying the clainmed subject-matter resides in a
di scovery does not necessarily nmean that the

cl ai med subject-matter is a discovery 'as such'"

In fact, a non-technical feature may interact with
technical elenments so as to produce a technical effect,
e.g. by its application for the technical solution of a
techni cal problem (see for exanple Opinion G 1/04
(supra), Reasons Nos. 5.2 ff.). If this is true for

sone purely excluded matter, for exanple the

intellectual exercise cited in the Qpinion, then -- to
the extent it contributes to the technical effect -- it
nmust count as a contribution to the technical character.
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Whereas novelty is not necessary to establish the
techni cal character of an invention, the converse is
not true as novelty and inventive step can only be

est abli shed on the basis of the technical features of
the invention. This is inline with the case | aw of the
boards of appeal; for exanple, the Enlarged Board of
Appeal said in decision G 2/88 (supra), Reasons No. 7:

"7. [...], the clains of a European patent should
clearly define the technical features of the

subj ect invention and thus its technical subject-
matter, in order that the protection conferred by
t he patent can be determ ned and a conparison can
be made wth the state of the art to ensure that
the clained invention is inter alia novel. A
claimed invention | acks novelty unless it includes
at | east one essential technical feature which

di stinguishes it fromthe state of the art.

When deci di ng upon the novelty of a claim a basic
initial consideration is therefore to construe the
claimin order to determne its technica

features.”

"7.2 [...] if onits proper construction the claim
contains no technical feature which reflects such
new use, and the wording of the claimwhich refers
to such new use is nerely nental in nature and
does not define a technical feature, then the

cl ai m contai ns no novel technical feature and is
invalid under Article 54(1) and (2) EPC (because
the only technical features in the claimare

known) . "
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Fromthis distinction between the technical features
and non-technical features ("nerely nental in nature"
in the citation above), it nust be inferred that non-
technical features to the extent that they do not
interact with technical features to produce a technical
ef fect cannot establish novelty or inventive step (see
al so the decisions cited in "Case Law of the Boards of
Appeal of the European Patent O fice", fifth edition,
Decenber 2006, European Patent O fice 2006, chapter
|.D.8.4). The Aerotel/Macrossan judgenent at paragraph
No. 27 makes the comment that to "deem the new nusic or
story part of the prior art (the device of Pension
Benefits and Hitachi) is sinply not intellectually
honest”. However, this m sses the point of the approach
used by the Board to determ ne the technical features
inaclaimif technical and non-technical aspects are
tightly intermingled in a mxed type claim as it is
typically the case with conputer-inplenmented inventions
(see, for example, decisions T 172/03 - O der
managenent / RI COH (not published in Q3 EPO, Reasons Nos.
4 ff. and T 619/02 (supra), Reasons No. 4.2).

For the purpose of the problem and-sol ution approach
devel oped as a test for whether an invention neets the
requi renent of inventive step, the problemnust be a
techni cal problem (see the COWIK decision T 641/00
(supra), Reasons Nos. 5 ff.). The definition of the
techni cal problem however, is difficult if the actual
novel and creative concept making up the core of the
clainmed invention resides in the real moutside any
technological field as it is frequently the case with
conputer inplemented inventions. Defining the problem
wi thout referring to this non-technical part of the
invention, if at all possible, will generally result
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either in an unintelligible vestigial definition, or in
an contrived statenent that does not adequately reflect
the real technical contribution provided to the prior
art.

The Board, therefore, allowed in COWIK an aimto be
achieved in a non-technical field to appear in the
formul ati on of the problemas part of the franmework of
the technical problemthat is to be solved, in
particular as a constraint that is to be net (Reasons
No. 7). Such a fornulation has the additional,
desirabl e effect that the non-technical aspects of the
cl ai med invention, which generally relate to non-
pat ent abl e desi derata, ideas, and concepts and bel ong
to the phase preceding any invention, are automatically
cut out of the assessnment of inventive step and cannot
be m staken for technical features positively
contributing to inventive step. Since only technical
features and aspects of the clained invention should be
taken into account in assessing inventive step, i.e.

t he i nnovation nust be on the technical side, not in a
non-patentable field (see al so decisions T 531/03 -

Di scount certificates/ CATALINA (not published in Q3 EPO
Reasons Nos. 2 ff., and T 619/02 (supra), Reasons

No. 4.2.2), it is irrelevant whether such a non-
techni cal ai mwas known before the priority date of the
application, or not.

Thi s approach, although not nmade explicit before the
COWI K decision T 641/00, is inline with the case | aw
of the boards of appeal as shown for exanple fromthe
anal ysis of sone earlier decisions in decision T 764/02
- Banki ng Servi ces/ ONLI NE RESOURCES (not published in
Q) EPO, Reasons No. 11.

1029.D
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In summary, the practice and case | aw of the Board
referred to in the questions 1, 2, 3(b), and 5(a) and
(b) have a sound |l egal basis in the Convention and are
consistent with the case | aw of the boards of appeal
and the Enl arged Board of Appeal. To decide on the
present appeal, an answer of the Enlarged Board of
Appeal to any of these questions is thus not required,
and hence the request of referring these questions nust
be refused.

Patentability: Requirenent of invention

Mai n request

18.

19.

1029.D

Claim1 of the main request defines a nethod for
estimating sales activity of a product at a (non-
reporting) sales outlet. The estimated sales activity
is calculated essentially by correlating sal es
activities at reporting sales outlets according to the
respective di stance between the non-reporting sal es
outl et and the respective reporting sales outlet (see
claim1 and the WO publication, page 4, lines 33 ff.
and page 8, lines 3 to 36, for exanple). Such a nethod
is not an invention within the nmeaning of Article 52(1)
to (3) EPC.

Creating informati on about sales activities or other
types of business data using mathematical and
statistical nethods to evaluate data gathered fromthe
respective business environnent is a business research
activity, which Iike other research nethods does not
serve to solve a technical problemrelevant to any
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technical field. The Board judges that in analogy to
schenes, rules, and nmethods of doi ng busi ness, nethods
of business research are excluded "as such"” from
patentability under Article 52(2)(c) and (3) EPC.

Interacting with and exploiting information about the
physi cal word belongs to the very nature of any

busi ness-related activity. Accepting such features as
sufficient for establishing patentability woul d render
t he exclusion of business nethods under Article 52(2)(c)
EPC neani ngl ess. Therefore, the Board judges that

gat hering and eval uating data as part of a business
research nethod, even if the data relates to physical
parameters or geographic information as in the present
case, do not convey technical character to a business
research nethod if such steps do not contribute to the
techni cal solution of a technical problem

Det erm ni ng sal es data and geographi cal distances

bet ween outlets and using this data to estimate sal es
at specific outlets by neans of the statistical nethod
claimed and disclosed in the application do not solve
any technical problemin a technical field. The
definitions in claim1 do not inply the use of any
techni cal system or neans. The term "database", in
particular, may be construed to designate any
collection of data so that claim 1 enconpasses nethods
whi ch may be perforned w thout using any technical
means at all.

The nmethod of claim1l is hence excluded from
patentability under Article 52(1), (2)(c) and (3) EPC.
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Auxi liary request 1

22.

Auxiliary request 1 explicitly clains technical means
(processor) to performindividual steps of the nethod.
From the HI TACH decision T 258/ 03 (supra), Reasons Nos.
4.1 to 4.7, it follows that the clained nethod is an
invention in terns of Article 52(1) EPC

Requi renment of inventive step

23.

24.

25.

1029.D

For assessing inventive step, the systemclains 7 of
the main request and auxiliary request 1, and the
systemclainms 1 of auxiliary requests 2 and 3 nmay be
consi dered together since the technical subject matter
of these clains is only marginally different.

The cl ai ned system essentially consists of a central
station connected to a plurality of first (reporting)
sal es outlets providing sales data to the central
station for estimating sales (product distribution,

sal es volune) of at |east one other (non-reporting)

sal es outlet. Regarding such a system there is general
consent that docunment Dl is a relevant piece of prior
art and an appropriate starting point for assessing

i nventive step.

In the term nol ogy of the present application,

docunent D1 discloses a systemconprising a plurality
of first sales outlets (figure 1: store 1,..., store N)
whi ch generate sal es data/vol unme/distribution
(identification of the retail store, date of
transaction, universal product code UPC, quantity
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purchased etc. enabling a 'market basket' analysis, see
colum 7, lines 19 to 45).

This prior art systemfurther conprises a central
station ("central site 24", see figures 1 and 7)
receiving these sales data via a data receiver

("tel ephone 102") fromeach of the first sales outlets
(see colum 11, lines 14 to 23, and columm 16, lines 19
to 35). A nenory stores a database including data for
each of the sales outlets ("very large direct access
storage device DASD 112", see in particular colum 16,
lines 40 to 45). This database stores data required for
mar ket anal ysis, for exanple characteristic data and
geographic data (see colum 7, lines 21 f. and

colum 19, lines 66 ff.).

A central processor/processor ("central processor 110",
"central processor 114", see figure 7 and col um 16,
lines 49 to 55) processes the data, for exanple by
"perfornfing] statistical calculations necessary in
produci ng out put reports for custoners of the market
research systent.

The cl ai ned system according to the present requests is
di stingui shed therefromby the follow ng features:

- There is at | east one other sales outlet not
generating sal es data/product distribution
and/ or not coupled to the central station.

- The system provides a different market anal ysis;
t he sal es, geographic, and other characteristic
data are processed to estimate sal es/ product
di stribution/sales volune at the at | east one
ot her sales outlet on the basis of a nethod and
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al gorithm specifically disclosed in the present
appl i cation.

The contribution to the prior art is the use of the
known system for perform ng a new market anal ysis
different fromthe statistical calculations disclosed
in docunent D1 and hence requiring the inplenmentation
of a new algorithmfor processing the sales data and
creating the desired information about the non-
reporting sales outlets. This, however, does not inply
the use of any new technical nmeans. The contribution to
the prior art is therefore limted to the

i npl ementation of the new al gorithm

For the reasons given above, this new algorithm and the
met hod of estimating sales activity at a non-reporting
outlet are part of a business research nmethod and do
not contribute to the solution of any technical problem
They have thus to be ignored in assessing inventive
step. The only technical aspect of the clained system
namely to use a processor to inplenent the non-
techni cal nethod and the corresponding algorithm is an
obvi ous consequence of using conmputer systens for

mar ket analysis |like in docunent Dl1. Hence, the main
request and the auxiliary requests 1 to 3 are not

al l owabl e for lack of inventive step (Article 56 EPC)

| nadm ssi bl e amendnents (auxiliary requests 4 and 5)

29.

1029.D

Clains 1 of auxiliary requests 4 and 5 are directed to
an "apparatus for maintaining inventory based on sal es
activity of a product at outlets". The application as
originally filed, however, does not disclose the

mai nt enance of inventory as an object of the invention.
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The whol e application is directed to estimating sal es
activities at at |east one non-reporting outlet (see
for exanple the summary of the invention at pages 4 to
10 and the clainms as originally filed). The very short
reference to "maintain proper inventory" on page 1
refers only to the background of the invention, not to
t he actual invention disclosed in the application.
There is no link derivable fromthe application
docunents which could |lead the skilled reader fromthe
estimation of sales data at a non-reporting outlet to
the idea of maintaining inventory, |let alone how any
estimated data would enter into such maintenance.

The appel |l ant argued that such an idea woul d be obvi ous
to the skilled reader fromthe original disclosure.
However, this does not neet the standard to be applied
under Article 123(2) EPC, nanely that anmendnents nust
be derivable fromthe original disclosure in a direct
and unanbi guous manner. Clains 1 of auxiliary requests
4 and 5 are thus not adm ssible under Article 123(2)
EPC.

1029.D
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

T. Buschek S. V. Steinbrener

1029.D
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