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Summary of Facts and Subm ssi ons
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The appeal |ies against the decision of the Exam ning
Di vision dated 22 Cctober 2003 to refuse the European
pat ent application No. 98 913 144.6.

The Exam ning Division objected in the first and sole
conmuni cation pursuant to Article 96(2) and Rule 51(2)
EPC inter alia that the subject-matter of all clains
was not new (Article 52(1) and 54 EPC) and stated that
t here appeared to be no possibility of overcomng this
obj ection by anendnents to the clains.

Wth his response the applicant subm tted anmended
clainms and, after presenting his argunents on the
obj ections raised by the Exam ning Division, stated
t hat :

"It is believed that we have responded to each and
every one of the Exam ner's objections as we understand
them If the Examiner is of the view that there remains
an outstanding matter then the Exam ner is requested to
t el ephone the undersigned. It is, in any event,
requested that no adverse dispositions be taken to this
application without providing the applicant with an
opportunity of being heard." (Enphasis added by the
Boar d)

The Exam ning Division did not issue a further

communi cation or contact the applicant before issuing

t he deci sion under appeal. In the decision it is stated
under the point titled "Procedural Matters":
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"Regarding the applicant's request in the letter of
04.12.2002 for a tel ephone call fromthe exam ner or a
further opportunity to be heard, the exam ning division
notes that the exam ning division shall exercise its

di scretion in deciding whether to invite the applicant
to file further observations before issuing a decision
(Article 96(2) EPC). According to decision T 162/82 of
t he Board of Appeal such discretion should be exercised
in favour of inviting the applicant to file further
observations if there is a reasonabl e prospect that
such an invitation could |ead to the grant of a patent.
In the present case no patentable subject-matter is
contained in the clains or is apparent fromthe
application docunents as a whole. Thus, in the opinion
of the exam ning division, there is no reasonabl e
prospect for the grant of a patent. Consequently, the
applicant's request is refused.

In this respect, reference is made also to the
decisions T 84/82, T 161/82, T 300/89 of the Board of
Appeal according to which the refusal of an application
after the first conmunication is justified, if, as in
the present case, after the applicant's reply decisive
obj ections agai nst patentability remain valid."

The appel |l ant (applicant) |odged an appeal against the
above decision on 17 Decenber 2003 together with the
statement setting out the grounds of appeal. The appeal
fee was paid on the sane day.
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The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of a main, first or second auxiliary request, which
were filed together with the statement of grounds of
appeal .

He further requested the reinbursenment of the appeal
fee, as the decision to refuse the application in suit
was gi ven without providing the applicant with an
opportunity of being heard at oral proceedings, this
anounting to a substantial procedural violation.

In view of the substantial procedural violation by the
Exam ning Division, and bearing in mnd the rapidity in
whi ch devel opments are nmade in the particular field of
the application, an accel erated appeal procedure was
further request ed.

In a comuni cation the Board expressed its view that a
substantial procedural violation had been conmtted and
invited the appellant to indicate whether the Board
should remt the case to the first instance departnent
for further prosecution or should itself decide on the
substanti ve issues of the appeal.

In his reply to the conmuni cation, the appell ant
requested that the case be remtted to the Exam ning
Division for further prosecution on the basis of the
requests submtted with the letter of 17 Decenber 2003
and repeated his request for refund of the appeal fee.
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Reasons for the Decision

2.2
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The appeal is adm ssible.

Procedural nmtters

It follows fromthe facts of the case set out in item
|1 above that in his reply to the comuni cation of the
Exam ning Division the appellant had requested a

tel ephone call fromthe exam ner in the event that

t here was outstanding matter, and in any event an
opportunity to be heard before an adverse di sposition
was taken to the application.

According to the appellant this | ast request was a
request for oral proceedings under Article 116 EPC
whi ch shoul d not have been dism ssed by the Exam ning
D vision, as oral proceedings are mandatory and not

di scretionary. Mreover, if there remained any doubts
as to whether or not oral proceedi ngs were requested,
clarification should have been sought fromthe
applicant (cf. T 283/88).

In the decision under appeal the Exam ning D vision

di sm ssed the request for a telephone call to the
applicant and, in connection with the request for a
further opportunity of being heard, pointed out its

di scretionary power under Article 96(2) EPC to issue a
further conmunication, referring to several decisions
of the Boards of Appeal according to which the refusal
of an application after the first comrunicati on was
justified if decisive objections against patentability
remai ned (cf. T 84/82, T 161/82, T 300/89).
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The Board does not concur, for the foll ow ng reasons,
with the appellant that a request for an opportunity of
bei ng heard is an unanbi guous request for oral
proceedi ngs according to Article 116(1) EPC.

Article 113(1) EPC stipul ates that the decisions of the
EPO shall only be based on grounds or evidence on which
the parties concerned have had an opportunity to
present their comrents. This principle is often quoted
as the right to be heard. The opportunity for the party
to present comments or for being heard by the conpetent
EPO departnent, however, does not necessarily require
in ex-parte proceedi ngs the appoi ntnment of oral
proceedi ngs according to Article 116(1) EPC, as this
opportunity may al so be provided, after a first witten
comuni cati on under Article 96(2) EPC has been issued,
by a further witten conmunication, a tel ephone
conversation or an informal interviewwth the

exam ner.

In the present case, the applicant's request for a

t el ephone call fromthe exam ner was followed by a
further request "in any event"” for an opportunity to be
heard before an adverse decision was taken. In the
Board's view, the expression "in any event" inits
context clearly inplied that in the event that the
exam ner was to exercise its discretion and not to
communi cate further with the applicant, eg by way of a
t el ephone call, an interview or a witten comruni cation
then the applicant wi shed to have a further opportunity
to be heard which under the circunmstances could only be
provi ded by appointing oral proceedings.
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The Exam ning Division construed the applicant's
request for an opportunity to be heard out of its
context and interpreted it to nean a request for a
further conmuni cation, and exercised its discretion
agai nst issuing such a conmunication (cf. item8,

"Procedural matters" of the decision under appeal).

The Board concl udes, for these reasons, that the above
nmenti oned request of the applicant included on its
proper interpretation a request for appointnment of oral
proceedi ngs under Article 116(1) EPC. The failure to
appoi nt oral proceedi ngs once such a request was
presented is, according to the established case | aw of
t he Boards of Appeal, a substantial procedural

vi ol ation. The decision under appeal is therefore void
ab initio and has to be set aside. The case, noreover,
has to be remitted to the first instance departnent

wi t hout the Board considering the substantive issues of
the case (Article 10 RPBA) (cf. Case Law of the Boards
of Appeal, 4'" edition 2001, VI.C. 1). This corresponds,
noreover, to the request of the appellant.

The Board considers that, under the present
circunstances, the reinbursement of the appeal fee is
equi tabl e, since a substantial procedural violation has
occurred. As the appeal is allowed, all the

requi renents of Rule 67 EPC are fulfilled.

The Board wi shes to point out that the applicant could
and shoul d have prevented the msinterpretation of his
request had he nmade a clear and specific request for
oral proceedings.
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Al so, the Exam ning Division, if in doubt, should have
contacted the applicant for clarification of his
request relating to an unqualified procedural right.

The Exam ning Division has decided in the decision
under appeal that the subject-matter of the clains is
not new and further expressed its view that the
application does not contain any patentabl e subject-
matter.

It is a general principle of |aw that nobody shoul d
decide a case in respect of which a party may have good
reasons to assune partiality. This principle applies
not only to the nenbers of the Boards of Appeal
according to Article 24(1) EPC, but also to the nenbers
of the departnents of the first instance of the EPO
taking part in decision-nmaking activities affecting the
rights of any party (cf. G 5/91, Q) 1992, 617).

Consequently, the Board considers it appropriate under
t he present circunstances that an Exam ning Division in
a different conposition with three new nenbers, from

t he one which issued the decision under appeal, is
appointed for the further prosecution of the case.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance for further prosecution on the basis of the
requests submtted with letter of 17 Decenber 2003.

3. The case shall be prosecuted by an Exam ning Division
in a different conposition with three new nenbers, from
t he one which issued the decision under appeal .

4. The appeal fee shall be rei nbursed.
The Regi strar: The Chai r man:
D. Meyfarth R K Shukl a
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