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Summary of Facts and Subm ssi ons

1312.D

Eur opean patent application No. 98 307 471.7 in the
name of CGENERAL ELECTRI C COVPANY, filed on 15 Septenber
1998, claimng a US priority of 15 Septenber 1997

(US 929649) and published under No. 0 902 053 on

17 March 1999, was refused by a decision of the

exam ning division issued in witing on 14 July 2003.

The deci sion was based on a set of Clains 1 to 10 where
Caim1l read as foll ows:

"A reinforced, nolding conposition having inproved
ductility and nelt flow properties conprising a uniform

m xture of:

(a) a cycloaliphatic polyester resin conprising the
reacti on product of an aliphatic GC-Cy, diol or
chem cal equivalent and a Gs-Ciz aliphatic diacid
or chem cal equivalent, said cycloaliphatic
pol yester resin containing at |east about 80% by
wei ght of a cycl oaliphatic dicarboxylic acid, or
chem cal equival ent, and/or of a cycloaliphatic
di ol or chem cal equivalent;

(b) 5%to about 25% by wei ght of an inpact nodifying
anor phous resin which increases the ductility of
the pol yester resin (a) but reduces the nelt flow
properties thereof;

(c) 2%to about 50% by wei ght of a high nol ecul ar
wei ght pol yet herester pol yner which increases the
melt flow properties of the inpact-nodified
pol yester polyner (a & b) w thout reducing the
ductility thereof, and
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(d) 5%to about 50% by wei ght of a glass fiber filler
to reinforce and stiffen the conposition and form
a reinforced nol ding conposition.™

Clainms 2 to 10 were dependent clains directed to
el aborations of the subject-matter of C aiml.

L1l According to the decision, the application was refused
since the subject-matter of Clains 1 to 10 was not
i nventive over the disclosure of docunment Di:

Dl: WO A-93/04124.

| V. On 8 Septenber 2003, a notice of appeal against the
above decision was filed by the applicant (hereinafter
referred to as the appellant) w th sinmultaneous paynent
of the prescribed fee.

In the statenment of grounds of appeal, filed on

19 Novenber 2003, the appellant argued that D1 was not
the closest prior art for the consideration of

i nventive step since there was no specific disclosure
in D1 of conpositions containing 5 to 50% by wei ght of
a glass fibre filler or 5 to 25 wei ght% of an i npact
nodifier, let alone of the effect related to these
conponents. Furthernore, the presence of the

pol yet herester in the conmpositions according to the
present invention resulted in a substantial increase in
the heat deflection tenperature which was conpletely
unexpected and was considered to provide evidence for
t he presence of inventive step.

V. In a comuni cation issued on 24 March 2004 acconpanyi ng
a sumtmons to oral proceedi ngs, one of the salient
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issues as to the nmerits of the appeal was identified by
the board as being the clarity of Claiml1l with regard
to the functional definition of conponents (b) and (c)
and the clarity of aim1l0 with regard to the optional
presence of a pol ycarbonate polynmer. The issue relating
to Article 84 EPC was introduced into the proceedi ngs
based on G 10/93 (QJ EPO 1995, 172).

In response to the summons to oral proceedings, the
appel lant filed on 30 April 2004 repl acenment sets of
clainms, nanely a main request and auxiliary requests 1
to 3.

(a) The clains of the main request, ie Cains 1 to 9,
corresponded to the clainms on which the decision
under appeal was based apart fromthe del etion of
the word "about” in Caim2l1 (four occurrences) and
t he del etion of dependent C ai m 10.

(b) Auxiliary request 1 corresponded to the main
request except that the word "conprising” in
conponent (a) of Claiml was replaced with
"consisting of" and the word "conprises” in
Claim2 was replaced with "consists of".

(c) Auxiliary request 2 corresponded to auxiliary
request 1 except that Aaim1l further indicated
t he amount of conponent (a), ie "20 to 80% by
wei ght ".

(d) daim1l of auxiliary request 3 further included
the subject-matter of Caim2 of auxiliary
request 2 so that conponent (a) was now defined as
fol | ows:
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"20 to 80% by wei ght of a cycloaliphatic pol yester
resin consisting of the reaction product of an
Cs-Ci2 cycl oaliphatic diol or chem cal equival ent
and a Gs-C; aliphatic diacid or chem cal
equi val ent ".

Claims 2 to 8 corresponded to Clainms 3 to 9 of the

mai n request.

As regards the definition of conponents (b) and (c) in
Claim 1l of each of the requests, the appellant pointed
out that these definitions were in relation to
conpositions containing glass fibre filler (d). This
was apparent frompage 1, lines 18 to 24 of the
application as originally filed, and in particular from
Conpar ati ve Exanples Cl, C2 and Exanpl e E1.

In the same letter, the appellant inforned the board
that it did not intend to attend the oral proceedi ngs
and withdrew its previous request for oral proceedings.

On 14 May 2004, oral proceedings were held before the
board, at which the appellant, as announced, was not
represented. In accordance with Rule 71(2) EPC, the
oral proceedi ngs were continued in the absence of the
appel I ant based on the requests on file.

The appel | ant requested that the decision under appeal
be set aside and that a decision be issued on the
clainms submtted as main request and auxiliary
requests 1 to 3, all requests filed on 30 April 2004.
Furthernore, it was requested that should any of the
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sets of clains be allowable the case be remtted to the
exam ni ng division for amendment of the description.

Reasons for the Deci sion

2.2

2.2.1

1312.D

The appeal conplies with Articles 106 to 108 EPC and
Rule 64 EPC and is therefore adm ssible.

Mai n request

Amrendnent s

Clains 1 to 9 of the main request substantially
correspond to the clains on which the contested
deci si on was based, the only differences being that the
word "about” in Claim1l (four occurrences) and C aim 10
were del eted. There are no objections to these clains
under Article 123(2) EPC

Clarity (main request)

The reinforced noul di ng conposition as clained in
Claim1 conprises a uniformm xture of four conponents,
namely a cycloaliphatic polyester resin (a), an inpact
nodi fyi ng anor phous resin (b), a high nolecul ar wei ght
pol yet herester resin (c) and a glass fibre filler (d),
wher eby conmponents (b) and (c) are defined in
functional terms. Thus, conpound (b) is defined as an
i npact nodi fyi ng anor phous resin which increases the
ductility of the polyester resin (a) but reduces the
melt flow properties thereof. Simlarly, conpound (c)
is defined as a high nol ecul ar wei ght pol yet herester
resin which increases the nelt flow properties of the
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i npact-nodi fied pol yester polyner (a & b) w thout
reducing the ductility thereof. Hence, in order to know
whet her or not a specific resin (b) is a conpound
falling within the functional definition of Caiml,
the properties of the polyester resin (a) have to be
conpared with the properties of a conposition

contai ning the polyester resin (a) and that resin (b).
As regards a specific resin (c), the properties of the
i npact nodified polyester polyner (a & b) have to be
conpared with the properties of a conposition
containing (a), (b) and (c).

Al t hough the functional definition of conponent (b)
and (c) explicitly refers to the polyester resin (a)
and the nodified polyester polynmer (a & b),
respectively, as the basis for conparison, the
appel l ant argued that the wording in relation to
conponent (b) in Cdaiml was in relation to a
conposition containing (a) and (d) and simlarly in
relation to conponent (c) being with regard to a
conposition containing (a), (b) and (d). In other words,
t he conparison had to be nmade against a filler-

contai ning polyester resin (a) and a filler-containing
i npact nodified polyester resin (a & b), respectively.

Whilst it is true that the application as originally
filed acknow edges on page 1, lines 18 to 24 that the
addition of an inpact nodifier to a reinforced

pol yester resin conposition is acconpani ed by an
increase in the nelt viscosity or reduction in the nelt
fl ow and Conparative Exanples Cl, C2 and Exanple El
illustrate the effect of conponent (b) and

conponent (c), respectively, on filler-containing
conpositions, it is conspicuous to the board that
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Claim 1 does not refer to a filler-containing polyester
resin (a) or a filler-containing inpact nodified
pol yester resin (a & b) as the basis for conparison.

Thus, an anbiguity arises as to whether the functional
definitions of conponents (b) and (c) in daim1l have

to interpreted literally, ie requiring a conparison of
the properties of conpositions containing no filler, or,
as argued by the appellant, in the context of the
application in suit, ie requiring the conparison of the
properties of conpositions also containing filler (d).

The lack of clarity of Claim1l is conpounded by the
fact that there is no indication of the quantitative
constitution of the conpositions that have to be
conpared. Thus, the anount of conponent (b) and (c),
respectively, that has to be added when eval uating the
functional definition for these conponents is not

i ndi cated. Furthernore, when conpound (c) is added to
conponents (a) and (b), the proportional conposition
with regard to (a) and (b) changes. However, the
application in suit provides no instructions whet her
conmpound (c) replaces part of (a), part of (b) or parts
of both. Thus, the quantitative conposition of the
conposi tions which have to be conpared is unclear.

The sane anbiguity arises for the appellant's
interpretation of Claiml, ie conpositions including
filler (d). Al though Conparative Exanples Cl, C2 and
Exanple 1 illustrate the effect of conponent (b) and
conponent (c), respectively, on filler-containing
conpositions (see also point 2.2.2, above), it is not
evident fromthe application in suit that the specific
conditions of these exanples generally apply for the
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eval uation of the functional definition of
conmponents (b) and (c).

2.2.4 It is evident fromthe above, that the functiona
definition of conponents (b) and (c) is deficient both
in qualitative and in quantitative aspects and,
therefore, conpromses the clarity of Caim1l contrary

to the requirements of Article 84 EPC.

2.3 Wth Caim1 being not clear, the appellant's main
request is refused.

3. Auxiliary requests 1 to 3
Since Caim1l of each auxiliary request contains the
sanme functional definition of conponents (b) and (c) as
the main request, each of these auxiliary requests has

to be refused in view of Article 84 EPC for the reasons
given in point 2.2, above.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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