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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 97 905 990.4, based on
I nt ernati onal application No. PCT/US97/02436, filed on
14 February 1997, claimng a US priority of 20 February
1996 (US 08/604047), was published under No. WO A-

97/ 30102 on 21 August 1997 (EP-A-0 882 083).

The first comuni cation of the Exam ning D vision was
i ssued on 6 February 2002 and was based on Clains 1
to 11 as originally filed.

Caim1l read as foll ows:

"A process for preparing copolyesters of terephthalic
acid, ethylene glycol, and 1, 4-cycl ohexanedi net hanol
having 30 to 90 nol e percent ethylene glycol in the
gl ycol conponent and characterized by a neutral hue,
high clarity, and increased brightness, said process
conprising the steps of:

(1) reacting terephthalic acid, ethylene glycol, and

1, 4- cycl ohexanedi net hanol in a feed nole ratio of total
glycols to dicarboxylic acid of 1.7:1 to 6.0:1, at a
tenmperature of 240°C to 280°C, and a pressure of 15
psig (200 kPa) to 80 psig (650 kPa) for 100 to 300

mnutes to forman esterification product;

(2) adding a polycondensation catalyst and 0.1 to 40
ppm of a toner to the esterification product of Step
(1), wherein the polycondensation catalyst is selected
fromthe group consisting of titanium germani um

anti nony, and conbi nati ons thereof; and
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(3) polycondensing the product of Step (2) at a
tenperature of 260°C to 290°C and a reduced pressure of
400 mm Hg (50 kPa) to 0.1 mmHg (0.01 kPa) for a
sufficient tine to forma copol yester having an

i nherent viscosity of at |east 0.50 dL/g,

sai d process conprising adding 10 to 100 ppm of a
phosphorus stabilizer in Step (2) or in Step (3)."

| ndependent Claim 2 read as foll ows:

"A process for preparing copolyesters of terephthalic
acid, ethylene glycol, and 1, 4-cycl ohexanedi net hanol
having 30 to 90 nol e percent ethylene glycol in the
gl ycol conmponent, and characterized by a neutral hue,
high clarity, and increased brightness, said process
conprising the steps of:

(1) reacting terephthalic acid, ethylene glycol, and

1, 4- cycl ohexanedi net hanol in a feed nole ratio of total
glycols to dicarboxylic acid of 2.0:1 to 4.5:1, at a
tenperature of 240°C to 280°C, and a pressure of 15
psig (200 kPa) to 80 psig (650 kPa) for 100 to 300

mnutes to forman esterification product;

(2) adding 10 to 60 ppmof titaniumand 0.1 to 40 ppm
of a toner to the esterification product of Step (1);
and

(3) polycondensing the product of Step (2) at a
tenperature of 260°C to 290°C and a reduced pressure of
400 mm Hg (50 kPa) to 0.1 mmHg (0.01 kPa) for a
sufficient tine to forma copol yester having an

i nherent viscosity of at |east 0.50 dL/g,
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sai d process conprising adding 10 to 100 ppm of a
phosphorus stabilizer in Step (2) or in Step (3)."

Claims 3 and 4 were dependent on Claim2, and Clains 5
to 11 were dependent on Caiml.

In its communi cation the Exam ning Division stated that
an International prelimnary exam nation report had
been drawn up for the application in suit in accordance
with the PCT and it held that the deficiencies
mentioned in that report gave rise to objections under
t he correspondi ng provisions of the EPC. In that report
it had been held that the subject-matter of Claiml
differed fromthe teaching of docunent D1 (WO A-
95/00575) in that the polycondensation catal yst was
added to the esterification product. According to the
report there was no evidence on file for any effect
caused by this distinguishing feature, and the
techni cal problemwas thus seen as the provision of a
further nethod for preparing PECT (i.e. poly(ethylene
gl ycol -cycl ohexane di met hanol ) terephthal ate
copolyesters). It was stated that it would have been
obvious for the skilled person to add the

pol ycondensation catal yst after the esterification as
di scl osed in docunment D3 (US-A-3 496 146; cf. colum 5,
line 4 and Exanple Il, table 1). It was therefore

concl uded that the subject-matter of Clains 1 to 11

| acked inventive step. According to that report, the
same concl usi on woul d have applied when starting from
docunent D4 (WO A-94/25502), wi thout however,

menti oni ng any reason for this finding.

Wth its letter dated 4 July 2002, the Applicant filed
a new set of clains 1 to 11.
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| ndependent Claim 1 read as foll ows:

"A process for preparing copolyesters of terephthalic
acid, ethylene glycol, and 1, 4-cycl ohexanedi net hanol
having 30 to 90 nol e percent ethylene glycol in the
gl ycol conponent and characterized by a neutral hue,
high clarity, and increased brightness, said process
conprising the steps of:

(1) reacting terephthalic acid, ethylene glycol, and

1, 4- cycl ohexanedi net hanol in a feed nole ratio of total
glycols to dicarboxylic acid of 1.7:1 to 6.0:1, at a
tenperature of 240°C to 280°C, and a pressure of

15 psig (200 kPa) to 80 psig (650 kPa) for 100 to 300
mnutes in the absence of a catalyst to form an
esterification product;

(2) adding a polycondensation catalyst and 0.1 to

40 ppmof a toner to the esterification product of Step
(1), wherein the polycondensation catal yst consists of
titanium germanium antinony, and conbi nations thereof;
and

(3) polycondensing the product of Step (2) at a
tenperature of 260°C to 290°C and a reduced pressure of
400 mm Hg (50 kPa) to 0.1 mmHg (0.01 kPa) for a
sufficient tine to forma copol yester having an

i nherent viscosity of at |east 0.50 dL/g,

sai d process conprising adding 10 to 100 ppm of a
phosphorus stabilizer in Step (2) or in Step (3)."

Clains 2 to 11 were dependent cl ai ns.
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The Applicant argued, in substance, that the definition
of the polycondensation catal yst was intended to
exclude zinc fromthe possible catal yst and poi nted out
that Dl required the use of a zinc catalyst. It also
submtted that D3 taught to use of tenperatures as high
as 305°C to 330°C during the esterification step, while
the esterification step according the clainmed process
was conducted at a tenperature between 240°C and 280°C.

By a decision issued in witing on 26 June 2003, the
Exam ning Division refused the application on the
grounds that Cainms 1 to 11 | acked inventive step.

More precisely, the decision stated that D1 represented
the closest state of the art and that the process of
Claim1 differed fromthat of DL in that the

pol ycondensati on catal yst was added to the
esterification product whereas it was added at the

begi nning of the esterification reaction in D1, and
that no zinc catal yst was used in the clai nmed process.
According to the decision there was no evidence on file
for any effect caused by these distinguishing features.
Thus, according to the decision, the technical problem
was nerely the provision of a further process for
maki ng PECT havi ng neutral hue, high clarity and

bri ght ness.

According to the decision, D3, which related to a
process for making glycol terephthal ate pol yesters
havi ng good col our properties, taught not to use a
catal yst during the esterification, and to add an

anti nony pol ycondensation catal yst after the
esterification reaction. Furthernore, D3 did not use a
zinc catalyst and the conparative Exanples (a) and (b)
of D3 carried out in the absence of a catalyst during
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the esterification at a glycol/terephthalic acid ratio
of 4:1 and 6:1, respectively, showed that a pol yester
with a good col our was obtai ned when working at 280°C.
Thus, the decision stated that it woul d have been

obvi ous to conbine the teachings of D1 and D3 to arrive
at the claimed process. According to the decision the
conbi nation of D3 with D4 woul d al so render the
subject-matter of Claim1 obvious. It was further held
that the subject-matter of Clainms 2 to 11 referred to
known additives and/or to conventional enbodinments.
Thus, the Exam ning Division canme to the concl usion
that the subject-matter of Clains 1 to 11 did not
conply with Article 56 EPC.

V. A Notice of Appeal against the decision was | odged on
14 August 2003 by the Appellant (Applicant) with
si mul t aneous paynent of the prescribed fee. Wth the
Statenent of G ounds of Appeal filed on 29 Cctober 2003,
t he Appellant submtted a set of Clains 1 to 13 as new
mai n request. It requested that the decision of the
Exam ning Division be set aside and the case remtted
back to the Exam ning D vision for prosecution to grant.

Reasons for the Decision

1. The appeal is adm ssible.

Procedural nmtters

1.1 As can be seen from Sections Il and Il above, Caiml
of the set of clains on which the decision under appeal
was based differed fromthat of the set of clains
considered by the Examning Division in its first

0556.D
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comuni cation, in particular, in that it has been
indicated (a) that the esterification step is carried
out in the absence of a catalyst, and (b) in that the
definition of the polycondensation catal yst has been
restricted in order to exclude, according to the
Applicant, the presence of a zinc catalyst in the

pol ycondensati on st ep.

In that respect, it is evident that feature (b) has

been taken into consideration in the contested decision,
since it has expressly been stated in this decision

that the subject-matter of Claim1l of the set of clains
submtted with letter of 4 July 2002 of the Applicant
differed fromDl in that no zinc catal yst was used in
the clai ned process. However, while the contested
decision held that the subject-matter of daim1l also
differed fromthat of D1 in that the polycondensation
catal yst was added to the esterification product, it

did not take into account that Claim1l further required
that no catalyst at all (i.e. no esterification

catal yst) be present during the esterification reaction.

In this connection it is further evident that the
assessnent of inventive step of Claim1l1 as originally
filed carried out in the International prelimnary
exam nation report referred to in the first

conmuni cation of the Exam ning Division was entirely
based on the assunption that Claiml as filed differed
fromthe teaching of D1 only in that the

pol ycondensati on catal yst was added at the

pol ycondensati on st age.

It thus follows fromthese considerations that the
claims on which the decision was based presented
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substantial differences with respect to the clains

whi ch were the basis of the first conmunication of the
Exam ning Division. These substantial differences were
also reflected in the reasoning which led to the
conclusion of |ack of inventive step in the contested
decision in view of the conmbination of D1 with D3. This
reasoni ng was based on a line of argunent which
substantially differed fromthe one followed in the

I nternational prelimnary exam nation report referred
toin the first comunication of the Exam ning Division
in the assessnment of the differences between the

cl aimed process and D1, in the definition of the
technical problem and in the analysis of the teaching
of document D3 (cf. Sections Il and Il above).

According to Article 113(1) EPC, decisions of the EPO
may only be based on grounds on which the party
concerned has had an opportunity to comment. In the
present case, it is, however, evident that the
Appel I ant did not have an opportunity to present its
comments with regard to the grounds of refusal of the
anended cl ai ns.

Consequently this failure to conply with the procedural
requi renments of Article 113(1) EPC clearly anbunts to a
substantial procedural violation and the contested

deci sion nust be set aside. Since this also constitutes
a procedural violation within the neaning of Rule 67
EPC, the reinbursenent of the appeal fee is equitable
in the present circunstances (cf. also T 316/95 of

30 July 1999, not published in Q3 EPO).
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of Cainms 1 to 13
filed by the Appellant with the Statenment of G ounds of
Appeal on 29 Cctober 2003.

3. Rei mbur senent of the appeal fee is ordered.
The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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