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Eur opean patent application No. 99 922 271.4, based on
| nt ernati onal application No. PCT/ GB99/01420, filed on
21 May 1999, claimng US priorities of 22 May 1998 and
4 Septenber 1998 (US 60/086493 and US 60/099239), and
publ i shed under No. WO A-99/61521 on 2 Decenber 1999
(EP-A-0 998 522), was refused by a decision of the
Exam ni ng Di vi sion announced orally on 22 May 2003 and
issued in witing on 26 June 2003.

The first comuni cation of the Exam ning D vision had
been issued on 14 May 2002 and was based on Clains 1 to
20 as originally filed.

| ndependent Clains 1 and 20 read as foll ows:

"1. A nethod of producing a breathable filmwhich
conprises the steps of:

(a) producing an inorganic filler by treating particles
of an inorganic particulate material conprising an

al kaline earth netal carbonate conmpound by reaction

wi th a hydrophobi sing surface treatnent agent
conprising one or nore aliphatic carboxylic acids
havi ng at | east 10 chain carbon atons to produce a
hydr ophobi ¢ coating on the particles under conditions
such that the inorganic filler produced has a total
surface noisture |evel conprising noisture adsorbed on
the particles and trapped wi thin the hydrophobic
coating thereon of not greater than 0.1% by wei ght
based on the dry weight of the inorganic particulate
mat eri al ;
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(b) producing a filled thernoplastic conposition by

m xing the inorganic filler produced in step (a) with a
heat ed t hernopl astic pol yner; and

(c) shaping the conposition produced in step (b) by
heat processing to forma film product.

20. A particulate inorganic material for use in the
manuf act ure of breathable thernoplastic filnms which
conprises the inorganic filler produced by the nethod
according to any one of clainms 1 to 15."

Clains 2 to 19 were dependent on Claim1,.

In its first conmunication the Exam ning D vision
stated that the subject-matter of C aim20 was not

novel in the sense of Article 54(1) and (2) EPC in view
of docunments D1(JP-A-61-097363 in formof its Derwent
Abstract), D2(EP-A-0 214 859), and D3(WO A-95/17441),
and that the subject-matter of Clainms 1 to 20 | acked
novelty in the sense of Article 54(3) and (4) EPC in

vi ew of docunment D4(WO A-99/28050).

In this commnication it was further held that the
subject-matter of Clains 1 to 18 |acked inventive step
in viewof D1, and that Clains 2 and 3 did not neet the
requi renents of Article 84 EPC, since they attenpted to
define the invention by a result to be achieved.

Wth its response dated 17 Septenber 2002 the Applicant
submtted a replacenent page (i.e. page 43; page
corresponding to Clainms 19 to 20) including an
amendnment in original Caim20 (i.e. original Cains 1
to 19 remai ned unchanged).
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Caim20 read as foll ows:

"A particulate inorganic nmaterial for use in the
manuf act ure of breathable thernoplastic filnms which
conprises the inorganic filler produced by the nethod
according to step (a) of any one of clains 1 to 15."

The Applicant contradicted the findings of the

Exam ning Division and argued that C aim 20 was novel
over D1 to D3, that D4 did not destroy the novelty of
Claims 1 to 20, that inventive step of the subject-
matter of Clains 1 to 18 was given over D1, and that
Clains 2 and 3 did not contravene Article 84 EPC. It
further requested oral proceedings in the event that
the Examning Division still felt m nded to refuse the
appl i cation.

In the annex to the summons, issued on 11 Decenber 2002,
to oral proceedings to be held on 22 May 2003, the

Exam ning Division summarized its provisional opinion.
Wil e the Exam ning Division stated that docunent D4
was a novelty destroyi ng docunment for Claim?20, it
however raised no objection of |ack of novelty agai nst
Claims 1 to 19 (which corresponded to Clains 1 to 19 as
originally filed) in view of this docunent. There was
no nention in the annex of an objection of |ack of
novelty of Claim20 in view of docunents D1 to D3 and
no reference to the previous objections of |ack of
inventive step of Clains 1 to 18 in view of D1 or of
lack of clarity of Clains 3 and 4 raised in the first
conmmuni cation of 14 May 2002.
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Wth its letter dated 2 May 2003, the Applicant
submtted additional Cains 21 and 22, which were
respectively dependent on Clains 1 and 20. It
considered that the only issue renaining was the
guestion of novelty of Claim20 in view of D4. In that
respect, it submtted a detailed argunentation and
concl uded that the objection of |ack of novelty against
Claim20 in view of D4 raised by the Exam ning D vision

was unfounded.

An informal consultation by tel ephone took place on

14 May 2003 between the first Exam ner and the
Representative of the Applicant. The m nutes of this
consultation by tel ephone were sent on 21 May 2003, i.e.
one day before the date of the oral proceedings, and
recei ved by the Applicant on 23 May 2003, i.e. after
the oral proceedings. According to the m nutes of the
t el ephone consultation, the Applicant was inforned
during this consultation that Caim1l did not neet the
requirenents of Article 84 EPC on the grounds that the
feature "under conditions such that" was not clear.

At the oral proceedings held on 22 May 2003, the
Exam ni ng Division decided to refuse the application on
the grounds that it did not neet the requirenents of
Article 84 EPC. The decision was issued in witing on

26 June 2003. The decision was based on a set of 22
clainms consisting of Clains 1 to 18 as originally filed,
of Clainms 19 to 20 as submitted with letter of

17 Septenmber 2002, and of Clains 21 to 22 as submtted
with the letter of 2 May 2003. In its decision, the

Exam ning Division stated that Claim1l |acked clarity:
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since the wording "under conditions such that" in
Claim1 |lacked clarity "per se"; and

since an essential feature, i.e. the drying step
nmust be applied i mediately before the coating
step, in order to obtain the required | evel of
noi sture of not greater than 0.1% by wei ght was
mssing in Caiml.

A Notice of Appeal against the decision was | odged on
23 August 2003 by the Appellant (Applicant). The
prescri bed fee was paid on 26 August 2003.

In the Statenent of G ounds of Appeal filed on

24 Cct ober 2003, the Appellant argued essentially as

foll ows:

(i)

(i)

(iii)

The issue of clarity nust be approached in a

gl obal sense, in particular taking into account
the total wording of the claim not isolated
phr ases.

There was no legal or jurisprudential basis for
the position that the expression "under
conditions such that" |acked clarity per se.

It could not be concluded as had the Exam ning
Division that a drying step nmust be applied

i mredi ately before step (a) of the clained

pr ocess.
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As described in the application in suit there was
a wde range of prelimnary processing conditions
whi ch m ght be used to prepare the starting
inorganic filler.

It was essential that the inorganic filler
produced had a total surface noisture of not
greater than 0.1% by wei ght. The drying
condi ti ons which m ght be used would vary from
case to case and were never unduly burdensone for

the skilled person to work out.

A suitable nmethod for determ ning the residual
wat er content was disclosed in the application.
Furthernore, the control of noisture content was
absol utely standard practice in the carbonate
processing industries.

Thus, there was no basis for the objections of
| ack of clarity raised by the Exam ning D vision
agai nst Caiml.

(viii) A substantial procedural violation had occurred

in this case for the foll ow ng reasons:

(a) The Applicant had not been given a fair
war ni ng of the nature of the Exam ning
Division's objections prior to the oral
pr oceedi ngs.

(b) The only objection nentioned in the summons
to oral proceedings was a novelty objection
agai nst C ai m 20.
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(c) Contrary to what was nmentioned in the report
of the consultation by phone on 14 May 2003,
Claim1 was never discussed during the

t el ephone conversati on.

(d) Thus, it was clear that all the Applicant
was expecting to have to deal with at the
oral proceedi ngs was the novelty of
Claim20. It had therefore been taken by
surprise by the introduction of the new
objections at the oral proceedings.

The Appellant thus requested that:

(1) The decision to refuse the application be set
asi de and a patent be granted on the basis of
Clains 1 to 22 annexed to the decision to refuse
t he application,

(2) that the appeal fee be reinbursed in view of the
substantial procedural violation (Rule 67 EPC)
and

(3) that oral proceedings under Article 116 EPC be
held in the event that the Board of Appeal was not
able to conply with these requests on the basis of
the witten materi al .

In a comuni cati on dated 10 February 2004, the Board
presented its provisional opinion. It told the

Appel lant that it was unable to discern any substanti al
procedural violation, and that the reasons given in the
deci sion did not appear to justify the refusal of the
application. It thus informed the Appellant of its
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intention to set aside the decision of the Exam ning
Division and to remt the case to the first instance
for further prosecution (cf. paragraph 3 of the

conmuni cati on).

Wth its letter dated 25 February 2004, the Appell ant
withdrew its request for oral proceedings on the
condition that the decision of the Board woul d be
issued in the ternms set out in paragraph 3 of the
conmmuni cation of the Board of 10 February 2004.

Reasons for the Decision

1

2.2

2.2.1
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The appeal is adm ssible.

Procedural nmatters

A substantial procedural violation has been all eged by
t he Appellant on the grounds that it was not provided
with fair warning of the nature of the Exam ning
Division's objections, i.e. lack of clarity of Claima1,
which led to the refusal of the application, prior to
t he oral proceedings, and that, as a result thereof,

it was taken by surprise.

In the Board's view, it should first be clarified
whet her the Applicant was inforned of these objections
before the oral proceedings.

In that respect, it is, on the one hand, noted by the
Board that, according to the mnnutes of the Oal

Proceedi ngs of 22 May 2003, the Exami ning Division at
t he beginning of the oral proceedings referred to the
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consul tation by tel ephone of 14 May 2003 (cf. Section

VI| above) during which, according to the report of

this consultation, the Applicant was told that Claim1l
did not neet the requirenents of Article 84 EPC, since

t he expression "under conditions such that" was uncl ear.

On the other hand, it is further noted by the Board, in
vi ew of the subm ssions nade by the Applicant in the
Statenment of G ounds of Appeal (cf. page 6, first

par agraph), that there are conflicting declarations as
to what was said during the consultation by tel ephone
of 14 May 2003 since, according to the Appellant,
Claim 1 was never discussed during this consultation.

Tel ephone conversations are, however, not provided for
in the EPC and do not, as such, formpart of the forma
procedure before the Ofice. Thus, the Board does not
consider it necessary to conduct a detailed

i nvestigation seeking to clear up what was said in the
above-nenti oned tel ephone consultation.

Since the mnutes of this tel ephone consultation were
recei ved by the Appellant one day after the oral
proceedi ngs, the Board cones to the conclusion that the
Applicant was formally nmade aware of the introduction
of this new objection (i.e. lack of clarity of the
wor di ng "under conditions such that") for the first
time at the oral proceedings.

The sane concl usion applies for the further objection
under Article 84 EPC according to which Caim1 | acked
clarity on the ground that an essential feature (i.e.
the drying step should occur just before the treating
the particles with the hydrophobi sing agent) was

m ssing fromthat claim since this objection had never
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been mentioned prior to the oral proceedings by the
Exam ni ng Di vi si on.

Al though it woul d have been highly preferable that

t hese objections of lack of clarity against Claim1l as
originally filed, which led to the refusal of the
application, should have been raised in the first
conmuni cation of the Exam ning Division and not for the
first tinme at the oral proceedi ngs, the Exam ning
Division, in the Board's view, was not, however,
prevented fromraising these objections at such a late
stage of the proceedings. This is not altered by the
fact that one m ght have concluded fromthe annex to
the summons to oral proceedings (cf. paragraph V above)
that there was no problemof clarity any nore, since
this annex reflected only the provisional and non

bi ndi ng view of the Exam ning Division. Indeed, it is
not unusual that objections under Article 84 EPC m ght
be raised for the first time at oral proceedings, e.g.
when dealing with the features used by the Applicant to

di stinguish its invention fromthe prior art.

Thus, in the Board's view, raising these objections for
the first time at oral proceedi ngs cannot per se

anount to a substantial procedural violation. This
could have led to a substantial procedural violation
only if, contrary to Article 113(1) EPC, no opportunity
had been given for the Applicant to consider these
objections, if appropriate by way of an adj ournnent or
a post ponenent of the oral proceedings, or by

continuation of the proceedings in witing.
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Consequently, the question of the alleged substantial
procedural violation boils down to the question as to
whet her in the present case the Applicant was given an
opportunity to coment on the objections which led to
t he refusal of the application.

In this connection it can be deduced fromthe m nutes
of the oral proceedings that the Applicant had had the
opportunity to comrent on the objections of |ack of
clarity of Claim1l raised for the first tinme at the
oral proceedings, since it argued in that respect that
there was no need to |limt the scope of Caim1l, since
the novelty of product by process C aim 20 which was
based on the process of Claim1l had been formally
acknow edged. It is further evident that the Applicant
indicated that it did not intend to file any auxiliary
requests, so that there was no reason for the Exam ning
Division to consider an adjournnent or postponenent of
the oral proceedings or to continue the procedure in

writing.

Thus, the Board finds for the reasons indicated in
paragraphs 2.3, 2.4, 2.5 and 2.6 above that the alleged
substantial procedural violation has not been

est abl i shed. Consequently, the correspondi ng request of
t he Appellant for reinbursenent of the appeal fee nust
be refused.

Clarity of Caiml

It was held in the decision under appeal that Caiml
| acked clarity (i) since the wording "under conditions
such that" in CQaim1l |acked clarity "per se", and
(1i) since an essential feature, i.e. a drying step
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nmust be applied i mediately before the coating step in
order to obtain the required | evel of npisture of not
greater than 0.1% by weight, was mssing in that claim

Concerning the feature "under conditions such that" it
is firstly evident that this characteristic of the
claimed invention cannot otherw se be defined nore
precisely without unduly restricting its scope. It is
further clear that the result to be achieved (noisture
content of the coated inorganic filler) is one which
can be directly and positively verified by tests
adequately defined in the description which do not

requi re undue experinentation (cf. page 20, lines 10 to
18), and that the process steps to be taken in order to
obtain this result are within the common general

know edge of the skilled person and can be determ ned
by routine procedures (e.g. paraneters of the drying
process such as tine or tenperature).

Thus, in accordance with the principles set out in the
decision T 68/85 (QJ EPO 1987, 228), the Board cones to
the conclusion that this feature is not objectionable
under Article 84 EPC.

Concerning the further objection, nanely the all eged
essential character of the feature that a drying step
nmust be applied i mediately before the coating step, it
is clear, in the Board' s view, fromthe description of
the application in suit (cf. page 20, lines 13 to 16)
that performng a drying step i medi ately before the
coating step represents nerely a preferred feature of

t he cl ai ned process.
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In that respect, while it is true that in the only
exanple of the application in suit (i.e. Exanple 5 in
Tabl e 2) which shows the obtaining of a noisture |evel
of less than 0.1% by weight, a specific drying step has
been carried out before the coating step for a specific
cal cium carbonate filler, it cannot, however, be
concluded fromthis specific exanple that such a step
nmust inevitably be carried out for obtaining a coated
filler having a noisture content not greater than 0.1%
by wei ght.

Thus, the Board cones to the conclusion that the
reasons given in the decision under appeal do not
justify the refusal of the application. It follows that
t he deci sion under appeal nust be set aside.

Si nce the decision under appeal only relied on the
issue of clarity of Claim11, it is considered
appropriate, in accordance with Article 111(1) EPC, to
remt the case to the first instance for further
prosecution of the application.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of Clainms 1 to 22 as annexed
to the decision under appeal.

3. The appeal fee shall not be refunded.
The Regi strar: The Chai r man:
E. Gorgmaier R Young
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