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- danger of unfairness”

Deci si ons cited:
T 1122/ 01

Headnot e:

| . When eval uating evidence it is necessary to distinguish

bet ween a docunent which is alleged to be part of the state of
the art within the neaning of Article 54(2) EPC - in the sense
that the docunent itself is alleged to represent an instance
of what has been made available to the public before the
priority date of the opposed patent - and a docunent which is
not itself part of the state of the art, but which is

subm tted as evidence of the state of the art or in
substantiati on of any other allegation of fact relevant to

i ssues of novelty and inventive step.

1. In the first situation, a document is direct evidence of
the state of the art; its status as state of the art cannot
normal |y be chal | enged except on authenticity. In the second
situation, a docunent is also evidence albeit indirect; it
provides a basis for an inference about, eg the state of the
art, common general know edge in the art, issues of
interpretation or technical prejudice etc - an inference which
is subject to challenge as to its plausibility.

I11. Only a docunent of the first kind can be di sregarded on
the sole ground that it is postpublished; docunents of the
second kind do not stand or fall by their publication date
even on issues of novelty and inventive step.
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Summary of Facts and Subm ssi ons

2284.D

This is an appeal by the proprietor against the
revocation by the opposition division of European
patent No. 569 556. The reasons given for the
revocation were that the subject-matter of claim1l of
the patent as granted was not new, that claim1 of the
first auxiliary request included an inperm ssible
amendnent, and that clainms 1 of the renaining four

auxiliary requests did not involve an inventive step.

The followi ng prior art docunments were relied on in the
reasoni ng of the decision under appeal:

P5: A variable speed wi nd generating systemand its
test results. Matsuzaka et al
Eur opean W nd Ener gy Conference and Exhi bition,
10-13 July 1989.
(Found in the decision under appeal to be novelty-
destroying for claim1l of the patent as granted).

P20: Doppel t gespei ster Drehstrongenerator mt
Spannungszw schenkrei sunrichter im Rotorkreis far
W ndkr aft anl agen. D. Arsudis, D ssertation.
Techni sche Universitat Carol o-WI helmna zu
Braunschwei g. 1989.
(Found in the decision under appeal to be not
novel ty-destroying for claim1 of the second
auxiliary request).

P13: Power El ectronics: Converters, Applications, and
Design. N. Mhan. J. Wley & Sons, Inc. 1989.
(Found, on the basis of a conputer generated
sl i deshow presentation of a conpilation of
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extracts thereof given at the oral proceedings
before the opposition division and docunented in
the mnutes thereof, to deprive clains 1 of the
second, third, fourth and fifth auxiliary requests
of inventive step).

The proprietor had filed 15 docunents (docunented in

t he deci si on under appeal under the designations P43 to
P57) with his response of 28 Septenber 2000 to the
oppositions as evidence that the common gener al

knowl edge in the art "up to and past the priority date
of the patent” taught away fromthe invention
underlying the patent. Mst of these docunents had been
published after the priority date of the opposed patent.
As noted in the decision under appeal at page 11, in a
communi cation dated 12 March 2003 presenting its
prelimnary opinion in preparation for oral proceedings
t he opposition division had stated that: "the priority
being validly clained, the docunents filed (sic) after
the priority date will not be taken into account into

for the exam nation of novelty and inventive step.”

The appel l ant proprietor argued inter alia as foll ows:

The opposition division's refusal to consider docunents
P43 to P50, P52, P54 and P55, which had been filed and
their relevance substantiated in due tinme, on the sole
ground that they were published after the priority date
of the opposed patent infringed the proprietor's
fundanmental rights to free choice of evidence and to be
heard, contrary to the requirenents of Article 117(1)
EPC and Article 113(1) EPC,



VI .

2284.D

. 3. T 1110/ 03

In addition the proprietor's right to have oral
proceedi ngs conducted fairly was infringed by virtue of
t he opposition division permtting opponent VI to nake
an hour |ong conputer generated slideshow presentation
contai ning many very conplicated slides at the second
day of the oral proceedings. It was not reasonable to
expect the proprietor to respond in the franmework of
oral proceedings to such a detailed and conpl ex
‘redaction' based on a hindsight interpretation of P13
which 'redaction' the proprietor was confronted with
for the first time in the oral proceedings.

Respondent opponent | argued inter alia as foll ows:

The docunents published after the priority date could
not be used for the purpose of interpreting docunents
publ i shed before the priority date. The strict
principle of solely taking docunments published before
the priority date into account when assessing
patentability, except with regard to prior rights,
shoul d be adhered to.

Respondent opponent VI argued inter alia as foll ows:

(a) The appellant proprietor sought to use the post-
priority date docunents to show a technica
prejudice. In accordance with established
jurisprudence of the EPO Boards of Appeal the
prejudi ce nmust have existed at the priority date
and was normally to be denonstrated by reference
to the literature or to encycl opaedi as. Any
prejudi ce which m ght have devel oped | ater was
irrelevant in assessing inventive step;
cf T 341/94, T 531/95, and T 452/ 96.
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(b) The appellant proprietor's allegation that the
conput er generated slideshow presentation was
tantamount to the subm ssion of a docunent
publ i shed after the priority date was not
sust ai nabl e. Everything in the presentation was
based directly on the prepublished docunent P13
whi ch had been introduced into the proceedi ngs at
an early stage and the relevant parts of which had
al ready been pointed out in opponent VI's letter
dated 30 Sept 1999, including the cross-
referencing nmentioned in the presentation at oral
proceedi ngs before the opposition division. It was
i nherent in opposition proceedings that
interpretation and argunent occurred after the
priority date of the opposed patent. There was no
guestion of an unfair surprise in the presentation;
it was at nost a |late argument which, according to
G 4/92 could always be raised by an opponent. It
had not been possible to provide the proprietor
with a copy of the conmputer generated slideshow
presentation materials before the oral proceedi ngs
as it was not inits final formuntil shortly
before 09: 00 on the second day of the proceedings.

Respondent opponents VII and X made subm ssions on the
merits but did not address the procedural issues
referred to above. Two opponents (Il and 1V) wthdrew
their oppositions during the appeal proceedings. The
remai ni ng respondent opponents did not make subm ssions.

The appellant proprietor's main request was that the
deci si on under appeal be set aside and the case
remtted to the departnent of first instance.
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The respondent opponents requested that the appeal be

di smi ssed. In addition respondent opponent | requested
that oral proceedings be appointed in the event that

the board was mnded to maintain the patent in any form

Reasons for the Deci sion

2284.D

The appeal is adm ssible.

Di sregardi ng of evidence filed in due tine

In the proceedings culmnating in the decision under
appeal the opposition division apparently failed to
di stingui sh between a docunment which is alleged to be
part of the state of the art within the neaning of
Article 54(2) EPC - in the sense that the docunent
itself is alleged to represent an instance of what has
been nmade available to the public before the priority
date of the opposed patent - and a docunent which is
not itself part of the state of the art, but which is
subm tted as evidence of the state of the art or in
substantiation of any other allegation of fact rel evant
to issues of novelty and inventive step. In the first
situation, a docunent is direct evidence of the state
of the art; its status as state of the art cannot
normal Iy be chal |l enged except on authenticity. In the
second situation, a docunent is also evidence al beit
indirect; it provides a basis for an inference about,
eg the state of the art, common general know edge in
the art, issues of interpretation or technical
prejudice etc - an inference which is, of course,
subject to challenge as to its plausibility.
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2.2 Only a docunent of the first kind can be disregarded on
the sole ground that it is postpublished, since it is
then on its face not what it was alleged to be and
hence manifestly irrelevant to the contention it
purports to substantiate. Even then the party
subm tting the docunent nust be given an opportunity to
show that the publication date is not what it appears
to be, eg by providing convincing evidence of a
m sprinted date.

2.3 Docunents of the second kind do not stand or fall by
their publication date even on issues of novelty and
inventive step. Thus a dictionary is by definition an
account of the neanings of words which existed prior to
t he publication date of the dictionary - sonetines
centuries or even mllennia earlier - which could bear
on the issue of interpretation and hence novelty.
Simlarly a technical review article is by definition
an account of the conmon general know edge in the art
prior to its own publication date - which could bear
inter alia on the issue of enabling disclosure of a
prepubl i shed docunent and hence on the novelty of
cl ai med subject-matter. By the same token the best
counter to a contention that an all eged technical
prej udi ce had been overcone significantly earlier than
the priority date of a patent application would be the
filing of evidence that it persisted long after the
priority date - the later the better. Evidence of
commer ci al success attributable to the technical
qualities of an invention as a secondary indicator of
inventive step also belongs in this inherently post
factum evi dence cat egory.

2284.D
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Apart fromit being illogical to disregard indirect
evidence relating to the issues of novelty and

i nventive step on the sole ground that it was
post publ i shed, it deprives the party of a basic |egal
procedural right generally recognised in the
contracting states and enshrined in the EPC in
Article 117(1) EPC and Article 113(1) EPC, viz the
right to give evidence in appropriate form
specifically by the production of docunents

(Article 117(1)(c) EPC, and the right to have that

evi dence heard. It has been repeatedly enphasised in
deci sions of the EPO Boards of Appeal that the right to
be heard represents a fundanental |egal value and that
its non-trivial breach constitutes a substanti al

procedural violation.

Hence the board judges it appropriate to accede to the
appel l ant proprietor's request that the case be
remtted to the opposition division for first instance
consi deration of the disregarded evidence and the
argunent s based t hereon.

Since the appellant in the present case was obliged to
file this appeal to obtain a | egal procedural right,

rei nbursenent of the appeal fee pursuant to Rule 67 EPC
is equitable.

Comput er generated slideshow presentation in ora
pr oceedi ngs

The appel |l ant proprietor has al so objected to the
manner in which opponent VI was permitted to argue his
case at oral proceedings before the opposition division
by neans of an hour |ong conputer generated slideshow
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presentation containing many conpl ex slides. This
material is docunented in the m nutes of the oral
proceedings and is referred to in the decision under
appeal as having convinced the opposition division that
claim1 of the third auxiliary request before the

opposition division did not involve an inventive step.

In decision T 1122/01 of 6 May 2004 EPO Board of Appea
3.4.2 observed that a conputer generated slideshow
presentation is in essence the presentation of witten
material which, strictly speaking, belongs in the
witten procedure rather than in oral proceedings;
point 2.1 of the decision. The use of visual aids such
as sinple flipchart sketches or slides, or indeed short
films denonstrating the working of a machine, are
normal | y unobj ecti onabl e, but the present board concurs
with the view expressed in the above-nenti oned deci sion
that there is a danger of a degree of unfairness
creeping in in the unrestricted use of conputer
generated slideshow presentations in oral proceedings.
The sheer quantity and concentration of visual materi al
can alter the quality of the presentation of an
argunment in such a way as to depart fromthe basic

pur pose of the oral proceedings, viz to give the
parties an opportunity to present the main points of
their argunents orally. An oral presentation is
inherently limted in the rate at which information is
presented; in a well-mannered presentation it allows
time for information to be absorbed and notes to be
made for future reference, both by the parties and the
division or board. If it doesn't the chair wll
intervene to ask the speaker to sl ow down, especially
if sinmultaneous interpretation is being provided. This
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natural ly induced pace also creates a pressure on the

presenter to concentrate on essential points.

By contrast, in a presentation of pre-prepared graphic
mat erial the balance is subtly shifted in favour of the
presenter. Since reading speed is significantly faster
than tal king speed (as nuch as ten tines faster for
trained rapid readers) the net result is that the party
on the receiving end has | ess thinking and note-taking
time per unit of information communicated as he will be
under psychol ogi cal pressure not to appear to be a sl ow
reader. The faster pace will tend to be used by the
presenter to squeeze in nore material. As was pointed
out also in the above-nentioned decision this potenti al
unfairness can be mtigated by providing the other
parties and the division or board with copies of the
material to be presented in good tinme before the oral
proceedi ngs. This takes account of the fact that such
mat erial has significant witten procedure character
and i ndeed rai ses the question whether it is then
appropriate for it to be rehashed in the oral

proceedi ngs. Were sinmultaneous interpretation is
provided it would appear to be well-nigh inpossible to
accommbdat e such a conputer controlled slideshow
present ati on.

Since this case is to be remtted and the appeal fee
rei mbursed pursuant to the board's findings above, the
guestion of whether a (further) substantial procedural
vi ol ation was involved in the opposition division
permtting the conputer generated slideshow
presentation in the oral proceedings which led to the
deci si on under appeal can be left open. This board is
far from suggesting that such presentations constitute



- 10 - T 1110/ 03

per se substantial procedural violations. It nerely
observes that the opposition division needs to be
vigilant to ensure that the proceedi ngs do not |ose
their basic oral character to the unfair detrinent of
the viewwing and listening party. In the present case

the remttal will give the appellant proprietor a first

i nstance hearing of his considered response to the
conputer controlled slideshow presentation based on P13.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the opposition division for
further prosecution.

3. The appeal fee shall be reinbursed.
The Registrar: The Chai r man:
D. Sauter W J. L. VWheeler
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