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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 459 377 based on application
No. 91 108 655.1 was granted on the basis of two cl aimns.

| ndependent claim 1 as granted reads as foll ows:

1. Use of Prostaglandin E; (Alprostadil) in the
preparation of pharmaceutical conpositions for the
treatment of male erectile inpotence, characterized in
that said conpositions consist of |ow al cohol content
al cohol solutions of Al prostadil suitable to be

i ntroduced in the corpora cavernosa by | ocal injection
or by iontophoresis.

. Notices of opposition were filed against the granted
pat ent by opponents Ol, 2 and 8.

The patent was opposed under Article 100(a) EPC for
l ack of novelty and | ack of inventive step and under
Article 100(b) EPC for insufficiency of disclosure.
An objection with respect to Article 100(c) was al so
raised in the notices of opposition but not further

subst anti at ed.

Opponent OL withdrew its opposition by its letter dated
8 May 2000.

The foll ow ng docunent was inter alia cited during the
pr oceedi ngs.

(1) Br. J. clin. Pharmac. (1989), 28, 567-571
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The decision of the Opposition Division, pronounced on
16 July 2003, posted on 1 August 2003, revoked the
patent under Article 102(1) EPC

The Opposition Division took the view that the subject-
matter of claiml of the patent in suit did not neet
the requirenents of Article 54 EPC.

In its opinion, docunent (1) anticipated the subject-
matter of claiml as it described pharnaceuti cal
conpositions consisting of an alcoholic solution (ie a
solution of benzethyl al cohol) of prostaglandin E1 for
the treatnment of male erectile inpotence by | ocal
injection into the corpora cavernosa. It accordingly
concluded that all the features of claim1 of the
patent in suit were disclosed in docunent (1).

As to the objection raised by the patentee with respect
to the adm ssibility of the opposition filed by
Opponent O3, the Opposition Division considered that

t he mere change of nane of the conpany of the Opponent
did not render the opposition inadn ssible.

It further added that it could not see any attenpt by
opponent O3 either to circunvent the |aw by abuse of
process contrary to the patentee's statenent.

The appel l ant (patentee) | odged an appeal against the
sai d deci sion

In its witten subm ssions, the appellant stated nerely
t hat docunent (1) did not disclose the use of a | ow
al cohol content al cohol solution, so that the subject-
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matter of claiml of the contested patent was novel

Vi s-a-vi s said docunent.

Moreover, it repeated its objection with respect to the
adm ssibility of the opposition filed by opponent O3
for two reasons, nanely because in its opinion

Phar maci a/ Upj ohn S. p. A did not exist and because

Phar maci a/ Upj ohn S. p. A and Pharmacia S.p. A were two

di fferent conpani es.

Respondent R3 (opponent O3) submtted in witing that

t he reasons explained in the Opposition Division's
decision as to lack of novelty of claim1l of the patent
in suit held good.

It argued noreover that the opposition filed by
opponent O3, ie Pharmaci a/ Upjohn S.p. A, was adm ssible
as this conpany still existed and as it identified a

| egal person within the meani ng of the decision of the
Enl arged Board of Appeal G 3/97 (QJ, 1999, 245).

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted and the opposition filed by opponent O3 be
rejected as inadm ssible.

The respondents requested that the appeal be di sm ssed.

Reasons for the decision

1
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The appeal is adm ssible.



0060. D

- 4 - T 0983/ 03

Adm ssibility of opposition filed by opponent O3

The appell ant contested the adm ssibility of the
opposition filed by opponent G3.

In that respect, the Board observes that the opposition
filed by respondent R2 (opponent 2) was not disputed
and the Board sees no reason to differ.

Mor eover, during the opposition procedure, respondent
R2 raised the sanme novelty objections as the one raised
by respondent 3 (see opponent O2's letter dated 4 May
2000, point 2.1).

Having regard to the Board's concl usi ons under

point 3.2 below and to the facts nentioned above, it
appears that, under the present circunstances, there is
no need to decide on the adm ssibility of the
opposition filed by opponent O3 since its outcone would
in any case have no effect on the present decision.

Novel ty

Docunent (1) discloses the use of prostaglandin E

(Al prostadil) in the preparation of a pharnmaceuti cal
conposition suitable for introducing into the corpora
cavernosa by local injection for the treatnment of male
erectile inmpotence. The conpositionis a 0,5 m saline
sol ution containing 5mg prostaglandin E;, 0,6%
benzet hyl - al cohol and 0, 01% benzal koni um chl ori de,

0, 01% EDTA, ie a | ow al cohol content solution of

Al prostadi| (page 568, right-hand col umm, | ast

par agr aph, to page 569, |eft-hand colum, first

par agr aph; page 567, summary).
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Accordingly, the subject-matter of claim1l of the
contested patent is anticipated by the disclosure in
docunent (1).

3.2 The main argunent put forward by the appellant during
t he opposition proceedings in defence of novelty was
that the features "l ow al cohol content al coho
solutions"” and "iontophoresis" were not present in

docunent (1).

As to the feature relating to "iontophoresis", the
Board notes that this feature is optional, so that it
cannot be used to establish novelty.

Concerning the second feature, the Board does not
accept the appellant's view that since the words
"consisting of" precede this feature it nust be

concl uded that the solution contains exclusively a | ow
al cohol content.

In fact, the Board agrees that words "consisting of"
restrict the conpositions exclusively to the presence
of a solvent, an al cohol and Al prostadil. It however
does not restrict the term"solution" to any particul ar

sol uti on.

As no basis, either in the claimitself or in the
description, can be found for a narrow definition of
this term it nust be considered that the | ow al cohol
content al coholic solution disclosed in the docunent
falls within claim1 although it contains other

di ssol ved i ngredients.
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Under these circunstances, the Board concl udes that
claim1l | acks novelty vis-a-vis docunent 1 contrary to
the requirenments of Articles 52(1) and 54 EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend U OGswal d
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