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Summary of Facts and Subm ssi ons

2133.D

Wth their decision of 12 May 2003 the Exam ning
Di vision refused the European patent application
No. 98 934 193.8.

The Exam ning Division held that the independent
claim7 of the set of clainms 1 to 32 dated 19 Septenber
2002 did not neet the requirenents of Article 123(2)
EPC.

On 14 July 2003 the appellant (applicant) | odged an
appeal against the decision of the Exam ning Division
requesting to set aside the decision. As an auxiliary
request, oral proceedings were requested for the case
that the main request could not be all owed.

In its statement setting out the grounds of appeal of
21 July 2003, received by the EPO on 22 July 2002, the
appel l ant requested rectification of the decision and
rei nbursenent of the appeal fee, and nmade anendnents to

sone cl ai ns.

Wth a comuni cation dated 29 August 2003 the appel |l ant
was i nformed by the Exam ning Division through the
first exam ner that further exam nation had reveal ed
that the application did not neet the requirenents of

t he European Patent Convention. The appellant was given
atime limt of 2 nonths to renmedy certain deficiencies
in the clains. This period ended on 8 Novenber 2003.

On 9 Septenber 2003 the Exam ning Division signed EPO
Form "2701 06.01" and stated by crossing the
correspondi ng boxes that the appeal was all owabl e and



VI .

VI,

VIITT.

2133.D

- 2 - T 0935/ 03

wel | -founded and that the decision under appeal was
rectified under Article 109(1) EPC, but also that the
rei nbursenent of the appeal fee could not be all owed,
so that the case should be referred to the Board of
Appeal using EPO Form "2703"

On 11 Septenber 2003 the formalities officer signed EPO
Form "2703 10.98" on which the box "no rectification
ordered" was crossed.

Wth letter of 15 Septenber 2003 the applicant
subm tted anended cl ai ns.

In a comuni cation dated 6 May 2004 the Board stated
that it could not conclude that any procedural error
occurred before the decision was taken to refuse the
application, and that, therefore, the Board intended to
reject the request for reinbursenent of the appeal fee.
Furthernore, the Board stated that it intended to
exercise its power under Article 111(1) EPCto remt
the case to the Exam ning Division for further
prosecution. The appellant was al so asked whet her under
these circunstances it maintained its request for oral
pr oceedi ngs.

Wth a fax of 7 July 2004 the appellant withdrewits
requests for oral proceedings and for reinbursenent of
t he appeal fee.
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Reasons for the Decision

1.2

1.3
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Deci sion of the Examning Division to rectify its

deci si on

On 9 Septenber 2003 the Exam ning Division signed EPO
Form "2701 06.01" and stated by crossing the
correspondi ng boxes that the appeal was all owabl e and
wel | -founded and that the decision under appeal was
rectified under Article 109(1) EPC, but also that the
rei nbursenent of the appeal fee could not be all owed,
so that the case should be referred to the Board of
Appeal using EPO Form "2703"

However, on 11 Septenber 2003 the formalities officer
stated on EPO Form "2703 10.98" "Remittal: no
rectification ordered". The file was then sent to

Directorate General 3.

Since the appeal is against the decision of the
Examining Division to refuse the application, only the
menbers of that division were conpetent to rectify that
decision. The fornmalities officer was not entitled to
decide that no rectification had been ordered.

The Board notes that the formalities officer may have
concluded fromthe invitation by the Exam ning D vision
of 29 August 2003 that rectification could not be
ordered, since the three nonth termfor rectification
expired on 22 Cctober 2003, whereas the appell ant
pursuant to the invitation could file observations
until 8 Novenmber 2003. In this situation, the
formalities officer should have checked with the

Exam ning D vision which action should stand before
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filling out the formand arranging for the file to be
sent to Directorate General 3. This would have nade the
Exam ning Division aware of the two seem ngly
contradictory actions.

It is further noted that the appellant on 15 Septenber
2003 in response to the 29 August conmunication filed
amended cl ai ns, which woul d not have been necessary,
had the appellant been sent the rectification form In
a letter dated 19 April 2004, the appellant also
expressed his surprise that rectification had not been
deci ded by the Exam ning Division.

Wth regard to the technical substance of the appeal,
the Board finds the clainms as anmended with the grounds
of appeal to conformwith Article 123(2) EPC.

Rei mbur senent of the appeal fee

The request for reinbursement has been w t hdrawn.
Nevert hel ess, the Board would remark that the
irregularities which occurred after the appeal had been
filed are not relevant at this stage, but m ght becone
t he subject of a subsequent appeal. Reference can be
made to Case | aw of the Boards of Appeal of the

Eur opean Patent Office, 4'" edition, 2001, chapter
VI1.D.15.5, Interlocutory revision, p.563 f., and

T 794/ 95.

Furt her prosecution

G ven the circunstances as descri bed above, the Board
remts the case to the first instance for further
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prosecution of the exam ning procedure as obviously
i ntended by the Exam ning D vision.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Nachtigal | A. Burkhart
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