BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

rnal distribution code:
] Publication in QJ

] To Chairmen and Menbers
X] To Chairnen

] No distribution

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 16 March 2004

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0916/03 - 3.2.2
95920465. 2
0788329

A61B 5/ 05

EN

| npedance i magi ng devices and mnul ti-el ement probe

Appl i cant:

TRANSSCAN RESEARCH & DEVELOPMENT CO. LTD.

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC Art. 84, 123(2)

Keywor d:

"Clarity (yes), new subject-matter (no)"

Deci si ons cited:

Cat chword

EPA Form 3030 06. 03



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0916/03 - 3.2.2

DECI SI ON

of the Technical Board of Appeal 3.2.2

Appel | ant :

Repr esent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man: W D. Wi R

of 16 March 2004

TRANSSCAN RESEARCH & DEVELOPMENT CO. LTD.
P.O.B. 786
| L-10550 M gal Haemek  (IL)

Hllier, Peter

Edwar d Evans Bar ker
Cifford s Inn

Fetter Lane

London EC4A 1BZ (GB)

Deci si on of the Examining Division of the
Eur opean Patent O fice posted 15 April 2003
refusi ng European application No. 95920465. 2
pursuant to Article 97(1) EPC

Menber s: S. S. Chowdhury

A. Pignatell



-1 - T 0916/ 03

Summary of Facts and Subm ssi ons

0539.D

Thi s appeal is against the decision of the exam ning
di vision dated 15 April 2003 to refuse European patent
application No. 95 920 465. 2.

The ground of refusal was that claim1l of the main and
auxi liary requests was not clear, and the clains of the
second auxiliary request were not allowabl e under
Article 123(2) EPC

On 3 June 2003 the appellant (applicant) |odged an
appeal against the decision, and paid the prescribed
fee on 6 June 2003. On 13 August 2003 a statenent of
grounds of appeal was fil ed.

The appel | ant requests that the decision under appeal
be set aside and that the application proceed on the
basis of clainms 1 to 21 filed with letter dated

3 February 2004. Oral proceedings were requested on an

auxi | iary basis.

Claim1 of this request reads as foll ows:

"Apparatus for inpedance imaging of a breast of a body
conprising: a multi-element probe conprising a
plurality of sensing elenments and adapted for nounting
on one side of a breast; a source el ectrode adapted for
mounting on the body; a first el ectrode adapted for
nmounting on the body, nearer the nmulti-el enent probe
than the source el ectrode; and a source of electrical
energy which provides a voltage between the source

el ectrode and at | east one el enent of the probe.”
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Clains 2 to 21 are dependent on claim 1.

Reasons for the Decision

0539.D

The appeal is adm ssible.

Both the questions of clarity and extension of subject-
matter depend on the interpretation of the clains
having regard to the supporting description, so that

t he Board's understanding of the relevant parts of the
application are set out first.

As the exam ning division has stated, present claiml
is based on claim44 of the application as originally
filed, which is an apparatus cl ai mwhose net hod
counterpart is claimb59. The supporting disclosure for
claim44 is to be found on page 44, |ine 31 onwards
with reference to Figure 16, which shows a breast 160
which is imaged by a probe 270, for exanple, the probe
of Figures 1 to 3 or Figures 6A and 6B (page 44,

lines 34 and 35).

The system according to this invention neasures the

i npedance between the individual sensing el enents of

t he probe and some reference point (typically the
signal source point) at sonme other place on the body,
and to avoid distortion in the field Iines, the
reference point is typically placed far fromthe sensor
array (page 45, last two paragraphs). Furthernore, to
reduce the baseline inpedance contributed to the | ocal

i npedance inmage by tissue between the renote signal
source and the region near the probe, an additional
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reference electrode is placed on the patient's body
relatively near the nmulti-el enment probe.

Referring to Figure 16, this nmeans that in this

enbodi ment the inmaging probe 270 (which may be the
probe Figures 6A and 6B) is applied to the front of the
breast, a signal source electrode is placed on the body
remote fromthe breast, for exanple at the arm and an
additional reference electrode is placed nearer to the
breast than the signal source electrode, for exanple at
the front of the shoulder of the patient, in order to
reduce the baseline inpedance caused by intervening

ti ssue.

It is to be noted that the reference el ectrode nust be
pl aced nearer to the breast than the signal source
electrode if it is to performthe required function of
reduci ng the baseline inpedances, as described on

page 46.

As described on page 46, |ast paragraph, this

enbodi ment may operate with a single probe and does not
require an electrode to be placed on a side of the
breast substantially opposite the (multi-elenment) probe
as defined in original claim44. If, on the other hand,
the probe used is the probe of Figures 1 to 3, as
stated on page 44, lines 34 and 35, then only one of
the multi-el enent probes 22 or 24 woul d be used since,
gi ven the position of the probe shown as 270 in

Figure 16, it is inpossible to position a second

mul ti - el ement probe opposite the probe 270 shown in a
manner so as to sandw ch the breast therebetween. This
is consistent with the fact that the inmagi ng head of
Figures 1 to 3 nay possess only one nulti-el enent
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probe, as stated on page 23, lines 31 and 32, and
page 48, first conpl ete paragraph describes the
operation with one nmulti-element probe foll owed by
operation with the other nulti-el enent probe, which
shows that an i mage may be obtained with only one
pr obe.

Article 84 EPC

Claim 1 defines a source electrode and a first

el ectrode. Since the first electrode is stated to be
nearer to the probe than the source el ectrode, the
source electrode and the first electrode of claim1l
must be interpreted respectively as the renote

el ectrode nentioned on page 45, lines 25 to 36 and the
additional, nearer reference el ectrode nentioned on
page 46, lines 26 and 27. This interpretation renders
the claimentirely consistent with and supported by the
descri ption.

The expressions "adapted for nounting on one side of a
breast” and "adapted for nounting on the body nearer
the nulti-elenment probe than the source el ectrode"” are
all owabl e in the present case. The exam ning division
had objected to the use of a simlar expression in an
earlier version of the claim nanely "adapted for
nmounting on the body nearer the nmulti-el enent probe

than the source el ectrode”, saying that it defined a

use of the device rather than a structural feature and
rendered t he apparatus clai munclear.

The Board sees no objection to the use of these
expressions since they nerely describe how the
apparatus is used and nmay be ignored for the purposes
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of assessing the scope of the claim apart fromthe
structural requirenment that the el ectrodes nust be
suitable for the stated purpose. These expressions may
be seen as defining features that are useful for
facilitating the understanding of the claim This is
akin to an expression such as "an el ectrode for taking
ECGs of the brain", which gives sone information as to
the nature and use of the electrode, and need not be
obj ectionable in the context.

Article 123(2) EPC

As di scussed in point 2. above, the application as
originally filed disclosed, with reference to Figure 16
t hereof , apparatus for inpedance inmaging of a breast of
a body, conprising a nulti-elenment probe, a source

el ectrode adapted for nmounting on the body, a first

el ectrode adapted for nounting on the body nearer the
nmul ti-el enent probe than the source el ectrode, and a
source of electrical energy which provides a voltage
bet ween the source el ectrode and at | east one el enent
of the probe, wherein no electrode is required to be

pl aced on a side of the breast substantially opposite
the multi-el enent probe. The om ssion of this feature,
whi ch was defined in original claim44, is supported by
the original disclosure, accordingly.

The exam ning division's argunent that the application
supports only the use of a device having a mammogr aphy-
i ke construction disclosed for exanple in Figure 2 of
the application is not tenable in view of the above
facts, and for the further reason that the term nol ogy
of original claim44 required a nmulti-el ement probe
adapted for nounting on one side of the breast and an
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el ectrode adapted for nmounting on a side of the breast
opposite the probe. If the intention had been to define
a mamogr aphy-|i ke construction then the clai mwould
have defined two multi-el ement probes adapted for
nmounting on the breast opposite each other.

5. For the reasons given above claim1 neets the
requirenents of Articles 84 and 123(2) EPC.

G ven the above considerations the auxiliary request
for oral proceedi ngs need not be entertained.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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