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Summary of Facts and Subm ssi ons

0684.D

Eur opean patent application No. 92 922 076, published
as international application WO 93/08279

(EP A 0 623 168) with the title "T cell epitopes of the
maj or al |l ergens from Der mat ophagoi des (house dust
mte)", was refused by the exam ning division by a

deci sion pursuant to Article 97(1) EPC posted on

31 January 2003.

The deci sion was based on the request then on file, ie
clainms 1 to 52 as filed on 2 Cctober 2001. The grounds
for the decision read:

"“I'n the communication(s) dated 23.05.2000, 30.05.2001,
31.10. 2002 the applicant was inforned that the
application does not neet the requirenents of the

Eur opean Patent Convention. The applicant was inforned
of the reasons therein.

The applicant filed no comments or anmendnents in reply
to the latest comuni cation but requested a deci sion
according to the state of the file by a letter received
in due tinme on 02.01.2003.

The application nmust therefore be refused.”

In a first comunication dated 23.05. 2000, the
exam ni ng division had objected to claim1l as then on
file on the grounds of lack of unity (Article 82 EPC)
arguing that the common concept that |inked the clained
pepti des was considered to be inplicitly anticipated by
the prior art. Furthernore, referring to the

international prelimnary exam nation report
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established for the application, the exam ning division
stated that the deficiencies nentioned in said report
woul d give rise to objections under the corresponding
provi sions of the EPC.

From the reasoning given in the precedi ng comuni cation
in support of the objection of lack of unity the

appel lant inferred that, though not having raised a
formal objection in this respect, the exam ning

di vi sion considered that the subject-matter of at |east
claim1l1 contravened Article 54 EPC. Therefore, inits
subsequent response the appell ant addressed the issues
of lack of unity and | ack of novelty. Anended clains 1
to 31 which allegedly overcane these objections were
filed with the response. Amended claim 1l included a

di scl ai ner.

In a subsequent comuni cation dated 30 May 2001, the
exam ni ng division naintained the objection of |ack of
unity, explicitly raised the objection of |ack of
novel ty, and rai sed new objections under

Articles 123(2), 84 and 56 EPC.

Thereafter, the appellant submtted a new set of clains
(clains 1 to 52) in which nmethod clains 1 to 21 had
been introduced. Furthernore, clains 22 to 42 of the
new request, which corresponded broadly to previous
clainms 1 to 18 and 29 to 31, had been anended to om't
various terns previously objected to under

Article 84 EPC, as well as the disclainmer in claima1,
whi ch di scl ai ner had caused the objection on the
grounds of Article 123(2) EPC to be raised. The

appel  ant requested oral proceedings.
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In a third comunication dated 31 October 2002, which
was attached to the sunmons to oral proceedings, the
exam ni ng division, exercising its discretion under
Rul e 86(3) EPC, refused to accept the newly introduced
met hod clains into the proceedings, on the grounds that
they were filed 10 years after the filing date of the
application and did not represent a serious attenpt to
overcome objections previously raised. Wth respect to
the remaining clainms 22 to 52, the exam ning division
mai nt ai ned the objections raised under Articles 82, 84
and 56 EPC providing additional argunentative support,
and rai sed new objections on the grounds of Article 83
and Rule 29(2) EPC.

Upon recei pt of the summons and the attached

comuni cation the appellant withdrew its request for
oral proceedings and requested a fornmal witten

deci sion on the case. The exam ning division then

i ssued a decision pursuant to Article 97(1) EPC (see
sections | and Il supra).

On 31 March 2003 the appellant | odged an appeal agai nst
t he decision of the exam ning division and paid the
appeal fee. Wth the statenent of grounds of appeal
filed on 10 June 2003 the appellant submtted as a new
mai n request clainms 1 to 52 correspondi ng essentially
to the clains 1 to 52 on which the decision of the
exam ni ng divi sion was based, and, additionally, new
first and second auxiliary requests.

In the statenment of grounds of appeal the appell ant

mai ntai ned that its submssions in reply to the

conmuni cations issued by the exam ning division on

23 May 2000 and 30 May 2001 contai ned detail ed comments
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on all the objections raised by the exam ning division,
and that the amended clains filed with these

subm ssions clearly addressed said objections. The
appel lant further stated that, as the final decision of
t he exam ning division indicated that the application
was refused because no comments or anendnents had been
filed in reply to the | ast conmmuni cati on dated

31 Cctober 2002, it understood that the sol e objections
out standi ng woul d be those identified in said

communi cation. The appellant put forward argunents
addressing these specific objections and, in the event
that its understanding of the reasons for the appeal ed
deci sion was not correct, requested the board to
identify which of the objections raised by the

exam ni ng divi si on were outstanding.

The appel | ant requested that the decision of the
exam ni ng division be set aside and the case remtted
to the first instance with the order to grant a patent
on the basis of the main request or, subsidiarily, one
of the first or second auxiliary requests. In the event
that the board intended to dism ss the appeal, the
appel l ant requested that oral proceedi ngs be held.

Reasons for the Decision

0684.D

The appeal neets the requirenents of Articles 106 to
108 and Rule 64 EPC, and is adm ssible.

The purpose of an appeal procedure is mainly to give a
party adversely affected by a decision of the first

i nstance the possibility of challenging the decision on
its merits. In order for a party to a procedure to be



0684.D

- 5 - T 0897/ 03

abl e to exam ne whether a decision taken by a
departnent of the first instance was justified or not,
deci sions open to appeal nust be reasoned. This
principle, which is reflected in Rule 68(2) of the
Eur opean Patent Convention, is of fundanental

i nportance for ensuring the fairness of a procedure
(see T 652/97 of 16 June 1999).

Rul e 68(2) EPC states that decisions of the European
Patent O fice which are open to appeal nust be reasoned.
Pursuant to the established jurisprudence of the Boards
of Appeal this nmeans that a decision of any of the
departnents of the first instance of the European
Patent O fice nmust contain, in |ogical sequence, those
argunments which justify the tenor. The grounds upon
which a decision is based and all decisive
considerations in respect of the factual and | egal
aspects of the case nmust be discussed in detail in the
decision (see T 0278/ 00, QJ 2003, 546).

In the present case, the decision under appeal neither
specifies the grounds upon which it is based, nor
contains any facts, evidence or argunents that justify
the refusal of the application. The appeal ed deci si on
contains solely a reference to reasons given in three
conmuni cations issued in the course of the exam nation
of the application, each of these conmuni cations having
as basis a different set of clains filed by the
appellant in response to the respective precedi ng

conmuni cati on

The fact that the decision under appeal does not
contain any specific reasons, but nerely refers to

various conmuni cations issued by the exam ning division
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has the consequence that, in order for the board to be
in the position of review ng the decision under appeal,
it would have to exam ne each of the cited

conmuni cations for facts, evidence and argunents that
may support the refusal of the application. Mreover,
due to the nunerous objections raised with respect to
different sets of clainms and the partly inconsistent
reasoni ng given in the comruni cations referred to in

t he decision, the decisive reasons for the refusal of

t he application remain unclear both to the board and,
as it can be inferred fromits request to identify the
out standi ng i ssues, to the appellant. The deci sion
under appeal thus leaves it to the board and the
appel l ant to speculate as to which of the reasons given
by the exam ning division in its comuni cations m ght
be essential to the decision to refuse the application.

This is at odds with the well established principle
that, for a decision to be reasoned within the neaning
of Rule 68(2) EPC, it nmust be self-contained, ie it

must include all and each of the facts, evidence and
argunents that are essential to the decision, and the
chain of reasoning in the decision nust be conplete
(see T 652/97 and T 278/ 00, cited above). For the
reasons given above, the decision under appeal fails to
nmeet these requirenents.

In the board's judgnent, the de facto absence of
reasoning in the appeal ed deci sion anobunts to a
substanti al procedural violation. Such a procedural
violation requires, in line with other decisions of the
boards of appeal (eg T 292/90 of 16 Novenber 1992;

T 522/ 90 of 8 Septenber 1993 and T 278/ 00, cited above),
that the decision under appeal be set aside and the
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case remtted to the first instance in application of
Article 111(1) EPC. Exercising its discretion under
Rul e 86(3) EPC which is applicable in virtue of

Rul e 66(1) EPC, the board decides to admt into the
proceedi ngs the three sets of clainms according to the
mai n request and the two auxiliary requests as filed by
the appellant with the statenent of grounds of appeal
on 10 June 2003. The case is thus remtted to the

exam ning division for further prosecution on this

basi s.

The appeal is deened to be allowable. Although the
appel  ant has not requested rei mbursenent of the appeal
fee, the board considers it to be equitable by reason
of the substantial procedural violation incurred to
reinburse the fee (Rule 67 EPC). Since the appellant's
request that the appeal ed deci sion be set aside has
been granted, there is no need to hold oral proceedings
before the board in accordance with its subsidiary
request.



- 8 - T 0897/ 03

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 52 of the main
request and the auxiliary requests as filed on 10 June

2003.
3. The appeal fee is to be reinbursed.
The Regi strar: The Chai r man:
A. Wl i nski L. Galligan
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