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Summary of Facts and Subm ssi ons

The appel | ant contests the decision of the exam ning
division to refuse European patent application

No. 97 902 955.0. The reason given for the refusal was
that i ndependent clains 1 and 8 filed with the letter
dated 8 Novenber 2002 did not neet the requirenents of
Article 84 EPC

1. The foll ow ng docunent:

D1: WO A-91/ 05377,

cited in the search report is considered in this

deci si on.

L1l Wth the statenent of grounds of appeal, the appellant
filed three sets of clainms corresponding to a main
request and a first and a second auxiliary request.

I V. | ndependent clains 1 and 8 according to the main
request, which respectively correspond to clains 1 and
8 refused by the exam ning division, read as foll ows:

Cami:

"An electrical plug (1) for connecting an el ectrical
cable (11) to an electrical power outlet, said

el ectrical cable (11) conprising a first el ongate

el ectrode and a second el ongate el ectrode, said first
and second el ectrodes surrounded by and separated from
one another by a polymeric insulation, said plug (1)
conpri sing
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a housing (3) which conprises

(1) a first housing nenber (5) which conprises a
slot (23) for receiving the cable (11), and

(2) a second housi ng nenber (7,9),

the first and second housi ng nenbers (5,7,9) being
novabl e rel ative to each other between a uni que
mat ed configuration and a demated confi gurati on;

a first contact nenber (13) which conprises a
first prong suitable for insertion into one socket
of an electrical power outlet, and a first

el ectrode-contact section (33) which can be
electrically connected to the first prong (13);

a second contact nmenber (15) which conprises a
second prong suitable for insertion into a second
socket of an electrical power outlet, and a second
el ectrode-contact section (35) which can be
electrically connected to the second prong (15);

characterised by:

a cutting nodule (25) which is positioned in the
first housing nmenber (5) and which conprises

(1) a cavity (27) conprising a wall (29) which
has a concave arcuate inner surface, on
which the first and second el ectrode-contact
sections (33,35) are positioned, and
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(2) an opening (31) in the wall (29) which opens
into the cavity (27) and is aligned with the
slot (23) for receiving the cable (11),

(E) a cutting elenment (37) which

(1) conprises a cutting wedge (59) which
conpri ses

(a) a convex arcuate outer surface (65)
whi ch conpl enents the inner surface of
the wall (29), and

(b) piercing neans (61) suitable for
penetrating the polyneric insulation of
the cable (11), and

(2) is rotatably-munted within the cavity (27)
so as to be rotatable froman opened
position for receiving the cable (11) to a
cl osed position so that, after the cable (11)
has been inserted into the cavity (27)
t hrough the opening (31), rotation of the
cutting elenment (37) successively:

(a) urges the piercing nmeans (61) to
penetrate the polyneric insulation
between the first and second el ectrodes
at an end portion of the cable (11),

(b) urges the end portion of the polyneric
insulation fromthe el ectrodes, and
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(c) forces the stripped end portion of the
first electrode into physical contact
with the first el ectrode-contact section
(33) and the stripped end portion of the
second el ectrode into physical contact
with the second el ectrode-contact
section (35) within the cavity (27) of
the cutting nodule (25)."

Cl ai m 8:

"A connector for connecting an end of a first elongate
el ectrical cable (11) to an end of a second el ongate
electrical cable, said first cable conprising first and
second el ongate el ectrodes surrounded by and separated
fromone another by a first polyneric insulation, and
sai d second cable conmprising third and fourth el ongate
el ectrodes surround by and separated from one anot her
by a second pol yneric insulation, said connector

conpri sing

(A) a housing (3) which conprises

(1) a first housing nenber (5) which conprises a
slot (23) for receiving the cable (11), and

(2) a second housi ng nenber (7,9),

the first and second housi ng nenbers (5,7,9) (a)
bei ng novabl e rel ative to each other between a
uni que mated configuration and a denmat ed
configuration, and (b) when mated conpri sing an
opening for receiving the second cabl e;
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a first connection neans for connecting the first
el ectrode to the third electrode within the
housing (3), and a first el ectrode-contact section
(33) which can be electrically connected to the

first connecti on neans;

a second connection neans for connecting the
second el ectrode to the fourth electrode within
t he housing (3), and a second el ectrode-cont act
section (35) which can be electrically connected
to the second connection neans;

characteri sed by

a cutting nodule (25) which is positioned in the
first housing nmenber (5) and which conprises

(1) a cavity (27) conprising a wall (29) which
has a concave arcuate inner surface, on
which the first and second el ectrode-contact
sections (33,35) are positioned, and

(2) an opening (31) in the wall (29) which opens
into the cavity (27) and is aligned with the
slot (23) for receiving the cable (11),

a cutting elenment (37) which

(1) conprises a cutting wedge (59) which
conpri ses

(a) a convex arcuate outer surface (65)
whi ch conpl enents the inner surface of
the wall (29), and
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(b) piercing neans (61) suitable for
penetrating the polyneric insulation of
the cable (11), and

(2) is rotatably-munted within the cavity (27)
so as to be rotatable froman opened
position for receiving the cable (11) to a
cl osed position so that, after the cable (11)
has been inserted into the cavity (27)
t hrough the opening (31), rotation of the
cutting elenment (37) successively:

(a) urges the piercing nmeans (61) to
penetrate the polyneric insulation
between the first and second el ectrodes
at an end portion of the cable (11),

(b) urges the end portion of the polyneric
insulation fromthe el ectrodes, and

(c) forces the stripped end portion of the
first electrode into physical contact
with the first el ectrode-contact section
(33) and the stripped end portion of the
second el ectrode into physical contact
with the second el ectrode-contact
section (35) within the cavity (27) of
the cutting nodule (25)."

Clains 2 to 7 are dependent on claim 1.

0012.D
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The argunents of the appellant can be summarized as
fol | ows:

It was not the function or requirement of a claim
relating to an electrical plug to define an invention
such that the skilled man woul d be able to nmake the
plug. Cainms 1 and 8 according to the main request were
cl ear because they defined the essential features of
the clained plug or connector, particularly those
relating to cutting elenent thereof, and the operable
rel ati onshi ps between these features.

The appel l ant requested in the statenent of grounds of
appeal that the decision under appeal be set aside and
that the application be allowed to proceed with the
clainms of the main request, or alternatively with the
clainms of the first auxiliary request or otherw se of
the second auxiliary request, or otherw se that the
application be referred back to the exam ning division
if there were other matters outstanding.

Reasons for the Deci sion

0012.D

The appeal is adm ssible.
Claim1 of the main request - Carity
In its decision, the exam ning division considered that

claim1l1 did not satisfy the requirenent of clarity of
Article 84 EPC because:
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- it was not clear howthe rotation of the cutting
el ement being "rotatably-nounted within the cavity (2)
so as to be rotatable" took place, and

- the three results to be achieved according to

features (E)(2) (a), (b) and (c) lacked clarity
according to the Guidelines, GIIl1-4.7, second sentence.
"Al'l of the geonetry and novenent should have been
clearly defined explicitly in the claim(see the
Quidelines, CI11-4.1, third sentence) such that the
skilled man woul d have been able to nake the plug
achieving the three functions (E)(2) (a), (b) and (c)".

The Board does not share this opinion.

Claim1l1l of the main request, which is identical to
claim1 as refused by the exam ning division, specifies
(see paragraphs (E)(2) (a), (b) and (c)) that the
cutting elenment of the plug is "rotatable from an
opened position for receiving the cable (11) to a

cl osed position so that, after the cable (11) has been
inserted into the cavity (27) through the opening (31),
rotation of the cutting elenment (37) successively:

(a) wurges the piercing neans (61) to penetrate the
pol yneric insul ati on between the first and second
el ectrodes at an end portion of the cable (11),

(b) urges the end portion of the polyneric insulation
fromthe el ectrodes, and

(c) forces the stripped end portion of the first
el ectrode into physical contact with the first
el ectrode-contact section (33) and the stripped



3.2

0012.D

-9 - T 0813/ 03

end portion of the second el ectrode into physical
contact with the second el ectrode-contact section
(35) within the cavity (27) of the cutting nodul e
(25)".

These features are perfectly clear having regard to the
| anguage. The neaning of the terns is understandable
for the skilled man fromthe wording of the claimalone
and all the constitutive elements of the cutting

el ement are correctly defined, albeit partly in
functional terms, in section (E) of the claim The
Board thus considers that, in this respect, claiml
neets the requirenent of Article 84 EPC, second
sentence, and is in accordance with the consi stent
practice of the departnent of first instance according
to the Guidelines, CGIlI1-4.1, third sentence, which
reflects the established case | aw of the Boards of
appeal .

It is true that the nmounting and the rotation of the
cutting element in the cutting nodule are not only
identified in ternms of structural features, but also by
means of results to be achieved. These results however
can be directly and positively verified and the
conditions and restrictions they inpose on the rotation
and the structural features of the cutting nodul e and
el enent are clearly understandable by the skilled man,
as required by the Guidelines, CGl1I11-4.7, third
sentence. Mreover, as far as the exam ning division
has considered that features (E)(2) (a), (b) and (c)
identify three functions, it is noted that nothing in
Article 84 EPC prevents functional features from being
used to distinguish the invention over the prior art.
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The Board thus sees no reason to object the wording of
claim1l1l in these respects.

The content of clainms is governed by Article 84 and
Rul e 29 EPC, which are not so severe as to require a
claimto identify technical features or steps in al
possi bl e details. According to the established case | aw
of the Boards of appeal (see decision T 1055/92, QJ
1995, 214), "a claimin a European patent application
must conprise the essential features of the invention
(see T0032/82, QJ 1984, 354); the essential features
should in particular conprise those features which

di stinguish the invention fromthe prior art".
According to decision T 32/82, the essential features
are those which are necessary to solve the technical
probl emw th which the application is concerned.

In the present case, the exam ning division has not
menti oned any docunents on the basis of which the
features which distinguish the invention fromthe prior
art, and nore generally the essential features of the
invention, could be identified.

The Board considers that docunment D1, corresponding to
US patent 5 002 501 cited in the description of the
application in suit, is the closest prior art which
forms the starting point of the invention. The

el ectrical plug according to claim1 is distinguished
over D1, which discloses an electrical plug conprising
all the features recited in the preanble of claim1, by
the features recited in the characterising part of the
claim Starting fromthis prior art, the technical
probl em addressed by the invention can be seen as
providing an electrical plug which nmakes, w thout
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requiring special tools, "an easy, reliable connection
to an electrical cable for stripping the polyneric
insulation fromthe el ectrodes and w thout the need for
usi ng screws or other neans of penetrating the
insulation to precisely contact the el ectrodes”, as
recited in the description of the application (see the
correspondi ng published application WO 97/26686, page 2,
lines 14 to 20). The Board considers that the features
recited in the characterising part of claim1l define
the features which solve the technical problem
addressed by the invention, thus the essential features
of invention, and that these features distinguish
clearly the invention fromthe prior art.

Havi ng regard to the question of know ng whether all of
the geonetry and the novenent of the cutting el enent
has been sufficiently clearly defined in claim1l so
that the skilled person would have been able to carry
out the plug of the invention, the Board considers that
it is sufficient if the application as a whole (clains
together with the description and draw ngs) discl oses
the invention in a manner sufficiently clear and
conplete for it to be carried out by the person skilled
inthe art, as required by Article 83 EPC. The EPC does
not require a claim read alone, to do this. Rather,
according to the first sentence of Article 84 EPC "t he
clainms shall define the matter for which protection is
sought” (see also decision T 1055/92, supra). It is

not ed, however, that the exam ning division in its

deci sion did not object that the application as a whole
contravened Article 83 EPC
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Claim8 of the main request- Carity

The sanme considerations as those relating to the
clarity of claiml1 apply nutatis nmutandis to claim 8.
The Board however observes that the various references
to "the cable" in the preanble (page 20, line 19) and
in the characterizing part of claim8 are unclear
because a first and a second cable are identified in
the first four lines of the claim

Extent of scrutiny in appeal proceedi ngs

The Board notes that, according to the decision under
appeal, the only ground of the refusal was |ack of
clarity of clains 1 and 8 of the application then on
file. The question of lack of clarity of clains 1 and 8
of the present main request, which are identical to
claims 1 and 8 refused by the exam ning division, thus
is the only issue on which the Board has to forma
judgment. Since the Board does not share the exam ning
di vision's opinion about lack of clarity of clains 1
and 8, there is no need for the Board to consider the
clainms of the first and second auxiliary requests.

Pursuant to Article 111(1) EPC, the Board can go beyond
t he grounds of the decision under appeal, exercising
any power within the conpetence of the exam ning

di vi sion. Follow ng decision T 1020/98 (QJ 2003, 533,
point 2 of the reasons), the Board notes that this does
not nean that it should conduct a full exam nation of

t he application under appeal, because that is the

exam ning division's task. In the present case, no
exam nation of clainms 1 and 8 has been made by the
exam ni ng division having regard to the requirenments of



- 13 - T 0813/ 03

t he EPC other than those of Article 84 EPC and no
argunents in support of novelty and inventive step of
the subject-matter of clains 1 and 8 of the main
request have been given in the statenents of grounds of
appeal . In such circunstances, where a proper

exam nation of the application in respect of al

requi renents of the EPC has not yet even been started,
it is appropriate to remt the case back to the
departnment of first instance w thout further ado. The
Board observes that according to Rule 51(3) EPC any
conmmuni cation under Article 96(2) EPC shall contain a
reasoned statenent covering, where appropriate, all the
grounds agai nst the grant of an European patent.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

D. Sauter W J. L. \Weeler
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