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Summary of Facts and Subm ssi ons

0968. D

Eur opean patent application nunber 98 950 038. 4,
publication nunber 1 021 903, was filed on 14 Septenber
1998 with the international application nunber

PCT/ EP98/ 05867. Priority was clained from Net herl ands
application nunber 1 007 153 dated 29 Septenber 1997.
The application was refused in a decision of the
exam ni ng division announced at oral proceedings held
on 18 February 2003. Witten reasons were di spatched on
8 April 2003.

The subject-matter of claim1 of the main request and a
first auxiliary request was held to | ack an inventive
step with respect to the disclosure of

Dl: WO A-96/38962.

Second, third and fourth auxiliary requests were not
admtted into the proceedi ngs under Rule 7la EPC since
they were considered to contravene, prim facie,
Article 123(2) EPC. A fifth auxiliary request was
admtted, but its claim1 was also found to | ack an
inventive step with respect to DI.

Wth a letter dated 25 April 2003 and received 26 Apri
t he applicant | odged an appeal against this decision
and paid the appropriate fee. On 20 June 2003 a
statenment setting out the grounds of appeal was filed
together with two sets of clainms according to a main
and an auxiliary request. The set corresponding to the
mai n request was the sanme as that submitted for the
first auxiliary request in the proceedi ngs before the

first instance.
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The appel lant further requested that the appeal
proceedi ngs be accel erated and nade a conditi onal
request for oral proceedings.

In an annex to the summons to attend oral proceedings,
sent on 11 Decenber 2003, doubts were raised as to

whet her the new sets of clains satisfied the

requi renents of Article 123(2) EPC. Argunents were al so
put forward that the newy clained subject-matter

| acked an inventive step in the light of DL and a
docunent cited in the international search report:

D4: FR-A-2 741 495.

I n response, the appellant filed another four sets of
claims of a new nmain and three auxiliary requests,

together with argunents for their allowability.

At the oral proceedings held on 31 March 2004 the
appel | ant anmended the main request and filed a new
auxiliary request based on the main request with
certain clains deleted. Al previous requests were
wi t hdr awn.

The appel l ant requests the grant of a patent on the
basi s of

claims 1, 2, 5, 6, 7, 10, 15, 16 and 18 (main request)
or claims 1, 2, 5, 6, 7, and 10 (auxiliary request),

both sets of clains submtted at the oral proceedings;

description pages 1 to 10 and
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drawi ng sheets 1 to 3

as originally filed.

Claim1l of the main request reads as foll ows:

"System for the transm ssion of data, conprising:
- a multimedia network (3),

- a tel ecommuni cati ons network (5;6)

- a first server (4), and

- at least one termnal (1) conprising connection
means (10, 14) for setting up a link for a session
with the first server (4) by way of the multinedia
network (3) and for setting up automatically,
during a session, by way of the tel econmunications
network (5;6), another IP link than the Internet
link active at that point in time with a second
server (7;8) as a function of a code stored in the
first server (4), such as a tel ephone nunber, it
bei ng possible for the first server (4) and the
second server (7;8) to be one and the same, and
wherein the terminal is adapted for having a
connection with only one of said networks at a
time,

and wherein the connection neans (10, 14) conprise

menory | oaded with an added software nodul e, the added

sof tware nodul e, being adapted for being provided with
paranmeters conprising the code stored in the first
server (4) and in such a way that as the first server

(4) provides the added software nodule with paraneters,

t hose provi ded paraneters replace the paraneters used

by the added software nodule after a prior activation

of the added software nodul e, and the added software
nmodul e furthernore after being provided with paraneters



VI .

0968. D

- 4 - T 0743/ 03

conprising the code stored in the first server (4)
subsequently nmakes free, firstly, the Internet link via
the multimedia network (3) between the termnal (1) and
the first server (4) and subsequently sets up the
another IP link as a function of the code stored in the
first server between the termnal (1) and the second
server (7;8) via the tel econmunications network (5;6)."

Claim6 of the main request is for a nmethod
corresponding to the systemof claiml1 and claim15 is
for a correspondi ng software nodule on a carrier.

In the auxiliary request the software nodule is no
| onger clained, otherwise the clains are identical with
t hose of the main request.

In the oral proceedings the appellant referred to a

further docunent nentioned in the exam nation procedure,

D2: Subm ssion by the Federal Trade Comm ssion to the
United States District Court for the Eastern District
of New York, in the civil action between the Federal
Trade Conm ssion and Audi otex Connection, Inc., et al.
dat ed February 1997, and submtted by the appell ant
with a letter dated 6 Decenber 2001 and received 11
Decenber .

The appellant firstly pointed out that the invention
nmust be seen in the context of the state of the art in
1997, when the great majority of network users only had
access via a single tel ephone connection. It was then
argued that the problem addressed by the patent
application related to access to "restricted content”,
i.e. content for which the provider wanted paynment. In
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t hese circunstances the skilled person would have no
reason to consult D1, since it related to an expensive
hi gh- speed connection of a kind which did not in
practice exist at that date, and was not concerned wth
probl enms of paynment. In accordance with the
application, access via a specific (premumrate)

t el ephone nunber sol ved the basic probl em of paynent
for content. However, this resulted in the user having
to break the current Internet connection and nmake

anot her connection; the necessary data such as the

t el ephone nunber had to be entered by hand, copying it
for exanple froma card supplied by the content

provi der. Known diallers, as exenplified in D2, were
dedi cated to a single tel ephone nunber and provider, so
that the use of such diallers to automate the

di sconnection and reconnection process would |lead to a

proliferation of diallers on the client system

The inventive solution of this problemwas to supply a
single software nodule on the client system simlar to
a dialler but configurable with paraneters, including

t he appropriate tel ephone nunber, downl oaded from a
server. Thus the user would select a reference on a
server page displayed on a browser (click on a |ink),
and the paraneters woul d be downl oaded to the client
sof tware nodul e which woul d then automatically handl e

t he di sconnection and reconnection to the appropriate
server via the specified premumrate tel ephone nunber.

At the end of the oral proceedings the board announced

its decision.
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Reasons for the decision

1

0968. D

The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is, therefore, adm ssible.

Added subject-matter, Article 123(2) EPC.

According to the description, a "nultinmedia network",
exenplified by the Internet, enables user access to a

| arge nunber of services in a sinple manner, but
suffers fromhaving a "small-band character”, whil st
the quality of a service transmtted "depends on the
gquantity of traffic on the nmultinedia network,"
(description page 1, line 36, to page 2, line 6). On

t he ot her hand "Tel econmuni cati ons networ ks have the
characteristic that the quantity of data per second
capable of being transmtted over a link, is
guaranteed, " (page 2, lines 25 to 27), "irrespective of
any other traffic via the tel ecommunications network,"
(l'ines 30 and 31). The board understands that in the
case of a "nultinmedi a" network the absence of a fixed
connection fromthe client to a specific server allows
access to be changed to another server very easily,

wi t hout having to break down and re-establish
connections, w th however the disadvantage of a | ack of
any guaranteed throughput of data from server to client.
"Tel ecommuni cati on” networks, on the other hand, have a
fi xed connection between client and server, and a
guar ant eed t hroughput of data fromserver to client. It
isin this sense that the board interprets the clained
subj ect-matter
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It is to be noted that the situation in 1997 was such
that the vast mpjority of donestic users of the

I nternet were connected to it by tel ephone, i.e. a

"tel ecomuni cations network”, referred to in the
description as a "calling-in network"” (page 4, line 34).
The client would place a tel ephone call, i.e. have a

fi xed connection with guaranteed throughput, to a
service provider or "portal"™ which gave access to the
connectionl ess Internet proper. Thus when the clains
refer to for exanple "having a connection with only one
of said networks at a tinme," it nust be understood as
havi ng a connection to a portal into the nultinedia
network or having a direct tel ephone connection to a
content server, but not both sinultaneously.

The features of claim1 of both requests up to the
phrase "one and the sane", are those clainmed in the
original claim1l, sonewhat reorganised, with the
exception of the replacenent of "a link wwth a second
server"” by "another IP link than the Internet |ink
active at that point intinme with a second server". The
exam ning division rejected this anendnent, in the then
fourth auxiliary request, as a prima facie violation of
Article 123(2) EPC, giving an alternative
interpretation of the passages in the description cited
by the appellant in its support, inter alia page 6
lines 10 and 11. According to this interpretation, the
new IP link referred to in those passages was a second
IP link with the first server to download a video with
basic quality. While this interpretation is possible,

t he board considers that it would have been di scarded
by the skilled person in the |ight of the passage at
page 6 lines 9 to 20, which states, "The software
nodul e nmakes it possible to set up another IP Iink than
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the Internet link active at that point in tinme, nanely,
in the event that the user clicks a special reference

in an HTM. page ... The HTM. pages conprise a reference
to afile stored in the server 4, in which the

follow ng paraneters for the software nodule are stored:
- the tel ephone nunber which nust be used to call in on
t he second server ..." The board accordingly considers
that the skilled person would have understood fromthe
description as originally filed that the newlink to

t he second server also uses the |IP protocol.

2.4 That the systemis adapted to set up another link via
t he tel ecommuni cati ons network to a second server as a
function of the code, such as a tel ephone nunber,
stored in the first server, is also in the original
claiml1. That the "termnal is adapted for having a
connection with only one of said networks at a tine",
i.e. that the link to the first server is nade free and
another link is subsequently set up, is disclosed in
the description at page 5, lines 23 and 24. That the
mechani smfor doing so is a software nodule in the
"connection neans" which is supplied with paraneters
conprising the code stored in the first server, is
di sclosed inter alia in the description at page 6,
line 8, to page 7, line 14. Wile not explicitly
di sclosed, it would seemto be inplicit that the nodul e
may be used nore than once, since accessing the "still
hi gher quality" after the "higher quality" (page 9,
lines 24 to 27) inplies, according to page 9, lines 28
to 33, a change of connection. That the new paraneters
replace the old for use by the software nodul e, as
clainmed, is then a necessity.

0968. D
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The board therefore considers that claim 1 of both
requests satisfies the requirenents of Article 123(2)
EPC. Correspondi ng argunents apply to the further

i ndependent clains 6 and (in the main request) 15, so
that they too woul d not appear to add subject-matter to
t he original application.

Dependent clains 2, 7 and (in the main request) 16 are
at least inplicitly disclosed by the description at
page 7 lines 3 to 5. The only remai ni ng dependent
clainms, clainms 5, 10 and (in the main request) 18
correspond in substance to original claim2. The
dependent clains accordingly do not give rise to
objection under Article 123(2) EPC either.

The amendnents nmade at the oral proceedings to the
previously submtted requests were directly in response
to observations by the board and do not raise any new
objections. The new main and auxiliary requests are

t heref ore consi dered adm ssi bl e.

Novel ty

Docunent D1 does not directly and unanbi guously

di sclose the clainmed feature that "the termnal is
adapted for having a connection with only one of said
networks at a tine." Docunent D2 does not disclose the
use of a software nodule in the connection nmeans
provided with paraneters froma first server. The other
docunents nentioned in the proceedings before the first
i nstance do not call into question the novelty of the
subj ect-matter of the independent clains of both
requests. Hence the board considers that the clained
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subj ect-matter of both requests satisfies the
requirements of Articles 52 and 54 EPC as to novelty.

4, | nventive step

4.1 The board considers the closest prior art to be
docunent Dl1. The appel |l ant argued that D1 woul d not
have been considered by the skilled person, firstly
because it concerned an expensive and at the priority
dat e unused broadband system and secondly because it
did not address the problemwhich is the subject of the
application, nanely how to gain paynent for "restricted
access" content. However, the board is not convinced by
t hese argunents. The probl em addressed in the
application as filed was not primarily the paynent
i ssue; the beginning of the section "Summary of the
invention" (page 2, line 9 and follow ng) reads, "It is
t herefore an object of the invention to provide for a
system according to the preanble, whereby a user may
obtain access to a service, with the bandw dth and
t hroughput of the link between the term nal and the
server which offers said service, being guaranteed."
The application al so expl ains extensively the
di sadvantages of the prior art Internet access in this
respect and the neasures proposed to achieve this
object - see for exanple the application at page 1
line 36 to page 2, line 6, page 2, lines 21 to 33,
page 8, lines 9 to 18, page 9, lines 28 to 37, and
page 10 lines 28 to 30. It may also be noted that the
feature of using a premumrate tel ephone nunber for
t he second connection was originally - and indeed still
is - only in a dependent claim

0968. D
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4.2 Dl states that its object is to provide an integration
of "conputer nets" and "communication nets" in such a

way as to make use of the advantages of each of these

network architectures (page 1, lines 5 to 9), and goes
on to define these terns (page 1, line 26 to page 2,
line 10, and page 2, lines 12 to 28, respectively) in a

manner which corresponds to the definitions of

"mul timedia network” and "tel econmuni cati ons networ k"
in the application. In doing so, it identifies the
probl em that conmputer nets do not deliver guaranteed
rates of transfer (page 2, lines 6 to 10), which on the
other hand is a property of conmunication nets (page 2,
lines 23 to 28 - synonynously described as data
transfer "in realtinme"). It further identifies this
property of conputer nets as being di sadvantageous to
t he online reproduction of video and audi o information
(page 12, lines 9 to 17), and the solution to this
probl em as being transmtting the data over a sw tched
virtual circuit, i.e. via the tel econmunications
network in the sense used in the present application
(page 13, lines 10 to 14).

4.3 The board therefore considers this docunent to be
highly rel evant and an appropriate starting point for

the i nvention as cl ai ned.

4.4 D1 shows (mainly with reference to Figure 5 and page 11,
line 25 to page 15, line 9):

A systemfor the transm ssion of data (page 11,
line 25), conprising
- a multimedia network (Figure 5, "lInternet")

- a tel ecomuni cati ons network (Figure 5, "B-ISDN
net wor k")

0968. D
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- a first server (Figure 5, "Internet server with B-

| SDN access"), and

- at |l east one term nal conprising connection neans
for setting up a link for a session with the first
server by way of the multinmedia network (Figure 5,
custonmer termnal "CPE", connection (1), "Internet
gateway", connection (2), "Internet"” and "Internet
server with B-1SDN access") and for setting up
automatically, during a session, by way of the
t el econmuni cati ons network, another |ink than the
Internet link active at that point intinme with a
second server as a function of a code stored in
the first server, such as a tel ephone nunber
(page 13, line 32 to page 14, line 12, with a
Br oadband- |1 SDN address certainly being simlar to
a tel ephone nunmber in its function), it being
possible for the first server and the second
server to be one and the sane (Figure 5, "Internet
server with B-1SDN access")

and wherein the connection neans conprise nenory | oaded

wi th an added software nodul e, the added software

nodul e bei ng adapted for being provided with paraneters
conprising the code stored in the first server, and the
added software nodul e furthernore after being provided

Wi th paraneters conprising the code stored in the first

server subsequently setting up another link as a

function of the code stored in the first server between

the termnal and the second server via the

t el ecommuni cati ons network (page 13, line 32 to

page 14, |ine 12 again).
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The follow ng features of claim1 of the main and
auxi liary request are not specifically disclosed by DI1:

(a) the newlink is an IP link;

(b) the provided paraneters replace the paraneters
used by the added software nodule after a prior
activation of the added software nodul e; and

(c) the added software nodul e makes free the Internet
link, and the termnal is adapted for having a
connection with only one of said networks at a

tine.

As to feature (a), the appellant has not identified any
techni cal problem solved by this feature, and the board
considers that the choice of protocol for each link is
a matter of everyday design choice for the skilled
person. Nonet hel ess the board notes that document D4 is
relevant to this point. D4 relates to a very simlar
arrangenment to that of D1 and shares sone of the sane
inventors, so that it would have been consulted by the
skill ed person | ooking for nore information about or
suggestions for such an arrangenent. In D4 an exanple
of suggested paraneters to be sent for the setting-up
of a newlink is given (page 6, Table 1, and page 5,
lines 29 to 30), indicating that at |east one new
connection should use TCP/IP as protocols.

As to (b), the board considers that fromthe whol e

di scl osure of the section of Dl at page 11, line 25 to
page 14 line 22 entitled (in translation) "Real -tine
mul timedia for WWVw th the help of B-1SDN', the
skill ed person woul d envisage that after one video
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di splay ends the user mght well want to call up

anot her, so that the skilled person woul d be expected
to provide the possibility for the nodule to be used
nore than once in a session, in which case feature (b)
woul d i mredi ately foll ow

Finally, as to (c), the board considers that while D1
is largely concerned with a hypothetical future

br oadband t el ecommuni cations infrastructure, it
nonet hel ess provi des notivation for the skilled person
to apply its teaching to the tel ephone network as it
existed at the priority date of the present

application, in 1997, nanely to the situation where
nost users could only have one connection at a tine (as
i ndeed pointed out by the appellant in the oral
proceedi ngs - see above). The skilled person would note
that the initial sunmary of the invention in D1, at
page 1, lines 5 to 10, does not require a broadband
connection, but only a "comrunications net", and that a
"comuni cations net" is defined at page 2, lines 12 to
28, to include as one "inportant exanple" the anal ogue
t el ephone network (otherw se known as the PSTN, which
is one of the "tel econmuni cations networks" in the
present application - see page 5, lines 6 to 8 and
lines 28 to 29). Caim1l of Dl reflects this in that it
is not limted to broadband networks, the only
restriction being again to "comunication nets". The
board therefore takes the view that at the clai ned
priority date the skilled person would have been led to
consi der how to inplenment the teaching of D1 on the
PSTN. It would have been inmedi ately apparent to the
skilled person that to be usable on the PSTN the system
woul d have to be designed to drop the first connection
bef ore openi ng anot her.
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In response to this last point, the appellant argued in
the oral proceedings that the anal ogue tel ephone
network was not suitable for realtine transfer of data,
a view which the board cannot share. Precisely this
property is given as a characteristic of

"conmuni cations nets" in D1 (page 2, lines 12 to 28),
such nets explicitly including the anal ogue tel ephone
network (PSTN). This is confirnmed by the present
application itself, at page 2, lines 25 to 27, page 2,
lines 31 and 32, and page 9, lines 33 to 35.

In a witten subm ssion in preparation for the oral
proceedi ngs the appellant pointed to various all eged

di fferences between D1 and the clainmed invention. In
addition to those dealt with in point 4.5 above, it was
argued that in Dl the software nodule is "spread over
the internet server and the connection neans", citing
Dl page 14, lines 18 to 22. However, this appears to be
a m sreading of that passage; in fact, the only change
that has to be nade at the server is the definition of
a newfile type (page 13, line 32 to page 14, line 3).
Browsers, when they receive files of a specific type,
call up an appropriate "viewer" (D1, page 14, lines 5
to 10) - a software nodule in the sense of the present
application - to process the file. In the present
application the paranmeters for the software nodul e are
also contained in a file on the server (page 6,

lines 16 to 18).

Thus D1 appears to require no nore nodification of
software at the server than does the systemclained in
t he present application.
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4.7 The board therefore conmes to the conclusion that the
subject-matter of claim1 of both the nmain and the
auxi liary request |acks the inventive step required by
Articles 52 and 56 EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

D. Magliano A. S Cdelland
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