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Summary of Facts and Subm ssi ons

The appel |l ant (applicant) |odged an appeal against the
deci si on of the exam ning division, posted on

20 February 2003, refusing the European patent
application No. 96 910 913.2. The notice of appeal and
the statement setting out the grounds for appeal were
received on 10 April 2003, and the fee for the appeal
was pai d sinmultaneously.

1. The exam ning division held that the application did
not neet the requirenments of Article 52(1) EPC in
conjunction with Article 54 EPC, having regard to the

docunent :

D1 = US-A-4 763 662.

L1l In addition to the above docunent, the follow ng
docunents, cited in the search report and in the
description of the application, have been consi dered
for the present deci sion:

D2: US-A-5 256 149
D3: US-A-4 911 173.
D4: US-A-4 605 009.
| V. The appel | ant requested that the decision under appeal

be set aside and a patent be granted on the basis of
the follow ng version of the application:

- d ai ns: No. 1 to 3 filed with facsinm |l e of
2 Septenber 2004;
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- Description: Pages 1, 2a, 3 to 7 filed with
letter of 1 July 2004,

Page 2 filed with letter of
19 Septenber 2002;

- Dr awi ngs: Figures 1 to 5 filed with facsimle
of 9 Septenber 2004.

Caim1l reads as foll ows:

"An apparatus for ultrasonic guided renoval of tissue
sanpl es (biopsies), conprising a catheter carrying an
ultrasonic transducer (8) at its end, and a nounting
menber for nounting of a needle guide (2) with a needle
to the ultrasonic transducer (8) for insertion of the
needl e in the image plane of the ultrasonic transducer
(8) which is associated with a display for inmaging of
t he needl e, said needle guide (2) being predom nantly
flexible, but rigid at the end at the nmounting nmenber
and is inclined with a permanent angle to a

| ongi tudi nal axis of the catheter, characterised in

t hat the nmounting nmenber for nounting of the needle
guide (2) to the ultrasonic transducer (8) is clipped
onto the catheter adjacent the transducer (8) so that
the needle guide (2) is inclined with said permanent
angle to the longitudinal axis of the catheter, said
needl e guide (2) being placed along the catheter with
the ultrasonic transducer (8) in such a manner that
said needle guide (2) together with the transducer (8)
can be inserted through a trocar."
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In support of his request, the appellant relied
essentially on the foll ow ng subm ssions:

D1 disclosed a guide sheath (32) pivotally secured to

t he transducer and not - |like the invention - renovably
clipped onto the catheter adjacent the transducer. The
gui de sheath connection of Dl required a fixed channel
(26) which was difficult to clean and disinfect.

Since the state of the art did not suggest the
provi sion of a nmounting nmenber and needl e gui de as
defined in the characterising part of claiml1, the
subj ect-matter of the present clains was new and

i nvol ved an inventive step.

Reasons for the Decision

1

2080.D

The appeal is adm ssible.

Arendnent s

The subject-matter of claiml is disclosed in claimal,
in the description, page 6, |ast paragraph, and in
Figures 8a to 11 of the published application (WO A-
96/ 32889). The subject-matter of claim2 is disclosed
inclaim8 and in the description, page 7, lines 10 to
14 of WO A-96/ 32889, and the subject-matter of claim3
is disclosed in the published clainms 9 and 10. The
description and drawi ngs have been adapted to the newy
filed clains.

Consequently, the amendnents to the application neet
the requirements of Article 123(2) EPC.
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Novel ty

D1 di scl oses an apparatus (endoscope) for ultrasonic
gui ded renoval of tissue sanples (biopsies), conprising
a catheter (tubular insertion section 12) carrying an
ultrasonic transducer (28) at its end and a nounting
menber for nounting of a needle guide (32) wth a
needl e (52) to the ultrasonic transducer, for insertion
of the needle in the inmage plane of the ultrasonic
transducer which is associated with a display for

i magi ng of the needle, said needl e guide being

predom nantly flexible, but rigid at the end at the
mounting nmenber and is inclined at a pernmanent angle to
a longitudinal axis of the catheter (see Figures 8

to 12).

However, Dl does not disclose that the nmounting nmenber
for mounting of the needle guide to the ultrasonic
transducer is clipped onto the catheter adjacent to the
transducer so that the needle guide is inclined with
said permanent angle to the longitudinal axis of the
catheter, and that said needle guide is placed al ong
the catheter with the ultrasonic transducer in such a
manner that said needl e guide together with the
transducer can be inserted through a trocar.

D2 refers to a trocar with a transparent cannul a and
not to an apparatus for ultrasonic guided renoval of
ti ssue sanpl es (biopsies).

D3 discl oses a biopsy attachnment (90, see Figures 3, 4)
for ultrasound probe of the rectal area where the probe
is partially inserted in the body through the sphincter.
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The external part of the attachnment (90) shows a

rel easabl e nounti ng nenber for the needl e guide (106,
see Figures 3 to 7) with a novable |l eg (96) which can
be extended in order to position the needle for the
bi opsy.

However, D3 does not disclose that the apparatus is
designed to be inserted through a trocar, nor that the
needl e guide is inclined with a permanent angle to the
| ongi tudi nal axis of the catheter, nor that the
nmounting nenber is clipped to the transducer.

D4 refers to an ultrasoni c sweep echography and di spl ay
endoscopi ¢ probe and not to an apparatus for ultrasonic
gui ded renoval of tissue sanples.

| nventive step

The npbst relevant state of the art is disclosed in D1.

Starting fromthis docunent, the object underlying the
present application my be regarded as to provide a

fl exi ble system capable to withstand a bending of a
relatively small radius (see description of the patent
application, page 2a, lines 8 and 9) and to inprove the
possibility to clean and disinfect the apparatus.

This object is achieved by the provision of a catheter
wherein the needle guide is fixed to the transducer by
means of a nounting nenber which is clipped onto the
catheter adjacent to the transducer so that the needle
guide is inclined with a permanent angle to the

| ongi tudi nal axis of the catheter, and wherein the
needl e guide is placed along the catheter in such a
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manner that said needl e guide together with the
transducer can be inserted through a trocar.

The fact that the needle guide is placed along the
cat heter makes the system nore flexible, whereas the
rel easabl e nounting nmenber in the formof a clip

i nproves the possibility to clean the apparatus.

Nei ther D1 al one, nor a conbination of the teaching of
D1 with any other document of the available prior art
can lead the skilled person in the field in an obvi ous
way to the clained invention, since none of the
avai | abl e docunments di scloses or hints at a needle

gui de arranged al ong the catheter and nounted with
clipping means onto the catheter.

Therefore, the subject-nmatter of the present clains is

novel and involves an inventive step.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the follow ng

docunent s:
Cl ai ns: No. 1 to 3 filed with facsimle of
2 Septenber 2004;
Descri ption: Pages 1, 2a, 3 to 7 filed with letter of
1 July 2004;
Page 2 filed with letter of
19 Septenber 2002;
Dr awi ngs: Figures 1 to 5 filed with facsim | e of
9 Sept enber 2004.
The Regi strar: The Chai r man:
V. Conmmar e T. Kriner
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