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Summary of Facts and Subm ssi ons

0197.D

The applicant | odged an appeal against the decision of
the Exam ning Division to refuse the European patent
application No. 00 119 924.9.

The Exam ning Division held that the clains 1 and 6 as
filed on 12 Decenber 2002 containing the feature "a
single drive unit that drives the switching device to
switch the state of the cutter between the full cutting
state and the half cutting state" represented an
unal | owabl e generalization of the feature "the state of
the cutter is switched by the driving source for noving
the cutting unit across the sheet" and thereby
contravened Article 123(2) EPC.

Wth a comruni cation dated 22 Septenber 2004 and
annexed to the sumons to oral proceedi ngs the Board
presented its negative opinion with respect to an
anmended single request which was filed on 13 June 2003
together with the grounds of appeal dated 11 June 2003.
The amended clainms 1 and 6 of this request were
considered to contravene Article 123(2) EPC.

Oral proceedings before the Board of Appeal were held
on 19 January 2005.

(1) The appel |l ant requested that the decision
under appeal be set aside and a patent be
granted on the basis of the follow ng
docunent s:
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Descri pti on:

pages 1 and 2 as filed with letter of

15 Decenber 2004

pages 3 to 5 and 16 as filed during the oral
proceedi ngs on 19 January 2005

pages 6 to 15 as originally filed

Cl ai ns:
1to 7 as filed during the oral proceedi ngs on
19 January 2005

Drawi ngs: figures 1 to 17 as originally filed.

(ii) The independent clainms 1 and 6 under
consideration as filed on 19 January 2005
read as foll ows:

"1. A label making apparatus (100) that makes | abels
by performng a full cutting and a half cutting on a
sheet (13), conprising:

a frame (12) having a pair of side walls (10, 9)
respectively di sposed at opposite sides of the sheet
(13)

a single cutter (43) that cuts the sheet (13)
along a desired |ine;

a switching device (154) that switches a state of
the cutter (43) between a full cutting state and a half
cutting state, the cutter (43) performng the ful
cutting in the full cutting state and the half cutting
in the half cutting state wherein the sheet is cut
partway in a direction of a thickness of the sheet (13),
on the sheet (13);

only one drive source (35, 124) reciprocating a
cutting unit (30) conprising the cutter (43) in a
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direction substantially perpendicular to a transport
direction of the sheet (13) to nove the cutting unit
(30) to a first switching position adjacent to one side
wal | (10) where the cutter (43) is switched to the ful
cutting state through bunping the cutting unit (30)
agai nst the side wall (10) at the end of the traveling
path and to nove the cutting unit (30) to a second
switching position adjacent to another side wall (9)
where the cutter (43) is switched to the half cutting
state through bunping the cutting unit (30) against the
other side wall (9) at the end of the traveling path;
and

a controller (114) that controls the drive source
(35, 124) so that the half cutting is perforned a
predet erm ned nunber of cuts on the sheet (13) before
the full cutting is perfornmed thereon.™

"6. A | abel making nethod for naking | abels by
performng a full cutting and a half cutting on a sheet
(13) using an apparatus having a frame (12) having a
pair of side walls (10, 9) respectively disposed at
opposite sides of the sheet (13) conprising:

cutting the sheet (13) along a desired line;

swtching a state of a single cutter by a
swi tching device (154) between a full cutting state and
a half cutting state, the cutter (43) performng the
full cutting in the full cutting state and the half
cutting in the half cutting state wherein the sheet (13)
is cut partway in a direction of a thickness of the
sheet (13), on the sheet (13); and

controlling only one drive source (35, 124)
reciprocating a cutting unit (30) conprising the cutter
(43) in a direction substantially perpendicular to a
transport direction of the sheet (13) to nove the
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cutting unit (30) to a first switching position

adj acent to one side wall (10) where the cutter (43) is
switched to the full cutting state through bunping the
cutting unit (30) against the side wall (10) at the end
of the traveling path and to nove the cutting unit (30)
to a second switching position adjacent to another side
wal | (9) where the cutter (43) is switched to the half
cutting state through bunping the cutting unit (30)

agai nst the other side wall (9) at the end of the
traveling path so that the half cutting is perforned a
predet erm ned nunber of cuts on the sheet (13) before
the full cutting is perfornmed thereon.™

The nost rel evant docunents of the prior art were
considered to be:

D1 GB-A-2 313 081

D2 JP-U-2 14 952

The appel | ant argued essentially as foll ows:

The amendnents of clainms 1 and 6 are based on page 3,
lines 8 to 10; page 7, lines 17 to 18; page 9, lines 9
to 16 and |line 34 to page 10, line 2 of the
specification as filed and therefore neet the

requi renents of Article 123(2) EPC. The anmendnents nade
to clains 1 and 6 result in clainms which are narrower
in scope than those according to a suggestion nmade by
the Exam ning Division (nanely the inclusion of the
feature "the drive unit for noving the cutter drives
the switching device at the ends of the travelling path
of the cutter”) which was stated to be inventive (see
decision, point 3 of the reasons). Therefore the
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subj ect-matter of the present clains 1 and 6 is
I i kewi se novel and inventive, particularly with respect

to the nost rel evant docunents D1 and D2.

Reasons for the Deci sion

1

0197.D

Adm ssibility of amendnents (Article 123(2) EPC)

The i ndependent clains 1 and 6 of the sole request are
based on the subject-matter of the originally filed
claims 1 and 6, respectively.

The additional features of "a single cutter (43)", "a
frame (12) having a pair of side walls (10, 9)
respectively di sposed at opposite sides of the sheet
(13)" and "wherein the sheet is cut partway in a
direction of a thickness of the sheet (13)" of clains 1
and 6 can be found at page 3, lines 8 to 9; page 6,
lines 5to 8, page 7, line 35 to page 8, line 2 and can
be derived fromfigures 2, 3 and 9 of the specification
as filed. The additional features of clains 1 and 6
"only one drive source (35, 124) reciprocating a
cutting unit (30) conprising the cutter (43) in a
direction substantially perpendicular to a transport
direction of the sheet (13) to nove the cutting unit
(30) to a first switching position adjacent to one side
wal | (10) where the cutter (43) is switched to the ful
cutting state through bunping the cutting unit (30)

agai nst the side wall (10) at the end of the traveling
path and to nove the cutting unit (30) to a second

swi tching position adjacent to another side wall (9)
where the cutter (43) is switched to the half cutting
state through bunping the cutting unit (30) against the
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other side wall (9) at the end of the traveling path"
can be found at and/or derived frompage 3, lines 14 to
28; page 7, lines 16 to 18; page 9, lines 9 to 20 and
line 34 to page 10, line 7; and figures 2 to 9 of the
specification as fil ed.

The dependent clains 2 to 5 and 7, into which the
correspondi ng reference signs have been incorporated,
are based on the originally filed clains 2 to 5 and 7,
respectively.

Hence the requirenments of Article 123(2) EPC are net
for the clains 1 to 7.

Novel ty

The | abel naki ng apparatus according to docunent D1

i ncludes a cutting nmechani smconprising two cutters
(102, 104) (see abstract; clains 1 to 10 and figures 1
to 16). The | abel maki ng apparatus according to
docunent D2 conprises a first drive unit for noving a
single cutter and a second electric drive, such as a
sol enoid, for switching the cutter between the ful
cutting and the half cutting state (see figure 1).

The ot her two docunments cited in the Search Report are
| ess relevant than docunents D1 and D2. The first one
does not concern a | abel nmaking apparatus while the
second one represents an Article 54(3) and (4) EPC
docunent which, however, does not disclose a controller
for controlling the only one drive source which
switches the cutting state of the single cutter.
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Therefore, the subject-matter of clains 1 and 6 is
novel with respect to the disclosure of the avail able

docunents.

| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D2,
identified in the present application at page 1

lines 26 to 28 and at page 2, lines 9 to 13, which

di scl oses a | abel nmaki ng apparatus conprising one
cutter that can performboth the half cutting and the
full cutting. The apparatus conprises a first drive for
noving the cutter. Another electric drive, such as a
solenoid, is provided to adjust the single cutter in a
cutting unit in its vertical position. The electric
drive for the vertical novenent causes a conplicated
structure of the |abel naking apparat us.

The subject-matter of claim1 is thus distinguished
fromthe apparatus according to docunent D2 by the only
one drive source (35, 124) for reciprocating the
cutting unit (30) conprising the single cutter (43)
between a pair of opposed side walls (10, 9)
respectively di sposed at opposite sides of the sheet
(13), the said novenent of the cutting unit is used for
switching the state of the cutter at a first sw tching
position to the full cutting state by bunping the
cutting unit against one side wall (10) at the end of
the traveling path and at a second sw tching position
to swwtch the cutting state to the half cutting state
by bunping the cutting unit at the end of the traveling
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pat h agai nst the other side wall (9). The sane

conclusion is valid for process claim®6.

Probl emto be sol ved

The Board concurs with the statement in the application
that the problemto be solved is to provide a | abel
maki ng apparatus which can nake a plurality of |abels
whi ch are easy to handle using a single cutter with a
sinple structure and a nmethod for using the same (cf.
application, page 2, lines 17 to 19).

Solution to the problem

The problemis solved by the | abel making apparatus as
defined in claim1 and the | abel meking process as
defined in claim®6.

The Board considers that the subject-matter of the
i ndependent clains 1 and 6 is not obvious for the
person skilled in the art for the foll ow ng reasons:

Taki ng account of the avail abl e docunents the sol ution
to use only one drive source for reciprocating the
cutting unit conprising the single cutter and for
switching the cutter to either the full cutting state
or the half cutting state at sw tching positions by
bunmpi ng the cutting unit at the end of the traveling
path against a wall of a pair of opposite side walls,
is not considered to be derivable fromany conbi nation
thereof, particularly not froma conbination of
docunents D2 and DL1.
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Such a conbi nation of documents D2 and D1 is not
considered to be obvious for the skilled person since
the technical concepts of these two docunents are
totally different. Docunment D2 teaches an apparat us
conprising a single cutter which is switched from one
cutting state to the other by an electric drive and

whi ch needs another drive for its novenent over the
sheet to be cut while docunent Dl teaches to use two
cutters, one for each cutting state. Docunent D1
thereby inplies two drive sources, one for each cutter,
but does not need any sw tching device which changes
the cutting state of any of the two cutters. Hence
these two technical concepts of documents D2 and D1 are
not conbi nabl e and even if the skilled person for

what ever reason were to conbine them he would not
arrive at the clained solution. The skilled person
woul d have to conpletely change the said two technica
concepts w thout having any incentive to do so.

The anmendnents to clains 1 and 6 as nade during the
oral proceedings before the Board are in |ine what the
Exam ning Division stated woul d be novel and inventive
Wi th respect to docunents D1 and D2 (see reasons of the
decision, point 3). The clainms 1 and 6 as anended
before the Board are nore restricted than those
suggested by the Exam ning Division due to the
additional limtations caused by the definition of the
reci procating novenent of the cutting unit in a
direction substantially perpendicular to a transport
direction of the sheet between the pair of side walls
of the frame and the switching of the cutting state
taking place at switching positions adjacent one of
said walls by bunping the cutting unit against the wall.
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The finding of the Board is therefore consistent with
the finding of the Exam ning Division.

Therefore, the subject-matter of the independent
claims 1 and 6 involves an inventive step within the
meani ng of Article 56 EPC.

The sane applies to the subject-matter of the dependent
clainms 2 to 5 and 7 which define further preferred
enbodi ments of the apparatus accordi ng and of the
process according to clains 1 and 6, respectively.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent in the follow ng version:

Descri pti on:

pages 1 and 2 as filed with letter of 15 Decenber 2004
pages 3 to 5 and 16 as filed during the oral
proceedi ngs on 19 January 2005

pages 6 to 15 as originally filed

C ai ns:

1to 7 as filed during the oral proceedi ngs on
19 January 2005

Dr awi ngs:

figures 1 to 17 as originally fil ed.

The Regi strar: The Chai r man:

G Nachtigall P. OReilly
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