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Summary of Facts and Subm ssi ons

The mention of the grant of European patent

No. 0 824 554, in respect of European patent
application No. 96 913 550.8, based on International
application PCT/Fl 96/ 00253, filed on 7 May 1996 and
claimng priority froman earlier patent application in
Finland (8 May 1995; FI 952188), was published on

1 March 2000 (Bulletin 2000/09). The granted patent
contained two sets of clains, nanely Clains 1 to 14 for
the contracting states AT, BE, ES, FI, SE and Cains 1
to 10 for the contracting states DE, FR, GB, IT,
respectively.

(a) Independent Clainms 1 and 11 for the contracting
states AT, BE, ES, FI and SE read as foll ows:

"1, An anor phous and inpact resistant co/ter-
pol ymer nmade fromolefin and aryl -substituted
cyclic nonomers by pol ynerizing using a catalyst,
wherein the substituent is a phenyl- or indanyl-
group and the catalyst is a netall ocene-catal yst.

11. A process for making co/ter-polynmers with

i mproved i npact properties fromolefins and aryl -
substituted cyclic nononers, wherein the conononer
is a phenyl- or indanyl-substituted cyclic nonomer
and the catalyst is a netallocene catal yst."

Clainms 2 to 10 and 12 to 14 were dependent cl ains

directed to el aborations of the subject-matter of
Caim1l1l and 11, respectively.

2515.D



2515.D

- 2 - T 0658/ 03

(b) Independent Claiml for the contracting states DE
FR, GB and IT read as foll ows:

"A nmethod of inproving the inpact resistance of
anor phous co/ter-polyners made from ol efi ns and
aryl -substituted cyclic nonomers by polynerizing
using a catalyst, characterized by using cyclic
nononers substituted with a phenyl- or indanyl -
group in an anmount of 1 to 90 nol % of the polymer
and by carrying out the polynerization in the
presence of a netall ocene-catal yst."

Claims 2 to 10 were dependent clains directed to
el aborations of the subject-matter of C aim 1.

A Notice of Opposition was filed on 28 Novenber 2000 by
Ti cona GnbH, requesting revocation of the patent inits
entirety on the grounds of Article 100 EPC, because the
claimed subject-matter |acked novelty and inventive
step. The opposition was supported by the foll ow ng
docunent :

D1: A Noll, Honmp- und Copol yneri sati onen von
pol ycyclischen A efinen mt Ethen unter Verwendung
von stereorigi den honogenen Ziegl er-Natta-
Kat al ysat oren, Verlag Shaker, Aachen 1993
(Berichte aus der Chenie)

During prosecution of the case before the opposition
di vi sion, anmended sets of clains were filed by the
proprietor, by way of a main request (filed on 18 July
2001), auxiliary request |I (filed on 19 Decenber 2002)
and auxiliary requests Il and Il (both filed on

19 February 2003).
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The main request was based on a single set of
Clainms 1 to 10 valid for all contracting states
wher eby these clainms corresponded to granted
Clainms 1 to 10 for the contracting states DE, FR
@B and IT (section I (b), above).

Auxiliary request | differed fromthe main request
inthat aim1l contained the further restriction
that the polynerization was carried out "in a
solvent at 10-90°C for 0.2-20 h" (inserted after
"a netal |l ocene-catal yst").

Auxiliary request Il differed fromthe main
request in that Caim1 specified that the

pol yneri zation was carried out "in a conventional
way in the presence of an ansa-netal | ocene-
catalyst in a suitable solvent at 10-90°C for
0.2-20 h". Furthernore, Claim7 was deleted and
t he remai ni ng cl ai ns renunber ed.

Claim1l1l of auxiliary request |IIl was considerably
recast during the oral proceedings and inits
final formreferred to the "use of phenyl -
nor bor nene or indanyl -norbornene ...for producing
et hyl ene- phenyl nor bor nene copol yner or ethyl ene-

i ndanyl nor bor nene copol ymer havi ng hi gher heat
resi stance and hi gher inpact resistance and | ower
har dness conpared to correspondi ng et hyl ene-

nor bor nene copolynmers with the sane nolar ratios".

Dependent Clainms 2 to 7 corresponded to Clains 4
to 6 and 8 to 10 of the main request but were
refornul ated as use cl ai ns.
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By a deci sion announced orally on 19 February 2003 and
issued in witing on 7 April 2003, the opposition

di vi sion revoked the patent because none of the
requests net the requirenments of the EPC.

(a) The decision held that the subject-matter of
Claim1 of the main request was, in essence,
directed to a process of producing anorphous
co/terpol ymers characterized by using cyclic
nononers substituted with a phenyl or indanyl
group in an anount of 1 to 90 nol e% and carrying
out the polynerization in the presence of a
net al | ocene catal yst. A process with these
techni cal features was already disclosed in DL.
Since the sanme result, ie inproving the inpact
resi stance, was inevitably achieved in D1, the
subject-matter of Cdaim1 | acked novelty over DL.

(b) As regards auxiliary requests I, it was held that
t he amendnment "in a solvent” in Caim1l did not
have a proper basis in the description as
originally filed which disclosed the use of "a
sui tabl e solvent"” and that the polynerization was
done "in a conventional way". Thus, Claim1l did
not neet the requirenments of Article 123(2) EPC,
In addition, it was held that a nmethod conpri sing
increasing the glass transition tenperature of the
co/terpolyners to nore than 25°C as clained in
Claim 7 was not supported by the application as
originally filed.

(c) Auxiliary request Il was not allowed with respect
to Article 123(2) EPC because the conbi nati on of
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features required in aim1l was not properly
supported by the application as originally filed.

(d) Auxiliary request IIl was not allowed because the
reformulation of the clains to the use of specific
nononers for producing ethyl ene/ phenyl nor bor nene
copol yner or ethyl ene/i ndanyl nor bornene copol yner
havi ng i nproved properties conpared with the
correspondi ng et hyl ene/ nor bor nene copol yners | ed
to a broadening of the clained subject-matter
contrary to Article 123(3) EPC.

On 6 June 2003, a notice of appeal was filed agai nst

t he above decision by the proprietor (hereinafter
referred to as the appellant) w th simultaneous paynent
of the prescribed fee.

Wth the statenent of grounds of appeal, filed on

18 August 2003, the appellant w thdrew auxiliary
requests Il and Il of the decision under appeal and
submtted auxiliary requests IV and V.

(a) Auxiliary request IV differed fromauxiliary
request | in that the solvent referred to in
Caim1l was defined as a "suitable" sol vent,
Claim7 was del eted and the remai ning clains
renunbered accordi ngly.

(b) Auxiliary request V differed fromauxiliary
request IVin that Caim2l further specified that
the pol ynerization was carried out "in a

conve[n]tional way".
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The appel |l ant argued that, in effect, the present

i nvention conprised the use of phenyl- and indanyl -

nor bornene in olefin-co/terpolynerization with

net al | ocene catal ysts for inprovenent of the inpact
properties in conparison with the corresponding
nor bor nene copol yners, even if the clains as such were
drawn up for a nethod. In fact, the clainms were
directed to a new use of a known compound involving a
previ ously hidden technical functional feature. Such an
i nventi on was novel and inventive over the cited prior

art.

The opponent (hereinafter referred to as the respondent)
provided its counterargunments in a letter filed on

1 May 2004. The main request and auxiliary request |
shoul d not be allowed for the reasons given in the
deci si on under appeal. Furthernore, the respondent

rai sed an objection as to | ack of sufficiency because
the application as originally filed did not indicate a
met hod of neasurenent for the inpact resistance which
was an essential feature of the clains. As regards
auxiliary requests 1V and V, these requests did not
nmeet the requirenents of Article 84 EPC since the terns
"suitabl e" and "conventional” were unclear. There was
no explanation in the application as originally filed
as to the neaning of a suitable solvent and a

conventional polynerization.

In a comuni cation, issued on 24 June 2004 acconpanyi ng
a sumtmons to oral proceedings, the board pointed out

t hat, although the clains of the main request
corresponded to the granted clains for DE, FR, (B and

| T, the clainms of the main request represented an
amendnent with respect to the contracting states AT, BE,
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ES, FI and SE since the granted patent contained a
different set of clains for those contracting states.
Consequently, the anmendnent of the clainms was subject
to a full exam nation as to its conpatibility with the
requirenents of the EPC, as far as the contracting
states were concerned. In this context, the board noted
that a nmethod of inproving the inpact resistance of
anor phous co/ter-polyners made from ol efins and aryl -
substituted cyclic nononers as clainmed in all requests
was not disclosed in the application as originally
filed (Article 123(2) EPC). Furthernore, objections
concerning the use of the terns "solvent", "suitable
solvent” and "in a conventional way" in auxiliary

requests I, IV and V were rai sed.

In a letter filed on 7 Septenber 2004, the respondent
agreed with the objections raised by the board.

In a letter also filed on 7 Septenber 2004, the
appellant withdrew its request for oral proceedings and
informed the board that it would not attend the oral
proceedi ngs schedul ed for 7 October 2004. It argued
that the expressions "in a suitable solvent” and "in a
conventional way" had a clear nmeaning to a person
skilled in the art. In addition, an auxiliary

request VI was submitted conprising 7 clains.

| ndependent Claim 1 read as foll ows:

"A nmethod of inproving the inpact resistance of

anor phous co/ter-polyners made from ol efins and aryl -
substituted cyclic nononers by polymerizing using a
catal yst, characterized by using indanyl - norbornene

(1, 4- met hano- 1, 4, 4a, 9a-t et rahydr of | uorene) in an anount
of 1 to 90 nol % of the polynmer and by carrying out the
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pol ynerization in a conventional way in the presence of
a netall ocene-catalyst in toluene at 10 - 90°C for
0.2 - 20 h."

Claims 2 to 7 corresponded to granted Clains 4 to 6 and
8 to 10 for the contracting states DE, FR, GB, IT.

On 6 October 2004, the appellant filed three sets of
amended pages adapted to auxiliary request |V (pages 2
and 3), auxiliary request V (pages 2 and 3) and
auxiliary request VI (pages 2, 3 and 5), respectively.

On 7 Cctober 2004, oral proceedings were held before
the board at which the respondent, but not the
appel l ant, was represented. Because the latter party
had been duly sunmoned, however, the oral proceedings
were continued in its absence in accordance with

Rul e 71(2) EPC.

As regards the main request, auxiliary requests I, IV
and V, the respondent basically relied on its witten
subm ssion. Auxiliary request VI was not allowable
because the nmethod clained therein | acked clarity (the
term"conventional” in Claim1l was unclear), support
(insofar as the data in the application as originally
filed did not support the required inprovenent in

i npact resistance) and sufficiency of disclosure (as
regards a Shore-hardness of less than 90°Ain Caimb5).
Furthernore, the respondent accepted that the board had
the power fully to examne the clainms of all requests,
as far as the contracting states AT, BE, ES, FI and SE
were concerned, and that auxiliary request VI did not
nmeet the requirenents of Article 123(3) EPC
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The appel |l ant requested that the patent be maintai ned

= on the basis of Clains 1 to 10 filed on 18 July
2001 (main request); or, in the alternative

» on the basis of one of the auxiliary claimsets in

a cascade manner with

auxiliary request | filed on 19 Decenber 2002
(Cains 1 to 10);

auxiliary request IV filed on 18 August 2003
(Cains 1 to 9);

auxiliary request V filed on 18 August 2003
(Cains 1 to 9);

auxiliary request VI filed on 7 Septenber 2004
(Cainms 1 to 7).

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

2515.D

The appeal conplies with Articles 106 to 108 EPC and
Rule 64 EPC and is therefore adm ssible.

Mai n request

Procedural nmatter

As apparent from section |, above, the granted patent
contains two sets of clains, nanely
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(a) a first set for the contracting states AT, BE, ES,
FI and SE directed to "an anorphous and i npact
resi stant co/ter-polynmer nmade fromolefin and
aryl -substituted cyclic nononmers by polynerizing
using a catalyst” (independent Claim1l) and "a
process for making co/ter-polynmers with inproved
i npact properties fromolefins and aryl -
substituted cyclic nononers” (independent
Claim1l), and

(b) a second set for the contracting states DE, FR GB
and IT directed to "a nethod of inproving the
i npact resistance of anorphous co/ter-polyners
made fromol efins and aryl -substituted cyclic
nmononers by pol ynerizing using a catal yst".

By way of contrast, the main request contains only one
set of clains for all designated states which is
identical with the second set of the granted clains, ie
granted Clainms 1 to 10 for the contracting states DE
FR, GB and IT. Thus, as far as the contracting states
DE, FR, GB and I T are concerned, the clains of the main
request are neither open to an objection under

Article 84 EPC nor, since Article 100(c) EPC was not a
ground for opposition, to an objection under

Article 123(2) EPC

Any change of attribution of clained subject-matter, in
an application or patent having different (sets of)
clainms for different contracting states, to a
contracting state under which this subject-matter was
not previously subsumed, anmpbunts to an anendnent in the
sense of Article 123 EPC. Such an anmendnent is subject,
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in principle, to full examnation as to its conformty
with the requirenents of the EPC.

In this particular case, therefore, the clainms of the
mai n request represent an anmendment with respect to the
contracting states AT, BE, ES, FI and SE, since the
clainms for these contracting states no longer relate to
an anor phous and inpact resistant co/terpolynmer and a
process for making co/terpolyners with i nproved inpact
properties but refer now to a nethod of inproving the

i npact resistance of anorphous co/terpolynmers made from
ol efins and aryl-substituted cyclic nonomers.

Hence, as far as the contracting states AT, BE, ES, F
and SE are concerned, the anendnent made during the
opposition proceedings is subject to a full exam nation
as to its conpatibility with the requirenents of the
EPC, including the provisions of Article 123(2) EPC

(G 10/91, QA EPO 1993, 420; section 19 of the reasons).

It follows fromthe above, that the board finds itself
in a situation where it has on the one hand no power to
exam ne whether the clains of the main request neet the
requi renents of Articles 123(2) EPC as far as the
contracting states DE, FR, GB and I T are concerned, and,
on the other hand, not only has the power but is

obliged fully to exam ne the clains of the main request
for conpliance with the EPC, as far as the contracting
states AT, BE, ES, FI and SE are concerned.

Amendnents (as far as AT, BE, ES, FI, SE are concerned)

It may be convenient to recall at this juncture that
Claim1 of the main request relates to a nmethod of
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i mproving the inpact resistance of anorphous co/ter-
pol yners nmade fromol efins and aryl-substituted cyclic
nmononer s (enphasis by the board).

According to the normal use of |anguage, the wording of
Claim 1 presupposes that co/terpolynmers nade from

ol efins and aryl -substituted cyclic nononers are
general |y known whereby the inpact resistance of these
general ly known co/terpolynmers containing aryl -
substituted cyclic nmononers is inproved by the neasures
specified in Caim1, inter alia by using cyclic
nononers substituted with a phenyl or indanyl group.
Thus, the standard of conparison for the inprovenent of
the inmpact resistance are co/terpolynmers containing
aryl -substituted cyclic nononers.

However, a nethod of inproving the inpact resistance
over such a standard of conparison is not disclosed in
the application as originally filed. The only

di sclosure in the description as originally filed with
respect to an inprovenent in inpact resistance is to be
found in Exanple 5, page 7, line 25 to page 8, line 14
where it is denonstrated that the use of phenyl- and

i ndanyl substituted cyclic nononers yields
co/terpolyners with i nproved inpact resistance in
conparison with the correspondi ng norbornene copol yners,
i e non-substituted cyclic nononers. Hence, the
application as originally filed teaches an inprovenent
in inmpact resistance in connection with a different
standard of conparison. In other words, the application
as originally filed is directed to inproving the inpact
resi stance of co/terpolynmers nade fromol efins and

nor bornene but not to inproving the inpact resistance
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of co/terpolyners made fromolefins and aryl -
substituted cyclic nononers.

Also none of Clains 1 to 14 as originally filed
(identical with granted Clains 1 to 14 for the
contracting states of AT, BE, ES, FI and SE;

section I (a), above) discloses a nethod of inproving

t he i npact resistance of co/terpol ymers containing

aryl -substituted cyclic nononers. The only basis for a
method claimis to be found in Caim1l1l as originally
filed (identical with granted Claim11l for the
contracting states of AT, BE, ES, FI and SE). However,
there is no basis in the clains thenselves or in the
description as originally filed (section 2.2.3 above)
to "detach” the inproved inpact properties that are
automati cal |l y obtai ned when carrying out the process of
Claim1l fromthe co/terpolynmers and to transcribe them
into a nethod of inproving the inpact resistance of
co/terpolyners made from ol efins and aryl -substituted
cyclic nonomers thereby introducing a new standard of
conpari son

The appel l ant argued that, in effect, the present

i nvention conprises the use of phenyl norbornene and

i ndanyl norbornene in olefin-co/terpolymerization with
net al | ocene catal ysts for inprovenent of the inpact
properties in conparison with the corresponding

nor bor nene copol yners. Al though "such an invention”

m ght be derivable frompage 1, lines 5 to 21 of the
application as originally filed, and in particular from
page 7, line 25 to page 8, line 14 (section 2.2.3,
above), Caim1l does not refer to such an invention.

Therefore, this line of argunentation cannot succeed.
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In summary, Claim1 of the main request, as far as the
contracting states AT, BE, ES, FI and SE are concerned,
does not neet the requirenents of Article 123(2) EPC.

Under these circunstances, a further exam nation as to
whet her the clainms of the main request contain further
deficiencies, eg with respect to Article 123(3) EPC, is

not necessary.

In view of the above, it is evident that the subject-
matter of Claiml of the main request and, by the sane
token, that of Clains 2 to 10, does not neet the

requi renents of Article 123 (2) EPC as far as the
contracting states AT, BE, ES, FI and SE are concer ned.
Since, furthernore, the board can only decide on a
request in its entirety, the appellant's main request,
i e mai ntenance of the patent on the basis of Cains 1
to 10 filed on 18 July 2001 for all contracting states,
nmust be refused.

Auxiliary requests I, IV and V

Simlar considerations apply to auxiliary request |, IV
and V, since each Caim1 of these requests equally
relates to a method of inproving the inpact resistance
of anorphous co/terpolyners made from ol efins and aryl -
substituted cyclic nmononers by using, inter alia,

cyclic nmononers substituted with a phenyl or indanyl
group. The nature of the clainmed nmethod is not affected
by the further restrictions introduced into the
respective Claim1l of auxiliary request | ("in a
solvent at 10-90°C for 0.2-20 h", section Il(b), above),
of auxiliary request IV ("in a suitable solvent at
10-90°C for 0.2-20 h", section IV(a), above) and of
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auxiliary request V ("in a conventional way ...in a

sui tabl e solvent at 10-90°C for 0.2-20 h"

section IV(b), above). Consequently, the clains of

t hese requests do not neet the requirenments of

Article 123(2) EPC as far as the contracting states AT,
BE, ES, FI and SE are concerned, and the request as a
whol e has to be refused.

Auxi liary request VI

Claim1l1 of auxiliary request VI (section VIII, above),
refers to a nmethod of inproving the inpact resistance
of anorphous co/terpolyners made from ol efins and aryl -
substituted cyclic nononers requiring, inter alia, the

use of indanyl norbornene.

| f one assunes, in favour of the appellant, that the
data in Exanples 2 and 5 in the application as filed
(corresponding to Exanples 2 and 5 in the granted
patent) denonstrate that an ethyl ene/i ndanyl norbornene
copol ymer has inproved inpact resistance over an

et hyl ene/ phenyl norbornene copol ynmer, and one further
accepts the generalization of these specific exanples,
the clains of auxiliary request VI would neet the
requirenments of Article 123(2) EPC. This finding would
be valid for all the contracting states.

However, the granted clains for the contracting states
AT, BE, ES, FI and SE do not contain a claimdirected
to a method of inproving the inpact resistance of

anor phous co/terpolynmers nade fromol efins and aryl -
substituted cyclic nmononers. This set of clains
contains only clains directed to an anor phous and

i npact resistant co/terpolyner and a process for naking
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co/terpolynmers with i nproved inpact properties
(section I (a), above). Consequently, the amendnent of
Claim1l leads to a broadening of Clains 1 to 14 as
granted for the contracting states AT, BE, ES, FlI and
SE, contrary to Article 123(3) EPC. Again, because the
board can only decide on a request as a whol e,
auxiliary request VI, valid for all designated states,
nmust be refused.

In view of the above, it was unnecessary for the board
to rule on the further issues raised by the respondent
during oral proceedings with respect to the clains of
auxiliary request VI, nanely lack of clarity, |ack of
support and | ack of sufficiency.

Finally, the board does not consider itself prevented
by reasons of procedural |aw fromrefusing auxiliary
request VI for non-conpliance with Article 123(3) EPC,
al t hough the objection under Article 123(3) EPC was
brought up for the first tine during the oral
proceedi ngs which was not attended by the appellant. As
set out in T 341/92 (QJ EPO 1995, 373, section 2 of the
reasons), the extension of the protection conferred
arises solely froma conparison of the granted clains
with the relevant clains of auxiliary request VI, and
therefore not fromfacts which were only introduced
into the case during the oral proceedi ngs. Consequently,
no conflict with the opinion of the Enlarged Board of
Appeal in G 4/92 (QJ EPO 1994, 149) ari ses.

Furthernore, the appellant could not be taken by
surprise by the fact that the clains of auxiliary
request VI would be fully exam ned for conpliance with
the EPC. The board had8 pointed out in a conmunication
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acconpanyi ng the summons to oral proceedings that the
clainms then on file represented an anendnment with
respect to the contracting states AT, BE, ES, FI, SE
and, as far as these contracting states were concerned,
were open to a full exam nation. This equally applies
to the clainms of auxiliary request VI. Thus, the absent
appel lant - albeit duly summoned - coul d have expected
t he question to be discussed as to whether the clains
of auxiliary request VI, filed only one nonth before
the oral proceedings, neet the requirenents of the EPC,
including Article 123(3) EPC. Were it otherw se, no
deci sion could ever be issued at the end of an oral
proceedi ngs where a proprietor, as in the present case,
files an auxiliary request just before the schedul ed
heari ng but does not attend, thereby rendering such
hearings pointless and a waste of tinme, as well as

of fendi ng the general principle of |legal certainty, ie
the general interest of the public in the term nation
of legal disputes (see T 133/92 of 18 COctober 1994,
section 7 of the reasons; not published in the QJ EPO).

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young

2515.D



